





 Categories
 Top Downloads









Login
Register
Upload











Search












	
Categories

	
Top Downloads

	
	
Login

	
Register







Search











	
Home

	My Dissertation on Impactof TRIPS Agreement on Trademarklawin India

 My Dissertation on Impactof TRIPS Agreement on Trademarklawin India


July 9, 2017 | Author: srvrushali | Category: Trips Agreement, Intellectual Property, World Trade Organization, Patent, Economies 


 DOWNLOAD PDF - 1.9MB



 Share
 Embed
 Donate



 Report this link







Short Description

Download My Dissertation on Impactof TRIPS Agreement on Trademarklawin India...



Description


1|Page



“IMPACT OF TRIPS AGREEMENT ON trademark law of India – A CRITICAl STUdy” Dissertation submitted in partial fulfillment of Rashtrasant Tukdoji Maharaj Nagpur University, Nagpur for the requirement for degree of



Master of Laws



Submitted by Miss Vrushali D .Tarale



LL.M. IVth Sem. (Group C)



Under the Guidance of Prof, Mr. Adarsh M. Dhabarde Faculty of law



Yeshwant Mahavidyalaya, Wardha (2011)



2|Page



PART-A THEORETICAL BACKGROUND



“In modern law every man owns, that which he creates, that which he produces is his, and he has exclusive right to use and benefit from it. The immaterial product of man’s brain may be as valuable as his lands or goods. The law therefore gives him a proprietary right in it, and unauthorized use of if by person is violation of his ownership, no less than theft or trespass is”1 There was a time when there were hardly rarest medium to convert the knowledge one possesses……days passes and the man invented writing mediums..and in initial times he use to write on trees and stones ,whatever he observe and whatever he want to refer for the future times and since then, man has started disseminates the information amongst each other –it was limited for his family which further extended up to the whole community and now to the whole world …..As we know that each individual possesses the different sets of chromosomes and different DNA patterns , at the same time possess different intellect and IQ level and thus there is differences of opinion ,thinking ,behaving ,imagining and creating in each of the individual in their own mannerisms . Every individual occupy some (particular) things on which he solely acquired rights to dispose of the way he wants …..that property could be anything ,i.e lands ,money ,gold ,articles and own creations….thus the definition of property in very early era was different than its present us today …….let‘s see the prior unrevised definition of property 1



From the book Jurisprudence by sir John William salmond trough e-books-google.com
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Definition of property –―Property is any physical or tangible entity that is owned by a person or jointly by a group of people. Depending on the nature of the property, an owner of property has the right to consume, sell, rent, mortgage, transfer, exchange or destroy their property, and/or to exclude others from doing these thing‖2



Intellectual property is not a new concept it is a very old concept but with the advent of globalization and increase in international trade activities, the intellectual property has acquired of Importance. There legislative laws pertaining to intellectual laws, however with the growth of trade complexities and also of International trade in the last two centuries therefore there was need to have international convention on intellectual property law. The existing International Treaties and Conventions that is treaties and Conventions preceding the agreement on trade related aspects of IPR where found to be inadequate to protect the interest of IPR owners, hence TRIPS agreement has been framed as the international protection regime for intellectual property.



The agreement on Trade related aspects of intellectual property rights (TRIPS) is an international agreement administered by the world trade organization (WTO). It is an agreement, which sets down the minimum standards of protection for intellectual property. Now the question arises us to what is intellectual property?



2



Bl Wadhera
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What is Intellectual Property? 3 This term includes, in the broadest sense, all rights resulting from intellectual activity in the industrial, scientific, literary, or artistic fields. Most often one thinks of property as either movable property (e.g., a radio or a coat) or immovable property (e.g., a house or land). One characteristic of these forms of property is their tangible existence. In comparison, intellectual property law confers property rights on intangibles. Intellectual property has been characterized as: ―Information which can be incorporated in tangible objects at the same time in an unlimited number of copies at different locations anywhere in the world. The property is not in those copies but in the information reflected in those copies.‖4



Classification of Intellectual Property Intellectual property in general is broken down into two major branches: industrial property and copyright law. A term of French origin, ―industrial property‖ (properties industrial) encompasses patents (technological information), trademarks‖ (symbolic information), and industrial designs.‖ Copyright law and neighboring rights (expressive information) cover artistic, musical, and literacy works. The term ―intellectual property‖ has been given official recognition by the international community with the establishment of WIPO, a specialized agency of the United Nations.



Concept of Intellectual Property In general, the most important feature of property is that the proprietor or owner may use his property as he wishes and that nobody else can lawfully use his property without his authorization. Of course, there are certain recognized limits for the exercise of that right. For example, the owner of a piece of land is not 3



From www.weikipedia.com



4



G.B. Reddy, Intellectual Property Rights and the Laws, Gogia Law Agency, Hyderabad, at p. 73
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always free to construct a building of whatever dimensions he wishes, but must respect the applicable legal requirement and administrative decisions.



In general, the most important feature of property is that the proprietor or owner may use his property as he wishes and that nobody else can lawfully use his property without his authorization. Of course, there are certain recognized limits for the exercise of that right. For example, the owner of a piece of land is not always free to construct a building of whatever dimensions he wishes, but must respect the applicable legal requirement and administrative decisions.



The term Intellectual Property includes, in the broadest sense, all rights resulting from intellectual activity in the industrial, scientific, literary, or artistic fields. The convention establishing the WIPO defines ‗Intellectual Property‘ in a broad sense. According to this definition, Intellectual Property shall include the rights relating to:



(i)



literacy, artistic and scientific works ;



(ii)



performances of performing artists, phonograms and broadcasts ;



(iii)



inventions in all fields of human endeavor ;



(iv)



scientific discoveries ;



(v)



industrial designs ;



(vi)



trademarks, service marks, and commercial names and ;



(vii)



protection against resulting from intellectual activity in the industrial, scientific literacy or artistic fields.



This definition although inclusive in nature, is very comprehensive.
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IPR in the Indian context5



Knowledge is no body‘s property. It is the property of the intellectual who struggles. The skill and labors of intellectuals dominate and penetrate into the existing knowledge and thus the new knowledge is created. The core concern of IP is the meta-morpohosis of traditional and indigenous knowledge into new creation. The new knowledge and invention are not created only by the scientists, academics, but during the real life struggle the industry workers‘ uneducated traditional cultivators and business entrepreneurs also develop new knowledge, invent new processes and products. The technical know how and knowledge which come out or real life situations and experience have a greater contribution towards the intellectual capital. Some times the creativity and invention arising form the unorganized sector is more useful.



The concept of IP and IPR is not of a recent origin, but it received the due cognizance in the last two decade only.



Although large number of international



conventions adopted trades entered into, the situation in India remained pathetic. The awareness about IP and IPR dawned fairly late. We find the changes occurring only after the GAAT 1994. Not that the concept of IP and IPR was unknown to Indians. In the form of patents, copy right and a member of other legislation, Indian were quite familier with the concept. But in the present day context, when the entire scenario is undergoing transformation, there is a need to create awareness in the masses and to have a comprehensive net work of legislation in consonance with the International scenario, to manage the problem



5



Narayan P., Intellectual Property Law, Eastern Law House, Culcutta, at p. 331
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Historical account of IP laws in India In the year 1856 for the first time, an act as enacted which is titled as Act VI of 1856, through this act certain rights were granted to the inventors or new manufactures or a period of 14 years.



This act was modified and re-enacted as Act XV of 1859.



In this act the



nomenclature used was ―Exclusive privilege, in place of patent monopoly.



In the year 1872, two acts were enacted, as i)



Pattern and design protection act 1872



ii)



Protection of inventions act 1883.



Thus it is clearly evident that the process of awareness with regard to IPR was miserably showed in India. One cognizance was not given to the fast changing global situation. No country can afford to prosper without evolving a sound economic base in the country. The economy of the country largely depends on its positive interaction with the global forum. The market system and market forces play vital role in shaping economic infrastructure in the country. Since last few decades the market system has undergone drastic transformation. The day of closed market and conservative policies are gone.



The whole scenario has changed.



The concept of globalization has been



established and no country can offered to survive in isolation.



The present scenario of IPR policy, emergence of gradual awareness on the importance of IPR and their protection shows that it is limited to certain pockets of the society. The government is granting funds to the universities, voluntary organizations for conducting seminars in this regard, but the actual purpose is not being served as it is not reaching the grass roots level of the industry, from where the real share of creativity
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originates as a result, great potentials remain unexplored and new creations to unnoticed. The original inventors requiring protection are not aware of their rights and the procedure of patenting or registering of their IPR. It results in counter-feit products which drain the benefits of the real inventors. the lack of awareness at the grass root level is a greater hindrance in the creation of positive climate. Another important factor is the huge expenditure associated with the process and further the IP owners fail to quantity the damages they suffer due to the piracy or infringement.6



Creation of IP culture and relevant challenges7 The rights of whatever classes they may be, have the meaning only if they car be protected and beneficially implemented by the owner of the right. In the present day context when the trade and market is tending to be free and global, new concepts of property in the form of IP have emerged, and these rights have already been globally recognized, safeguarding and protecting these rights is essential. The basic problem in this regard is the lack of awareness at grass root levels. Specifically the situation of small and medium enterprises (SMES) in precarious. These smaller units, which supply the maximum share of their products and services to the industries and people, are finding it difficult to protect their rights. A large sum of amount is loss either for enforcing their rights or by defending their rights. It is essential in the interest of these small enterprises (SMEs) and the economy of the nation, to bring awareness and importance of intellectual property among them, and to utilize their IP for better profits.



We are living in the Era of knowledge driven economy. Knowledge has the potential of



Influencing economy.



All the ingredients of knowledge via the idea,



technology know how, innovation and intelligence are the valuable intellectual assets.



6



Ashok Soni, Intellectual Property Laws, Snow White Publication, Mumbai, at p. 171



7



Vikas Vashishtha, Law and the Practice Intellectual Property in India, Bharat Law House, New Delhi, at p. 116



9|Page



The knowledge in this particular context, includes technical know how confidential information comprehensively drafted specification of a product, design or architecture, literacy or artistic creation and many other things. These ingredients of knowledge are essential for the development of new product or designing new process. The traditional concept of business is changing. The idea that finance along is the prime requisite for business is no more valid. The intellectual capital such as patents, trademarks, design and others are replacing the requirement of physical infrastructure and play vital role in accomplishing the business goal.



The present day era is an era of globalization and globalization is the integration or local



activities with that of international parameter to form a single market for



business and to provide for free movements of products and services across the globe without any obstruction what so ever with no cumbersome regulations.



With the



liberalization of economy and opening of global markets the activities of business enterprise are not restricted to a certain place and certain class of business. Under such a situation there has to be a tough competition.



To with stand this competition, the



business enterprise need to upgrade their quality of goods and service that too at competitive rates. In order to improve quality and credibility, continual research is mandatory. It is essential for the business enterprise to understand the needs of the consumers, to make changes as per changing demands. The research shall be of great help in either modifying the existing goods or inventing new products. Thus research activity occupies vital place, to be able to withstand global competition. Thus to produce quality good research is necessary but research requires huge capital. The government or big industries can afford to set aside capital for research activities, but it becomes strenuous for the small and medium enterprise (SMEs). These SMEs to a greater extent cater to the needs of larger industries for conducting of their day to day business. Hence some mechanism need to be devised that SMEs are encouraged to undertake research to enhance quality of their goods and services to be able to withstand competition. Larger industries can extend helping hand to the SMEs and for this there is a need to create positive atmosphere of mutual trust. Large number of consumer goods, such as candles,
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machine, tool, photographic equipments, are manufactured by SMEs. These smaller units are generally fund starved, and their investment flow and earning depends upon their products and services, which in turn depends upon the satisfaction of the consumer. Their investments are phased out not only for undertaking research but also for the purpose of protection of ownership right. thus IPR protection influences the investments, product development, market incentives, trade policies, competition laws and other regulations. Thus in the present day set up, the value of business enterprises assessed upon the IP it possesses. It is being observed, that in the present scenario, survival for SME, is becoming difficult. Although it is recognized beyond doubt that SMEs are playing a vital role in catering to the needs of the market through supply of goods and services, most of these units are suffering losses for not being able to earn required profit because of overflow of pirated goods which are identical to the original goods produced by SMEs. Such a situation is prevailing an account of two reasons one the lack of effective commercialization of their product, and secondly on account of being incapable of preventing others from using them. What they require is a system of protection and awareness, and hence there is a greater need to create IPR culture and an updated system of protection of IPR.



That it is now an established fact that changes occurring and trends emerging have got to be adopted. Every change in the initial stages creates hardships. In order to fully adopt to the new emerging norms it is essential that awareness is created among those who are basically concerned i.e. tradesmen and business entrepreneurs.



Having explained what is intellectual property, now it would be essential to understand what agreement on trade related aspects of intellectual property is. In this present dissertation the researcher has included a separate chapter on TRIPS agreement in order to understand what TRIPS agreement is and what are the provisions under the TRIPS agreement.
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Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS Agreement) The world has become a global village due to the giant leaps taken by the mankind in Research & Design, Science and other fields. Along with the growth in industrial sector, the need for a world-body to regulate the world-trade has also increased. The result of the endeavors of the nations to bring into existence a world-body to regulate the international trade is the world trade organization (WTO hereafter). The Agreement establishing the WTO was concluded at Marrakesh on April 15, 1994 and it came into force on January 1, 1995. Under the auspices of the General Agreement on Tariffs and Trade (GATT), the Agreement culminated in the eight-year Uruguay Round Negotiation. One agreement of the WTO containing far-reaching provisions for Intellectual Property Rights (TRIPS) which constitutes Annex IC of the Marrakesh Agreement, binding on all the members of the WTO.



The TRIPS had been included in the multi-lateral trade-talks for the first time. It requires the member nations to establish a minimum level of IPR protection in their national laws. Failure to comply with these minimum requirements will expose the defaulting states to the enforcement provisions of the WTO.8



Background and History9 Historically, IPRs law resided primarily within the domestic sphere. The Paris Convention for the Protection of Industrial Property (―Paris Convention‖), signed in 1883, and the Berne Convention for the Protection of Literary and Artistic Works (―Berne Convention‖), signed in 1886, are two of the oldest agreements on the international protection of IPRs. While both conventions provided for equal treatment of 8



Jayshree Wattal, Intellectual Property Rights in WTO and Developing Countries, Oxford University Press, New Delhi, at p. 167 9



www.legalserviceindia.com, visited on 08/03/2008
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foreign and domestic claimants under international intellectual property law, they differed greatly on standards and remedies. The Paris Convention, which protects against trademark and patent infringement, did not set forth any substantive standards for patent protection to which members must adhere. Conversely, the Berne Convention, which protects against copyright infringement, established minimum standards of protection but ―fail[ed] to outline clear legal remedies by which copyright holders may enforce their rights against infringers.‖ Established in 1967, the World Intellectual Property Organization (WIPO), a specialized agency of the United Nations, now administers the Paris and Berne Conventions along with other intellectual property treaties. Similar to the Paris Convention, later WIPO treaties and treaty revisions did not establish minimum protection standards. Plagued by weak enforcement and dispute settlement mechanisms, WIPO provided little in the way of coordination during the 1970s and early 1980s. As a result, ―despite WIPO efforts to promote international comity with respect to IPR protection, the level of harmonization across countries achieved by the mid-1980s remained limited.‖ During this same time, industrialized countries began to articulate an ―intellectual property problem,‖ namely the ―unintended transfer of wealth from the industrialized country economies to the developing and newly industrialized country (NIC) economies.‖ 10 During the 1980s, rapid increases in international trade and the drastic shift to high-technology products led businesses, and particularly multinational corporations, to voice concerns about piracy and lax intellectual property protections. A number of developing countries, including Brazil and India, either offered limited patent protection for chemicals and pharmaceuticals or had compulsory licensing schemes for certain technologies, or utilized both practices. In addition, industrialized countries viewed tolerance toward piracy in developing countries as a barrier to exports. Differential treatment, combined with substantial research and development costs inherent in hightech knowledge production, compelled companies to push for strong minimum standards for international protection of IPRs.



10



Through the article –TRIPS and what next ?
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In 1988, the United States Trade Representative (USTR) requested that the United States International Trade Commission (ITC) attempt to quantify financial losses to the United States‘ worldwide trade as a result of unintended or unauthorized appropriation of intellectual property by developing country enterprises. The ITC sent a questionnaire to 736 U.S. companies. Based on responses to this questionnaire, the Foreign Protection of Intellectual Property Rights and the Effect on U.S. Industry and Trade Report (ITC Report) estimated that in 1986, U.S. industries faced worldwide trade losses ranging from $43 billion to $61 billion and that key U.S. industries lost $23.8 billion in revenue due to lack of IPRs enforcement in foreign countries. The ITC Report attributed significant losses to particular developing countries and NICs—namely Brazil, India, Mexico, Nigeria, the Republic of Korea, China, Hong Kong, and Taiwan. In addition, ―the industries that appeared most affected were chemicals and pharmaceuticals, computer software, and entertainment (audio and video).‖ Seeking to establish minimum standards and an effective international mechanism for enforcement, the United States and other developed countries increased global pressure to include IPRs in the General Agreement on Tariffs and Trade (GATT). For those seeking a stronger international mechanism, ―the GATT had several advantages over WIPO. Most significantly, in contrast to the voluntary accession of countries to the various WIPO conventions, an agreement within the GATT would commit all signatories to minimum standards.‖ Strong opposition to the inclusion of intellectual property rights in the GATT by developing countries–-India and Brazil in particular—illustrated an emerging North-South debate about the propriety of linking intellectual property rights to the free trade agenda. .A TRIPS was negotiated at the end of the Uruguay Round of the General Agreement on Tariffs and Trade (GATT) treaty in 1994. Its inclusion was the culmination of a program of intense lobbying by the United States, supported by the European Union, Japan and other developed nations. Campaigns of unilateral economic encouragement under the Generalized System of Preferences and coercion under Section 301 of the Trade Act played an important role in defeating competing policy positions that were favored by developing countries, most notably Korea and Brazil, but also
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including Thailand, India and Caribbean Basin states, In turn, the United States strategy of linking trade policy to intellectual property standards can be traced back to the entrepreneurship of senior management at Pfizer in the early 1980s, who mobilized corporations in the United Stated and made maximizing intellectual property privileges the number one priority of trade policy in the United States. After the Uruguay round, the GATT became the basis for the establishment of the World Trade Organization. Because ratification of TRIPS is a compulsory requirement of world Trade Organization membership, any country seeking to obtain easy access to the numerous intellectual markets opened by the World Trade Organization must enact the strict intellectual property laws mandated by TRIPS. For this reasons, TRIPS is the most important multilateral instrument for the globalization of intellectual property laws. States like Russia and China that were very unlikely to join the Berne Convention have found the prospect of WTO membership a powerful enticement. Furthermore, unlike other treaties on intellectual property, TRIPS has a powerful enforcement mechanism. States can be disciplined through the WTO‘s dispute settlement mechanism. The Agreement on Trade Related Aspects of Intellectual Property Rights (TRIPS) is an international agreement administered by the World Trade Organization (WTO) that sets down minimum standards for many forms of intellectual property (IP) regulation. It was negotiated at the end of the Uruguay Round of the General Agreement in Tariffs and Trade (GATT) in 1994.



Specifically, TRIPS contains requirements that nations laws must meet for: copyright rights, including the rights of performers, including appellations of origin; industrial designs; integrated circuit layout-designs; patents; monopolies for the developers of new TRIPS also specifies enforcement procedures, remedies, and dispute resolution procedures.
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Objects of TRIPS11 The TRIPS agreement has the following objects, as can be seen from the introductory note to the Agreement. (1) To reduce distortions and impediments to international trade by taking into account the need to promote effective and adequate protection of Intellectual Property Right and to ensure that measures and procedures to enforce Intellectual Property Right do not themselves become barriers to legitimate trade. (2) to provide a multilateral framework of principles, rules and disciplines dealing with international trade in counterfeit goods. (3) To cater to the special needs of the least-developed countries in respect of maximum flexibility in the domestic implementation of laws and regulations in order to enable them to create a sound and viable technological base. (4) To resolve, disputes on trade related intellectual property issues through multilateral procedures. (5) To establish a mutually supportive relationship between the WTO and the WIPO as well as other relevant organizations. (6) To provide for adequate standards and principles concerning the availability, scope and use of trade related Intellectual Property Rights. (7) To provide effective and appropriate procedure for the multilateral prevention and settlement of disputes between governments, and (8) To provide effective and appropriate means for the enforcement of trade-related Intellectual Property Rights, taking into consideration differences in national legal system.



Therefore the main object of the Trips is to lay down standards concerning the availability, scope and use of IPR more particularly copyright and related rights, Trademarks, Geographical indications, Industrial designs, Patents, Layout-designs of Integrated circuits, Protection of undisclosed information and control of Anti-competitive 11



Through the trips agreement pdf file from www.wtoorg.com on 3-2-2011
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practices in contractual licenses. The basic principles followed by TRIPS are National Treatment and Most-Favored Nation Treatment.



Principles of Trips Agreement Members may, in formulating or amending their laws and regulations, adopt measures necessary to protect public health and nutrition, and to promote the public interest in sectors of vital importance to their socio-economic and technological development, provided that such measures are consistent with the provisions of this Agreement. Appropriate measures, provided that they are consistent with the provisions of this Agreement, may be needed to prevent the abuse of intellectual property rights by right holders or the resort to practices which unreasonably restrain trade or adversely affect the international transfer of technology12



Scheme of TRIPS Agreement13 The TRIPS agreement has been divided into Seven parts and contains 73 articles. Part I sets forth the general principles and objectives of TRIPS. Part II provides the minimum standards each country must provide for various forms of Intellectual Property.



As for copyright protection, the member states are under an obligation to comply with certain Articles of the Berne convention and its appendix. The protection under copyright extends only to expressions and excludes ideas, methods of operation and mathematical concepts. Computer programs are ―literacy works‖ and must be protected as such. Similarly the member countries must provide exclusive rental rights for computer software and cinematographic works in certain circumstances. They also must provide means for performers and broadcasting organizations to prevent unauthorized



12 13



Avinash Shivade, Intellectual Property Mannual, Buttersworth Lexis, New Delhi, at p. 154 G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 63
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fixation, broadcast or reproduction of live-performances. Sound recordings must be provided for a minimum term of 50 years.



As regards Trademark protection, the member countries must grant trademark and service mark owners certain basic rights. Initially, the trademark must be so far a term not less than 7 years, and registration must be renewable indefinitely certain periods of trademark non-use must establish prima facie evidence of abandonment, with special exceptions.



In so far as the Geographical Indications are concerned the member countries must prevent the use of product descriptions that mislead the public about geographic origins of Goods, and must invalidate trademark registrations that contain a false indication of geographic origin. With limited exceptions, geographic indications for wines and spirits must be protected.



As regards Industrial Designs, the TRIPS agreement stipulates that the member nations must provide for industrial designs that are independently created and are new or original. Industrial Designs must enjoy at least a – 10 year term of Protection.



With regard to patents, the member countries are under a mandatory obligation to make patent protection available for any inventions, in all fields of technology, if they are new include an inventive step, and are capable of industrial application. The patents must include the right to exclude others from making, using, offering for sale, selling, or importing infringing products. Use without authorization of the patentee is allowed in certain limited circumstances. The Patent terms must be at least 20 years from the filing of the application.



18 | P a g e



The TRIPS agreement seeks to protect the integrated circuits and layout designs. They must be protected for a terms of minimum 10 years from their first commercial exploitation anywhere in the world.



TRIPS agreement requires the protection of undisclosed information trade secrets if the information is secret, has commercial value, and has bee subject to reasonable steps to keep it secret. The member states are required to protect undisclosed, information in respect of pharmaceutical, agricultures chemical products which utilize new chemical entities.



Sec. 8 of the TRIPS agreement provides that the member countries may prohibit certain licensing practices that adversely affect competition. It provided for control of anti-competitive practices in contractual law.



Part III of TRIPS establishes extensive procedures to ensure that IPR are enforced at, and within, each member state‘s borders. Part IV sets forth the requirement of the acquisition and maintenance of IPR and related inter-parties procedures. Part V integrates TRIPS into the dispute prevention and settlement mechanism of the WTO.



The



Developing and the least –developed countries are given additional time to implement the Agreement. India is a signatory to it and that is the reason why it has amended some of the laws relating to patents and copyright apart from bringing in new legislations on Trademarks. Designs and geographical indications in recent times, to honour the treaty obligation, under the TRIPS Agreement.



International agreements it must be accepted always impinge to some extent on the sovereign right of additions of the actions of the country. This agreement creates either new national rights or modifies the existing ones. Some times they impose new or
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additional obligations. The freedom to act is affected one way or the other, either positively or negatively. The agreement of the Uruguay round are not different in this respect form other agreements. They contain many more positive aspects and ultimately would be beneficial for the national economy. And in no way erode the supremacy of the parliament. The government of the day in pursuance of its policy, had agreed to prepare necessary legislating conforming to the main lateral agreement.



WTO took on a still more noble face take on the laudable goods of the GATT it extended them with express commitments to novelty and



environmental safety.



According to WTO the trade should be expanded in accordance with the objective of sustainable development and further ,ensuring the developing countries and specially the least developed among them secure a share in the growth in international trade commensurate with the need of their economic development. Trade was supposed to protect and support the basic human right of people and became an instrument of their development.



Monitoring the compliance of trips agreement At a general level, compliance with TRIPS now forms part of the broader trade policy review conducted every few years by each member in the Trade Policy Review Body of the WTO. While the trade and investment regimes of members have always been the basis of such reviews, after the formation of the WTO, members have been asked more specific questions on the implementation of TRIPS as a part of the review of their WTO obligations. The summary of the results of such reviews, published on the WTO web site, usually give some idea of what the WTO membership thinks of the reviewed member‘s IPR regime. After 1995, several developing countries‘ trade policies have been reviewed periodically in the WTO among them Brazil, Chile, Colombia, India, Indonesia, Korea, Malaysia, Mexico, Pakistan, South Africa, Thailand, Uruguay, Venezuela and Zimbabwe
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However, it is the Council for TRIPS that is specifically charged under Article 68 of TRIPS with the task of monitoring the operation of the TRIPS agreement in particular members compliance with their obligations. This council, like other equivalent WTO bodies, such as the Council for Trade in Goods and the Council for Trade in Service, consists of the representatives of all WTO members, of which one is elected as chairperson. The council is assisted by the WTO secretariat and meets as often as necessary, generally several times a year. Some legal experts, more familiar with the working of WIPO, wrongly attribute equivalent powers and function of the International Bureau of WIPO to the TRIPS Council or to the WTO Secretariat. It is important to note that the WTO is a member-driven organization and that decision making the WTO is by consensus. In the case of the may, by definition, be elusive. The council of TRIPS monitors the operation of trips agreement.



Transitional Period under TRIPS Agreement



The GATT / WTO agreement on trade related aspects of intellectual property (TRIPS) concluded on April 15, 1994 and entered into force on Jan. 1, 1995



For Member Countries it was not necessary to comply with TRIPS agreement immediately after signing TRIPS agreement. The TRIPS agreement has provision for transitional period i.e. certain time limit for member countries to comply with the TRIPS agreement.



The members were not required to apply the provisions of this agreement before the expiry of a general period of one year from the date of entry into force of the WTO agreement.
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A developing country member was required to delay for a further period of four years from the date of application a developing country member is obliged by this agreement to extend product patent protection to areas of technology not so protectable in its territory; It may delay for an additional period of 5 years. Thus India has to comply with the provisions of TRIPS agreement by the year 200514



There are many provisions in the TRIPS agreement which suit to the developed nations where as it doesn‘t suits to the developing nation like India. The socio-economic scenario of developed countries and developing countries are different. More over the provisions of TRIPS agreement are very broad and Left to different interpretations. The lobby of developed nations force to have interpretations of the Provisions of TRIPS agreement in their favour. So complying of the Provisions which do not suit to the developing country like India does have adverse effect on India.



India being a signatory of TRIPS agreement, it has to comply with the provisions of TRIPS agreement. has to implement the TRIPS agreement in totality that Indian intellectual property jaws have to be amended to bring them in with the provisions of the TRIPS agreement, while the laws on trademarks. Copyright, design, are almost in conformity with the provision of the TRIPS agreement, laws are the ones which are a cause of concern in the minds of both the Indian and international community. India being a social welfare state the Indian patent act in a manner ensured that the patent rights relating to pharmaceuticals regulated by the government. The patent Act 1970 also excluded agricultural from patent ability.



Both the above provisions were aimed at keeping the prices low, ensuring supply and growth of the Indian industry. Now India, being signatory to TRIPS has to amend its patent act since it is under obligation to do so. By virtue of (1), (2) and (3) of TRIPS 14



Narayan P., Intellectual Property Laws, Eastern Law House, Calcutta, at p. 306



22 | P a g e



agreement, has to provide by the year 2005, effective patent pharmaceutical industries. The consequences of this change would be as under.



Drugs becoming expensive and beyond the reach of the common man due to heavy royalties being charged by the patent holders of such drugs, raising drug prices.



In the agricultural sector the farmers would be loaded with the burden of paying royalties to the supplies of improved variety of seeds who would be the patent owner for the such seeds.



Invoking the provisions of compulsory licensing on the ground of non-availability of the patented invention to the public at reasonable prices would not be easily possible once the Indian patent Act is brought in accordance with the provision of TRIPS agreement.



Once India amends its patent law to include product patent in pharmaceutical industry. Indian industry has to necessarily engage itself in product development to face the global competition. None of the Indian companies have the financial strength to undertake drug development as a part of its research and development (R & D) portfolio. It impossible that Indian companies would be in a position to generate such a huge finance to undertake research at such a great scale.



The traditional knowledge of medicine in India i.e. Unani and Ayurved are also threatened by the system of product patent. These medicine products have existed in India for centuries without anyone exercising a monopoly right over them. In the post TRIPS scenario of a person get a patent for such a product abroad, the would be entitled
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to an exclusive right in the product, this implies that Indians would have to pay the price fixed by the patentee since he would have the monopoly right to determine the price and supply products. The anticipation of such a situation is a cause of greater concern for Indians and the only solution is to enact suitable legislation to protect our heritage.



As has already been submitted earlier the world now is not the same what it used of few decades before. The new trends are emerging in the international arena in and in the sphere of economics and trade. The newly emerging trends are bound notable impacts and implications both collectively and individually.



The new order which is taking shape and the growing dependence in the of trade and commerce as per the dictates of international protocol, when is acting the member countries to get way a little of their sovereignty, is bound to have impact and implication on all the national institutions. The relations, their and delicacies will naturally requaire new parameters of interaction, new body rules and regulations and a ndw to govern the transactions.



The changing trends have been exclusively debated the world over. The scholars expressing conflicting opinions. There is a school of through which is strongly against protocols. They harbor a number international convention is not in the national of the developing countries. This group of scholars is of the opinion that ratifying protocols would amount to compromising with the sovereignty of the state and the supremacy of the parliament.



The provisions of the TRIPS agreement are very broad and are susceptible to different interpretations. clarifications.



Many provisions of the TRIPS agreement need proper
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Some of the provisions of TRIPS are also inconsistent to each other. For example Article 27.2 of the TRIPS Agreement states that life forms cannot be patented, whereas Article 27.3 of TRIPS states Micro organisms can be patented. This is quite inconsistent as micro organisms are also life forms and their patenting should also be avoided. Actually the implementation of the provisions of the TRIPS agreement is dominated by the lobby of developed countries, the provisions of the TRIPS agreement which are susceptible to different interpretations the developed countries pressurizes to adopt that interpretation which suits to the Socio economic scenario of the developed countries. The developing countries who are members of the TRIPS agreement are dominated by the developed countries.



The TRIPS treaty has no time limitation. It is valid as long as the World Trade Organization (WTO) as a whole can not agree to change it. The organization of WTO is far removed from democratic participation, and many WTO members are dictatorial states. If any country wants to opt out of TRIPs, it will have to leave WTO, thereby risking a collapse of its exporting industries. The treaty was negotiated in backrooms between ministerial officials, and for most of the world‘s languages translations do not even exist. All these considerations made it imperative to interpret the TRIPs treaty with greatest care and to make extensive use of the flexibility which it allows, so as to achieve a fair balance of rights and obligations under the overall objective of Free Trade which the treaty serves.



It is claimed that the agreement on trade related intellectual property rights TRIPS contains provisions for the protection of intellectual property that to be accepted by all WTO members. But a careful review of literature reveals that society organization across the word, (both the developed and developing) their discontents to a number of provisions of TRIPS agreement, which according to analyst are not in the interest of developing countries.
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Specifically



provisions



pertaining



to



biodiversity,



agriculture,



and



pharmaceuticals. This provision strike at the very heart of the fundamental rights of every citizen of the world to have access to food, health and the means to earn a living. The provisions are particularly callous to the rural and tribal communities of the world because it threatens their right to food and livelihood by attacking their resource and taking them away. The most alarming implication would be to the indigenous assets and practice of the rural and tribal communities. It will negatively affect their self reliance, access to their own bio resources as the multinational corporation would corner resources to fuel their biotechnology industries. Further it will hinder the observation of, and respect for knowledge, innovation and practices of indigenous and local communities.
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B. Research Methodology



IMPACT OF TRIPS AGREEMENT ON TRADEMARK LAW IN INDIA PROBLEM In the present world, intellectual property has gained international importance because of international treaties like TRIPS Agreement that has been signed by both developed and developing countries. The national barriers with respect to IPR have crossed and reached to the international level at the same time intellectual property has also become controversial and debatable issue at the international level.



The socio economic scenarios of developed and developing countries are quite different. So there are many provisions in the TRIPS agreement which suit to the socio economic scenario of developed countries, however it does not suit to the developing countries. The implementation of TRIPS agreement is dominated by the developed countries; they impose those provisions of TRIPS agreement in a very strict manner which suit to the economic benefits of developed countries thus the developing countries tend to suffer at the hands of developed countries. There are many provisions in the TRIPS agreement which is very broad and vague like as to what is patentable is not clear. The provision in TRIPS with respect to what is patentable is not clear, so the lobby of developed countries impose those interpretations which suit to their economic benefits. The developing countries like India face difficulty. In implementing the provisions of TRIPS agreement, the lobby of developed countries by way of TRIPS has imposed product patenting of pharmaceutical medicines, this provisions strike at the heart of fundamental right to life and health of the developing country like India. India in order to comply with the provisions of TRIPS agreement has allowed product patenting of medicines and drugs by doing so India has created threatening conditions for the life of
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the people as product patenting of medicines and drugs will result in rise of prices of medicines. Poor and middle class people won‘t be able to buy the life saving drugs. The pharmaceutical industries of developed countries would have lot of economic benefits out of product patenting of medicines.



There are some provisions of the TRIPS agreement have adverse effect on the environment. India has to compulsorily comply with there. Provisions thereby bring threatening conditions for its environment TRIPS agreement imposes product patenting of micro organisms the micro organisms are very useful creatures of the environment they avoid environment poisoning, patenting of micro organisms will certainly effect environment many pharmaceutical drugs are also made from microorganisms so patenting of microorganisms will also result in price rise of medicines.



There are some provisions of the TRIPS agreement when complied by India has created difficult situations for the farmers of India. The TRIPS agreement impose product patenting of seeds and genetically engineered plant, because of this provisions the Indian farmers are not allowed to save seeds as part of their farming practice, every time they have to purchase new lot of seeds, such provision strike the fundamental right to livelihood of the farmers.



Thus there are many provisions in the TRIPS agreement which strike at the fundamental rights of the people of India. Such provisions are also against human rights. But signing TRIPS agreement the sovereignty of India has been effected in respect to framing of legislative law pertaining to IPR to suit to its own socio economic scenario.



There are some provisions in the TRIPS agreement which favour developed countries and not developing countries. There are provisions in the TRIPS agreement
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pertaining to geographical indications which provide additional protections to and spirits, whereas the same additional protections is not available to the products like basmati rice, tea, of developing country India. Developed countries are creating monopoly over the implementation and operation of TRIPS agreement which is proving to have adverse effect on the developing country like India.



The TRIPS agreement imposes to have minimum Standards for the protection of intellectual property, however the lobby of developed nations are trying to impose strong IPR regime creating strong IPR regime will certainly affect developing countries like India. Because the developing country India is mainly depended upon the technology transfer by the developed countries. The developing countries in order to improve their economic standards lies the technology of developed countries, strong IPR regime will affect technology transfer to developing countries developed countries will have monopoly and charge higher price for technology transfer to developing country to India.



Rationale



Regime of intellectual property is closely associated with the social, economic and cultural conditions prevailing in a country. The level of scientific and technological development also determines the presence or absence and the level of the protection to intellectual property in any society. It thus follows that not all the countries in the world have intellectual property laws recognizing and protecting the intellectual properties in its territory.



The emergence of the Agreement on Trade Related Aspects of intellectual proper by with its prescription of minimum standards of protection, administered by WTO and backed by its Dispute settlement mechanism with compulsory nature has altered the
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interrelationship between WTO member which as on date is 151 consisting of Developed, Developing and least developed countries, in the area of intellectual property.



Considering the challenges for developing and least developed members TRIPS provide for differential treatment through its various provisions. However, to what extent these provisions in reality have benefited the developing countries and least developed countries is a matter of research.



TRIPS Agreement provides for grant of product patent in all areas of inventions. In India, till TRIPS obligation the patent law permitted for process patent only in pharmaceutical sector because of which, according to learned authors, prices of drugs and medicines were comparatively very cheap. Therefore India‘s obligation under TRIPS to shift from process patent to product patent raises serious concerns of Human Rights. Similarly patenting of bio-technology and plant varieties are also likely to impact social, economic conditions in developing countries like India. These are only few examples.



In view of the above discussion an in-depth study of the WTO‘s TRIPS Agreement from the perspective of developing countries, especially India is need of the hour, though the transitory period provided for implementation of the TRIPS Agreement by developing countries is over. The present research is a humble effort in that direction.



30 | P a g e



Objectives



1. To study the concept of intellectual property rights.



2. To analyze and study the legal provisions relating to protection of intellectual property rights in India



3. To study the rationale of TRIPS agreement and obligations of developing countries there under.



4. To examine the implications of TRIPS agreement on the regime of Intellectual property rights in developing countries especially India.



5. To know the challenges arising out of implementation of the TRIPS agreement and to suggest appropriate strategies for standing up to those challenges.



Hypothesis



The implementation of TRIPS agreement by developing countries like India is full of challenges for these countries as it has serious repercussions on the existing social, moral, ethical, cultural and constitutionals values in those countries. The IPR regime under TRIPS is heavily loaded in favour of the developed countries members and creates net economic burden upon the developing countries.
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Review of Literatures: Books referred: 1) Narayan P., Intellectual Property Law, Eastern Law House, Calcutta, (2nd Edn. 1997) From this book the researcher has come to know the historical background of TRIPS Agreement that TRIPS was negotiated at the end of Uruguay round of the general agreement on Tariffs and Trade (GATT) treaty in 1994. This inclusion was the culmination of a program of intense lobbying by the United Nations and other developed countries.



2) B.L. Wadhera, Law Relating to Patents, Trademarks, Copyrights, Design and Geographical Indications, Universal Law Publication Co. Ltd. New Delhi, (2000)



From the above book the researcher has come to know the contents of TRIPS Agreement that: The TRIPS agreement in all has VII parts. Part-1 – deals with the general provisions and basic principles concerning the availability, scope and use of intellectual property rights. In this part II details of the provisions for the protection of different intellectual property given. This part II contains eight sections having description of detail provisions of copyright, trademarks, geographical indications, industrial designs, patents and traditional knowledge.



Part – III deals with the enforcement of intellectual presently rights. In this details of civil and administrative and criminal procedures is laid down.
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Part-IV deals with acquisition and maintenance of IPR and related inter parties procedures part V deals with dispute prevention and settlement issues part VI deals with transitional arrangements i.e. time limit for complying with TRIPS agreement the para VII deals with institutional arrangements.



3) Vikas Vashishtha, Law and Practice of Intellectual Property in India, Bharat Law House, New Delhi, (2002)



From the above book the researchers has come to understand the intricacies and controversies regarding the provisions of TRIPS agreement the researchers and come to know that the TRIPS agreement has very broad brush provisions many of the provisions are also inconsistent to each other, and are subject to different interpretations. The trips agreement was framed in late 90‘s and with the changing world and technology‘s many of the provisions have now become obsolete. The implementation of TRIPS agreement is dominated by the developed countries the developed countries emphasize to have those interpretations of TRIPS provisions into force, which suit to the economic benefits of developing countries. The researcher hard come to know about the details of compliance of TRIPS by the developing countries.



4) Jayshree wattle, Intellectual Property Rights in WTO and Developing Countries, Oxford University Press New Delhi, (2000)



From the abovementioned book the researcher has come to know the compliance and operation of TRIPS agreement there is a body called council of TRIPS. Council of TRIPS also undertakes review in the light of relevant new developments, which might warrant modifications or amendments of this agreement. TRIPS has granted transition
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period for complying with the provisions of TRIPS agreement. The transition period granted to the developing country was till the year 2005, so by 2005 India was required to comply completely with the provisions of TRIPS agreement.



5) Ashok Soni, Intellectual Property Law, Snow White Publication Mumbai, (2003)



From above book the researcher has come to understand the intricacies and controversies over the compliance of TRIPS agreement by the developing country India. The researcher had come to know that the socio economic scenarios of developed and developing countries are quite different. There are some provisions on the TRIPS agreement which suit to the developed countries and not to the developing countries, however the lobbies of developed countries emphasize and ordinate the implementation of TRIPS agreement so the developing countries are being suffered at the hands of developed countries. Developing countries are facing difficulties in the implementation of the provision of TRIPS agreement as there are many provisions which do not suit to their socio-economic scenario. There are many provisions in the TRIPS agreement which are subject to different interpretations the developed countries impose those interpretations which suit to them, the developing countries should take advantage of controversial provisions in TRIPS agreement. The researchers in this 2nd Chapter on compliance of TRIPS agreement has also explained in details the compliance by India regarding research and experiment exemptions relating to patent infringement for this purpose the researcher had referred to books like intellectual property law.



6) G.B. Reddy, Intellectual Property Rights and the Laws, Gogia Law Agency, Hyderabad, (6th Edn. 2007)



By referring to the above books, the researcher had come to know in detail the legislative frame work of intellectual property laws in India.
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7) Avinash Shivade, Intellectual Property Manuel, Butterworth‟s Lexis, New Delhi (2004)



From the above book the researcher had come to know some of the significant impact of TRIPS agreement on the developing country India. TRIPS agreement emphasizes on product patenting of medicines and drugs. The developing country India having complied to this provision is under threatening condition as the product patenting of medicines will result in price rise of life drugs poor and middle class people won‘t be able to afford to buy medicines. A careful study of the above mentioned book also shows that the countries where product patenting of medicines is allowed their the prices of medicines are quite high as compared to medicine prices of the countries where product patenting on drugs is not allowed.



Articles 1) Linarclli John, Treaty Governance Intellectual Property and Biodiversity in Environmental Law, Journal ICFAI Vol. 9 Sep. 2004 From the above Article researcher has come to know the Impact of TRIPS agreement on environment there are many provisions in the TRIPS agreement which have positive and negative impact on the environment of India. The provisions which have positive impact on environment are that it excludes patentability are that it excludes patentability of life forms, however there are some provisions which have adverse effects on the environment like patentability of microorganisms does have adverse effect on the environment. 2) Ninan Koshi, Community Farmers and Breeders Rights towards a Legal Framework for Sui genesis‟s Legislation, ICFAI Journal of Intellectual Property Right, Vol. 2 No.4, Nov. 2003



By referring to the above Article the researcher has also come to know the Impact



of TRIPS on agriculture of India. The product patenting of seeds and genetically engineered



35 | P a g e



plants have adverse effect on the livelihood of farmers, the poor Indian farmers are not allowed to save seeds. Such product patenting of seeds really effect the livelihood of Indian farmers.



3) Aditya Nagarseth, Research and Experimental Use Exceptions Pertaining to patents, ICFAI Journal Vol. 2 No. 5, Nov. 2003 By referring the above article the researcher had come to know the intricacies and controversies regarding compliance of India with research and experiment use exemption to patent infringement.



4) Pradip Agrawal, TRIPS and India‟s Pharmaceuticals Industries in Eco and Political Weekly Vol. 39, Sep. 29, 2001 By referring to the above article the researcher had come to know about the intricacies and controversies in complying with TRIPS agreement.



Websites:



 http://www.wto.org/english/trat ox-e/com By referring to the above websites the researcher had come to know detail the contents of TRIPS agreement



 http/www4.law.cornell.edu/uscode/



By referring to the above websites the researcher had come to know the impact agriculture sector and environmental aspects of India.
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 www.legalserviceindia.com



By referring to this website the researcher has gathered information regarding the TRIPS vis-à-vis Constitutional perspectives of India. The researcher has come to understand that there are some provisions in the TRIPS agreement which strike at the heart of the fundamental rights of the people of India. Product patenting of medicines and drugs affects the fundamental rights to life and health. Product patenting of seeds effect fundamental rights to livelihood of farmers. Product patenting of microorganisms affect the right to healthy environment. By to the above books, the researcher had also come to know that there are some provisions in TRIPS which are violative of Human rights. Thus efforts should be made make TRIPS in consonance with Human right aspects.



 http//www.epo.co.at/epo By referring to the above websites the researcher had come to know the impact of TRIPS on environment.



 www.intelproplaw.com On this website the researcher has found various articles on the intellectual property and its different kinds, the articles were mainly based on the concept evolution of intellectual property and its importance in today‘s life. Operational Concepts and Variables of the Study 1) Intellectual property This term includes in the broadest sense all rights resulting from intellectual activity in the industrial, scientific, literary, or artistic fields, it confers property rights on intangibles. 2) TRIPS Agreement Trade related intellectual property rights agreement is an international convention framed for providing minimum standards for the protection of intellectual property rights all over the world.
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3) Transitional period Transitional period is the time limit granted to the member countries for complying with the provision of TRIPS agreement. 4) Patent A patent is a form of industrial or intellectual property, A patent is a right granted to a person who has invented a new and useful article or an improvement of an existing article or a new process of making an article.



5) Copy right Copy right is a kind of intellectual property. Copy right means the exclusive rights to do or authorize others to do certain acts in relation to literacy, dramatic, musical and artistic works, cine monograph films, and sound recordings Basically copyright is the right to copy or reproduce the word in which copyright subsists.



6) Trade mark Trade mark is a Visual symbol or sign in the form of a word or a label. It is used for the identification for the goods or services reading distinguishable from similar goods and service supplied by the others.



7) Geographical indications Certain geographical names have acquired a lot of importance in the commercial market, particularly with regard to the goods peculiarly or unequally associated with such name, like Paris presume, Basmati rice such aspects is termed as geographical indications and is regarded as form of intellectual property.
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Research Design The research design refers to the entire process and carrying out the research study. The idealized research design is concerned with specifying the optimum research procedure that could be followed where there are no practical restrictions. The research design for this study is Doctrinal. The data for this study was collected from the books, commentaries, journals and websites.



1) Nature of study -The present study is Doctrinal or Non empirical legal research. The nature of study is doctrinal legal propositions by analyzing the existing statutory provisions, and available secondary sources of data. One of the reasons for doctrinal research is to ascertain a rule for the purpose of shoving a problem. In the present topic TRIPS agreement and its impact on developing country India. The researcher had made an attempt to analyze the provisions of TRIPS agreement and study its impact on India for this purpose the researcher had gone though various secondary sources of data. The research design refers to the entire process and carrying out the research study. The idealized research design is concerned with specifying the optimum research procedure that could be followed where there are no practical restrictions. The research design for this study is Doctrinal. The data for this study was collected from the books, commentaries, journals and websites.



2) Type of study The present study is basically explanatory as it explains in details the various aspects of the topic in detail. To explain various aspects and dimensions of the topic, the researcher had segregated the topic in four different chapters, each chapter explains in details the important aspect of the topic. The present study on the topic TRIPS agreement and its impact on developing country ―India‖ is also analytical in nature as it analyzes different aspects of the topic and after analyzing significant issues and aspects of the topic the researcher had made various conclusion and have suggested various researcher to solve the problem.
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Method of Data Collection. The method of data collection followed under the present study are secondary method of data collection, because the present researcher doctrinal researcher. Therefore the researcher had gone through various secondary sources of data by adopting secondary method of data collection. The researcher had gone through various books in relation to intellectual property rights, referred to articles, searched on internet for collecting matters in relation to the topic.



Sources of data collection The present dissertation on the topic TRIPS agreement and its impact on developing country India is doctrinal in nature therefore the sources of data collection is secondary in nature the researcher had gone through various books pertaining to intellectual property rights, the details of which are given in the bibliography. The researcher had also gone through various Articles printed in the intellectual property journals, thereafter the research had done intensive search on the internet for collecting and downloading matter pertaining to the present topic.



Analysis and interpretation of data In order to include best matter in the present dissertation, the researcher at the first instance had collected every possible information related to the topic from books, Journals, websites etc, thereafter the researcher and analyzed the complete data and had kept the relevant text with him and had left the unnecessary materials. For better analysis also classified the data and segregated the data in various categories, having done so, the researcher had then interpreted the relevant data. Interpretation is a special aspect of analysis. Interpretation includes the cause and effect relationship interpretation of data is very important aspect as it is the soul of any research.



40 | P a g e



Limitations of the study Every research has its own limitation no research can be conducted completely in all aspects. The present topic TRIPS agreement and its impact on developing country ―India‖ has lot of dimensions and perspectives It was not possible to cover all the dimensions and prospective taking into consideration the time limit of the study, so the researcher and mainly emphasized on the provisions of patents in TRIPS agreement and its impact on developing country India. The other difficulties faced by the researcher was cost involved in coaching the research some books were of very high prices which the researcher could not afford to buy or have access to it. Time Schedule Phase



Heads



Time taken



Phase I



Introduction, Research 10 days Methodology



Phase II



Data collection, 40 days classification of Data phase



Phase III



Analysis & 20 days interpretation of Data phase



Phase IV



Report writing



20 days



TOTAL



90 days
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Possible contribution of the study The present topic of study TRIPS agreement and its impact on developing country India would help in providing solutions to combat with the controversial issues of trips agreement and developing country India. It makes developing country India not to give up its sovereignty while complying with the trips agreement This study would point out the areas where India has not provided minimum protection to IPR this would help in having better IPR protection in India This present study would also be helpful for other researchers and law students to carry outfurther research in relation to this topic.



Chapterization The purpose of the research is to study various dimension of the TRIPS agreement and its impact on the developing country ―India‖. Hence there is need to classify the different forms of data as per the requirement of study, for the convenience and easy understanding of the data, four chapters are made in the research.



Chapter-I: Emergence of TRIPS Agreement for International Regulation of IPR



This chapter gives the details as to what are TRIPS agreement and origin of TRIPS agreement and the contents of TRIPS agreement. The intricacies and controversies over the provision of TRIPS agreement have also been discussed in this chapter.



Chapter-II: Obligations of WTO Members under TRIPS Agreement



In this chapter the details of the compliance of TRIPS agreement by the developing countries are given. In this chapter how the operation of the TRIPS agreement is monitored is given in detail. In this chapter the intricacies and difficulties faced by the developing counting in companying with the TRISP agreement have also been discussed. In this chapter a special detail
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analysis of compliance of India with the research and experiment exemption with respect to patent infringement as guaranteed under TRIPS is given.



Chapter-III: Legislative framework of Intellectual Property Laws in India. In this chapter the details of the legislative laws in India pertaining to intellectual property has been discussed in detail. This chapter also discusses the important amendments made in intellectual property laws for complying with the TRIPS agreement.



Chapter-IV: Impact of TRIPS on developing countries Impact of TRIPS on trademark law in India



In this chapter the significant impact of TRIPS agreement on trademark law in ―India‖ has been discussed in detail. In this chapter the Impact of TRIPS agreement with respect to constitutional perspectives of India have also been discussed, TRIPS vis-à-vis Human rights aspect have also been discussed in this chapter.
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CHAPTER NO I EMMERGENCE OF TRIPS FOR REGULATING INTELLECTUAL PROPERTY RIGHTS



“It is absolutely impossible to transcend the laws of nature. What can change in historically different circumstances is only the form in which these laws expose themselves‖ -



Karl Marx15



The advent of globalization and emergence of the concept of free trade, the entire complex of trade relation between has undergone sea change. An understanding has emerged that for a better and progressive economy, trade needs to be free and national barriers should impediment.



The new changes which are emerging in the international arena in general and in the commerce and trade are based on the presumption that to do justice to the millions of the world a new order need to be restored, the parameters of trade commerce need to be modified, national barriers be relaxed and a new era of open trade between the countries of the global be set in. As a result a number of conventions have been adopted a universal character drafted and the said has been agreed to be governed by the international consensus and universal social.



The landmark convention and agreements which have been adopted and debated are the GATT; WTO, URUGUAY round of talks and TRIPS One outstanding feature of the current change is the revival of IPR regime. This has assumed immense importance. The new trade related intellectual property rights are acquiring prominence. The new



15



http://www.brainyquote.com/quotes/topics/topic_change.html
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changes which are being conceived are creating greater international interdependence. 16 The importance of framing an intentionally recognized agreement for cooperation international for the protection of intellectual property rights was realized as early as 1883 when‘s the Paris convention was a landmark international event when as many as 140 members singed the convention and agreed to implement its provisions. The convention used industrial property, in the widest sense



The protection of industrial property has as its objects, patents, utility models, industrial designs, and trademarks service marks. Trade names, indication of source of appellations of origin and the repression of unfair competition.17



Industrial property shall be understood in the broadest sense and shall apply not only to industry and commerce proper but likewise to agriculture and extractive industries and to all manufactured or natural extractive industries and to all manufactured or natural products, for example, wines, grains, tobacco, fruits, cattle, minerals, been flowers and flours.18



One of the remarkable features of the Paris convention was the concept of a meaning that the courtiers of which that convention applied, constituted a union for the protection of industrial property. This meant that a national of any country of the as regards the protection of industrial property enjoyed in all other countries of the advantage that it‘s respective laws granted to its own national.



16



B.L. Wadhera, Law Relating to Patents, Trade Marks, Copyrights, Design and Geographicaindications,Universal Law Publication, New Delhi, at P. 283 B.L. Wadhera, Law Relating to Patents, Trade Marks, Copyrights, Design and Geographical indications, Universal Law Publication, New Delhi, at P. 283 Linarclli John, Treaty Governance Intellectual Property and Biodiversity in Environmental Law, Journal ICFAI Vol. 9 Sep. 2004
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`



The TRIPS agreement (Trade related aspects of intellectual property rights) has



this provision of the Paris convention in an way that the nationals of a signatory would have equivalent rights and status in all other signatory countries. Though was not a member of the Paris convention hence it was not obliged ti implement of the convention, but having signed the TRIPS agreement India is now to recognize and implement the provisions national treatment to nations of members‘ as has been incorporated in the TRIPS agreement. This dealt with trademark, designs and utility models but it did not deal with copy right.19



In the year 1947 the general agreement on Tariffs and trade (GATT) come into International trade got regulated in accordance with the terms of this agreement during 1980‘s multinational corporation and international agencies began interest for including intellectual property i.e. Trademarks, design etc., which according to them were being infringed in the developing countries. In the absence of universal legal provisions, each countries followed it‘s domestic legislation on intellectual property law, which were often even in some cases absent. The developed nations therefore actively started for a universally applicable and enforceable system on intellectual property 1986 the Uruguay round of negotiations began under the GATT which concluded on 15th April with the signing of the final act. This final act contained 28 TRIPS being one of them. One of the decisions taken in Marrakesh was the of a world trade organization. WTO is a package deal. The member countries accept all of the agreements in toto and cannot opt out of any one of the without quitting WTO itself.20



The GATT/WTO Agreement on trade related aspects of intellectual property rights TRIPS concluded on April 15th 1994 and entered into force on Jan 1 1995 is to be implemented by most countries of the world as on Jan 1 2000 making the year 2000 an important milestone in intellectual property system. Bread Sherman and Lionel Bentley, The Making of Modern Intellectual Property Law, Cambridge University Press, at p. 428 20 Ashok Sony, Intellectual Property Law Vol.3, Snow White Publication, Mumbai, at. P. 356
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TRIPS is a momentous event in the history of IP protection and a signal break through on the road towards harmonization, internationalization, and globalization of IP systems The Agreement on Trade Related Aspects of Intellectual Property Rights (TRIPS) is an international agreement administered by the World Trade Organization (WTO) that sets down minimum standards for many forms of intellectual property (IP) regulation. It was negotiated at the end of the Uruguay Round of the General Agreement on Tariffs and Trade (GATT) in 1994. Specifically, TRIPS contains requirements that nations' laws must meet for: copyright rights, including the rights of performers, producers of sound recordings and broadcasting organizations; geographical indications, including appellations of origin; industrial designs; integrated circuit layout-designs; patents; monopolies for the developers of new plant varieties; trademarks; trade dress; and undisclosed or confidential information. TRIPS also specifies enforcement procedures, remedies, and dispute resolution procedures. The TRIPS treaty has no time limitation. It is valid as long as the World Trade Organization (WTO) as a whole cannot agree to change it. The organization of WTO is far removed from democratic participation, and many WTO members are dictatorial states. If any country wants to opt out of TRIPs, it will have to leave WTO, thereby risking a collapse of its exporting industries. The treaty was negotiated in backrooms between ministerial officials, and for most of the world‘s languages translations do not even exist. All these considerations made it imperative to interpret the TRIPs treaty with greatest care and to make extensive use of the flexibility which it allows, so as to achieve a fair balance of rights and obligations under the overall objective of Free Trade which the treaty serves.21



21



Harish Kumar, Border Areas For The Protection of Intellectual Rights, Journal of Intellectual Property Rights Vol. 9 January 2004, at p. 28
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Background and history



TRIPS were negotiated at the end of the Uruguay Round of the General Agreement on Tariffs and Trade (GATT) treaty in 1994. Its inclusion was the culmination of a program of intense lobbying by the United States, supported by the European Union Japan and other developed nations. Campaigns of unilateral economic encouragement under the Generalized System of Preferences and coercion under Section 301 of the Trade Act played an important role in defeating competing policy positions that were favored by developing countries, most notably Korea and Brazil, but also including Thailand, India and Caribbean Basin states. In turn, the United States strategy of linking trade policy to intellectual property standards can be traced back to the entrepreneurship of senior management at Pfizer in the early 1980s, who mobilized corporations in the United States and made maximizing intellectual property privileges the number one priority of trade policy in the United States.22 After the Uruguay round, the GATT became the basis for the establishment of the World Trade Organization. Because ratification of TRIPS is a compulsory requirement of World Trade Organization membership, any country seeking to obtain easy access to the numerous international markets opened by the World Trade Organization must enact the strict intellectual property laws mandated by TRIPS. For this reason, TRIPS is the most important multilateral instrument for the globalization of intellectual property laws. States like Russia and China that were very unlikely to join the Berne Convention have found the prospect of WTO membership a powerful enticement. Furthermore, unlike other treaties on intellectual property, TRIPS has a powerful enforcement mechanism. States can be disciplined through the WTO's dispute settlement mechanism23



22



David Banbridge, Intellectual Property Pearson Education Ltd., at p. 526 2 Narayan P., Intellectual property law, Eastern Law House, Calcutta, at p. 173
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CONTENTS OF TRIPS AGREEMENT The TRIPS agreement has seven parts the contents of TRIPS agreement in a nut shell are as follows: PREAMBLE to the Agreement on Trade-Related Aspects of Intellectual Property Rights PART I General Provisions and Basic Principles PART II Standards Concerning the Availability, Scope and Use of Intellectual Property Rights 1. Copyright and Related Rights 2. Trademarks 3. Geographical Indications 4. Industrial Designs 5. Patents 6. Layout-Designs (Topographies) of Integrated Circuits 7. Protection of Undisclosed Information 8. Control of Anti-Competitive Practices in Contractual Licences PART III Enforcement of Intellectual Property Rights 1. General Obligations 2. Civil and Administrative Procedures and Remedies 3. Provisional Measures 4. Special Requirements Related to Border Measures 5. Criminal Procedures
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PART IV Acquisition and Maintenance of Intellectual Property Rights and Related inter parties Procedures PART V Dispute Prevention and Settlement PART VI Transitional Arrangements PART VII Institutional Arrangements; Final Provisions



OBJECTIVES OF TRIPS AGREEMENT The protection and enforcement of intellectual property rights should contribute to the promotion of technological innovation and to the transfer and dissemination of technology, to the mutual advantage of producers and users of technological knowledge and in a manner conducive to social and economic welfare, and to a balance of rights and obligations.24 Principles of TRIPS Agreement25 Members may, in formulating or amending their laws and regulations, adopt measures necessary to protect public health and nutrition, and to promote the public interest in sectors of vital importance to their socio-economic and technological development, provided that such measures are consistent with the provisions of this Agreement. Appropriate measures, provided that they are consistent with the provisions of this Agreement, may be needed to prevent the abuse of intellectual property rights by right holders or the resort to practices which unreasonably restrain trade or adversely affect the international transfer of technology.



24



www.worldtradelaw.net/uragreements/tripsagreement.pdf visited on 2-3-2011
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http:www4.law.cornell.edu/uscode/35/, visited on 02/03/2011
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General Provisions and Basic Principles of TRIPS Agreement Part –1 of the trips agreement deals with general provisions and basic principles of the trips agreement. In this part –1 the Article 1 states the nature and scope of the member‘s countries. So accordingly Members shall give effect to the provisions of this Agreement. Members may, but shall not be obliged to, implement in their law more extensive protection than is required by this Agreement, provided that such protection does not contravene the provisions of this Agreement. Members shall be free to determine the appropriate method of implementing the provisions of this Agreement within their own legal system and practice. For the purposes of this Agreement, the term ―intellectual property‖ refers to all categories of intellectual property that are the subject of Sections 1 through 7 of Part II. Members shall accord the treatment provided for in this Agreement to the nationals of other Member.26



TRIPS and National Treatment that each member must accord with other nationals Each Member shall accord to the nationals of other Members treatment no less favorable than that it accords to its own nationals with regard to the protection of intellectual property, Article 4 of trips agreement deals with most favored national treatment that is if any member country gives any advantage, privilege or immunity to any of the nationals of any other country then it shall accord the same advantage and privileges to all the other member countries. Thus this provision emphasizes on equal treatment of member countries without any discrimination. Exempted from this obligation is any advantage, favors, privilege or immunity accorded by a Member: (a) Deriving from international agreements on judicial assistance or law enforcement of a general nature and not particularly confined to the protection of intellectual property;



26
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(b) Granted in accordance with the provisions of the Berne Convention (1971) or the Rome Convention authorizing that the treatment accorded be a function not of National treatment but of the treatment accorded in another country; (c) In respect of the rights of performers, producers of phonograms and broadcasting organizations not provided under this Agreement; (d) Deriving from international agreements related to the protection of intellectual property which entered into force prior to the entry into force of the WTO Agreement, provided that such agreements are notified to the Council for TRIPS and do not constitute 27



an arbitrary or unjustifiable discrimination against nationals of other Members.28



In part 2 of trips agreement details of the standards concerning the availability and scope and use of intellectual property rights. in this part there are eight sections in all.



Section 1 deals with copy right issues Copyright protection shall extend to expressions and not to ideas, procedures, methods of operation or mathematical concepts as such. As regards copyrights and related rights, countries will be obligated to comply with Articles 1-21 of the Berne Convention for the Protection of Literary and Artistic Works. Article 6bis of the convention is excepted because it concerns an author's "moral rights," not economic rights that are appropriate for an agreement on trade across national borders. TRIPS requires countries to protect computer programs a "literary works" under the Berne Convention and to protect compilations of data and other material that constitute intellectual creations because of the arrangement of their contents.29



27



28



www.worldtradelaw.net/uragreements/tripsagreement.pdf visited on 2-3-2011



http://www.wto.org/english/tratop-e/com_e/ecom_e.html, visited on 22/01/2011 B.L. Wadhera, Law Relating to Patents, Trade Marks, Copyrights, Design and Geographical indications, Universal Law Publication, New Delhi, at P. 387 29
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Under TRIPS, commercial rental of computer programs and cinematographic works is to be prohibited; however, a country may be accepted from this obligation in the case of cinematographic works provided that such rental has not led to material impairment of the reproduction rights of the copyright owners. The exception to the ban on commercial rental for cinematographic works was negotiated by the U.S. because we have thousands of rental outlets in the U.S. which would have made obtaining an exclusive right very difficult and also because rentals of motion picture videos here have not resulted in any widespread copying.30 Under TRIPS, performers must be given the right to prevent the unauthorized recording of their performances and, should such recording occur, to prevent reproduction of that recording. They also must have the right to prevent the unauthorized broadcast of their live performance and any other communication of that performance to the public. Sound recording producers must be given the right to prevent unauthorized reproduction of their sound recordings, directly or indirectly, and to prevent rentals of the sound recordings. These rights of performers and sound recording producers are to extend for 50 years from the date on which a performance or fixation occurred.31 Broadcasters' rights under TRIPS are provided in alternative form. Broadcasters must have the ability to prevent fixation of broadcasts, reproduction of such fixations, rebroadcast by wireless means and any other communication of their broadcasts to the public, or, if a country does not provide rights to broadcast organizations themselves, it must ensure to the owners of the copyright in the subject matter of the broadcasts the possibility of preventing the activities mentioned. Broadcasters' rights will extend for at least 20 years from the date on which the broadcast occurred.32 Article 12 of trips agreement deals with the Term of Protection of copyright Whenever the term of protection of a work, other than a photographic work or a work of applied art, is calculated on a basis other than the life of a natural person, such B.L. Wadhera, Law Relating to Patents, Trade Marks, Copyrights, Design and Geographical indications, Universal Law Publication, New Delhi, at P. 387 31 John Gornsey, Copyright Theft, Aslibgover Hampshire, England, at p. 1056 3 John Gornsey, Copyright Theft, Aslibgover Hampshire, England, at p. 1056
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term shall be no less than 50 years from the end of the calendar year of authorized publication, or, failing such authorized publication within 50 years from the making of the work, 50 years from the end of the calendar year of making. Article 13 of trips agreement deals with Limitations and exceptions of copyright protections Members shall confine limitations or exceptions to exclusive rights to certain special cases which do not conflict with a normal exploitation of the work and do not unreasonably prejudice the legitimate interests of the right holder.



Section 2 of trips agreement deals in detail about trademark issues



Article 15 of trips agreement deals with Protectable Subject Matter of trademarks. Trademark is any sign, or any combination of signs, capable of distinguishing the goods or services of one undertaking from those of other undertakings, shall be capable of constituting a trademark. Such signs, in particular words including personal names, letters, numerals, figurative elements and combinations of colours as well as any combination of such signs, shall be eligible for registration as trademarks. Where signs are not inherently capable of distinguishing the relevant goods or services, Members may make registrability depend on distinctiveness acquired through use. Members may require, as a condition of registration, that signs be visually perceptible. Members may make registrability depend on use. However, actual use of a trademark shall not be a condition for filing an application for registration. An application shall not be refused solely on the ground that intended use has not taken place before the expiry of a period of three years from the date of application. The nature of the goods or services to which a trademark is to be applied shall in no case form an obstacle to registration of the trademark. Members shall publish each trademark either before it is registered or promptly after it is registered and shall afford a reasonable opportunity for petitions to
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cancel the registration. In addition, Members may afford an opportunity for the registration of a trademark to be opposed.33 Article 16 of trips deals with Rights Conferred on the owners of trademarks The owner of a registered trademark shall have the exclusive right to prevent all third parties not having the owner's consent from using in the course of trade identical or similar signs for goods or services which are identical or similar to those in respect of which the trademark is registered where such use would result in a likelihood of confusion. In case of the use of an identical sign for identical goods or services, a likelihood of confusion shall be presumed. The rights described above shall not prejudice any existing prior rights, nor shall they affect the possibility of Members making rights available on the basis of use. Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to services. In determining whether a trademark is well-known, Members shall take account of the knowledge of the trademark in the relevant sector of the public, including knowledge in the Member concerned which has been obtained as a result of the promotion of the trademark. Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to goods or services which are not similar to those in respect of which a trademark is registered, provided that use of that trademark in relation to those goods or services would indicate a connection between those goods or services and the owner of the registered trademark and provided that the interests of the owner of the registered trademark are likely to be damaged by such use.34 Article 18 of trips states the Term of Protection of trademarks Initial registration and each renewal of registration, of a trademark shall be for a term of no less than seven years. The registration of a trademark shall be renewable indefinitely.



33



www.wto.org, visited on20/03/2011
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Section 3 of TRIPS agreement deals with protection of geographical indications Regarding geographical indications, defined as an indication that identifies a good originating in the territory of a member, or a region or locality in that territory, where a given quality, reputation or other characteristic of the good is attributable to its geographical origin, TRIPS requires that countries have the legal means for "interested parties" to prevent use of any means in the designation or presentation of a good that indicates or suggests, in a manner that misleads the public, that the good in question comes from a geographical area other than its true place of origin. To prevent confusion when two place names are the same, the provision is applicable even where an indication is literally true, but it implies that the goods come from a different territory. Member countries must also refuse or invalidate the registration of a trademark containing a geographical indication with respect to goods not originating in the territory indicated where the use of the trademark would mislead the public as to the true place or original of the goods.35 There are special provisions in TRIPS dealing with wines and spirits that prohibit even the use of indications in combination with "kind," "type," "style," "Imitation," or similar words. There are exceptions, however, for terms that have become generic and for marks that have been used on the same goods or services in good faith for 10 years prior to the conclusion of the Uruguay Round. The U.S. Bureau of Tobacco, Alcohol and firearms (BATF) does prohibit use of labels that would mislead consumers as to the origin of alcoholic beverages, so the U.S. is ready in compliance in that regard. TRIPS calls for further negotiations on geographical indications in connection with wines and spirits. The reputation of California regional wines, Kentucky bourbon, Milwaukee beer, etc. is increasing around the world. The U.S. and other countries that produce wines and spirits might profit from taking a second look at this subject to determine if it is appropriate to regard future negotiations offensively, rather than defensively.



35



Vikas Vashishtha, Law and the Practice of Intellectual Property in India, Bharat Law House, New Delhi, at p. 367



56 | P a g e



The additional protections are only given to wines and spirits this provisions favors only developed countries, additional protection of geographical indication needs to be provided to products of developing country India like Basmati rice, tea etc. A famous case on this issue is the Basmati rice case.



In late 1997, an American company Rice Tea Inc was granted a patent by the US patent office to call the aromatic rice grown outside India ‗Basmati‘. Rice Tec Inc had been trying to enter the international Basmati market with brands like ‗Basmati‘ and ‗Texmati‘ described as Basmati-type rice with minimal success. However, with the Basmati patent rights, Rice Tec will now be able to not only call its aromatic rice Basmati within the US, but also label it Basmati for its exports. This has grave repercussions for India and Pakistan because not only will India lose out on the 45,000 tone US import market, which forms 10 percent of the total Basmati exports, but also its position in crucial markets like the European Union, the United Kingdom, Middle East and West Asia. In addition, the patent on Basmati is believed to be a violation of the fundamental fact that the long grain aromatic rice grown only in Punjab, Haryana and Uttar Pradesh is called Basmati. According to sources from the Indian Newspaper, Economic Times, ―Patenting Basmati in the US is like snatching away our history and culture.36



Section 4 of TRIPS agreement deals with protection of industrial designs Members shall provide for the protection of independently created industrial designs that are new or original. Members may provide that designs are not new or original if they do not significantly differ from known designs or combinations of known design features. Members may provide that such protection shall not extend to designs dictated essentially by technical or functional considerations. Each Member shall ensure that requirements for securing protection for textile designs, in particular in regard to any



36



W.R. Cornish, Cases and Material on Intellectual Property, Sweet and Maxwell Publication, at p. 135
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cost, examination or publication, do not unreasonably impair the opportunity to seek and obtain such protection. Members shall be free to meet this obligation through industrial design law or through copyright law. The owner of a protected industrial design shall have the right to prevent third parties not having the owner's consent from making, selling or importing articles bearing or embodying a design which is a copy, or substantially a copy, of the protected design, when such acts are undertaken for commercial purposes. Members may provide limited exceptions to the protection of industrial designs, provided that such exceptions do not unreasonably conflict with the normal exploitation of protected industrial designs and do not unreasonably prejudice the legitimate interests of the owner of the protected design, taking account of the legitimate interests of third parties. The duration of protection available shall amount to at least 10 years.37



Section 5: Patents On patents, TRIPS contains some significant benefits for inventors. First, TRIPS requires that product and process patents be available in all fields of technology. The only permissible exceptions to that broad obligation are for diagnostic, therapeutic and surgical methods for treating humans or animals, and for plants and animals, other than microorganisms, and essentially biological processes for producing plants or animals. Countries not providing patent protection for plant varieties must provide that protection through an effective sui generis system. TRIPS specifies that patent owners must be given the right to prevent others from making, using, offering for sale, selling, or importing products covered by a product patent and from using a process claimed in a patent or using, offering for sale, selling, or importing at least the product obtained directly from use of the process. The right to assign or license rights under the patent is also assured. TRIPS members are permitted to maintain limited exemptions to patent rights so long as those exemptions do not unreasonably conflict with the normal exploitation of the patent by the patent owner, nor 37



www.wto.org, visited on 11/1/2011
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prejudice his legitimate interests. This is intended to allow such things as exhaustion within a country after the sale of a patented product and experimental use for purposes of advancing technology.38 Of particular importance to patent owners are the restrictions that the TRIPS Agreement places on compulsory licensing. First, countries will no longer be allowed to grant compulsory licenses if a patentee does not manufacture the patented invention in the country. Importation will have to be treated as "working," so, only in circumstances in which a patentee makes no provision for marketing his product in a country, would a compulsory license for "non-working" be consistent with TRIPS. TRIPS also imposes conditions on all compulsory licensing to ensure that voluntary licensing is encouraged, that payment for any compulsory license is fair, that rights under a license are nonexclusive and can be transferred only under limited conditions, and that decisions regarding compulsory licenses are appealable. There are special provisions dealing with government use of patent rights and for use in national emergencies. Finally, dependent patent compulsory licenses may still be granted, but only if 1) The second invention represents an important technical advance over the first patent, 2) The owner of the first patent receives a cross-license under the second patent. In addition, a dependent patent compulsory license is assignable only with the assignment of the second patent.39



Layout designs With respect to semiconductor chip layout designs, the TRIPS text incorporates and corrects the deficiencies of the Washington Treaty on Intellectual Property in Respect of Integrated circuits. Unlike the Washington Treaty, TRIPS 1) Expressly covers articles incorporating protected chips; 2) Assures a reasonable royalty to the right-holder after notice in connection with the 38



Prabhuddha Ganguli, Gearing up for Patents: The Indian Scenario, University Press, Hyderabad, at p. 86 4 www.legalservicesindia.com, visited on 11/1/2011
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3) Extends the term of protection to 10 years (Washington required 8); and 4) Prohibits compulsory licensing in connection with semiconductor chip layout designs except as an antitrust remedy or for noncommercial government use.



Trade secrets Regarding trade secrets, the TRIPS Agreement speaks of "undisclosed information," but is referring to what we call trade secrets. The obligations look very much like those in our Uniform Trade Secrets Act. Those who control information that is not generally known or readily ascertainable, that has value because it is not known, and that is the subject of efforts to keep it secret, must be given the ability to prevent others from disclosing, acquiring, or using the information in a matter that is contrary to honest commercial practice.40 In addition to providing for the protection of trade secrets, TRIPS also calls for steps to be taken to protect against unfair commercial use of data submitted to government agencies to obtain marketing approval for pharmaceutical and agricultural chemical products containing new chemical entities. In this context, "unfair commercial use" mean other parties relying on the data to obtain marketing approval for their own products, where they have made no financial contribution to the original submitter of the data.41



Section 8: of TRIPS agreement deals with control of anti-competitive practices in contractual licenses. Members agree that some licensing practices or conditions pertaining to intellectual property rights which restrain competition may have adverse effects on trade and may impede the transfer and dissemination of technology. Nothing in this Agreement shall prevent Members from specifying in their legislation licensing practices 40 41



P.S. Narayan, Intellectual Property Law in India, Gogia Law Agency, Hyderabad, at p. 493 Ibid.
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or conditions that may in particular cases constitute an abuse of intellectual property rights having an adverse effect on competition in the relevant market. As provided above, a Member may adopt, consistently with the other provisions of this Agreement, appropriate measures to prevent or control such practices, which may include for example exclusive grant back conditions, conditions preventing challenges to validity and coercive package licensing, in the light of the relevant laws and regulations of that Member. Each Member shall enter, upon request, into consultations with any other Member which has cause to believe that an intellectual property right owner that is a national or domiciliary of the Member to which the request for consultations has been addressed is undertaking practices in violation of the requesting Member's laws and regulations on the subject matter of this Section, and which wishes to secure compliance with such legislation, without prejudice to any action under the law and to the full freedom of an ultimate decision of either Member. The Member addressed shall accord full and sympathetic consideration to, and shall afford adequate opportunity for, consultations with the requesting Member, and shall cooperate through supply of publicly available non-confidential information of relevance to the matter in question and of other information available to the Member, subject to domestic law and to the conclusion of mutually satisfactory agreements concerning the safeguarding of its confidentiality by the requesting Member.



A Member whose nationals or domiciliary are subject to



proceedings in another Member concerning alleged violation of that other Member's laws and regulations on the subject matter of this Section shall, upon request, be granted an opportunity for consultations by the other Member under the same conditions.42



Enforcement of Intellectual Property Rights Regarding enforcement, members shall ensure fair and equitable and not unnecessarily complicated, costly or lengthy enforcement procedures against any act of infringement, including remedies to prevent and deter infringements. There is no obligation to establish a separate judicial system for enforcing IPR's . 42



www.wto.org, visited on 13/1/2011



61 | P a g e



Civil and administrative procedures and remedies include: assurance that confidential information will be protected during and after proceedings; authority to discover evidence solely in the hands of another party (refusal to provide evidence may not stand in the way of a decision); conditions under which precautionary measures, such as injunctions, are to be made available; and approaches to damages and other remedies, compelling information regarding other infringers and indemnification of defendants.43 There are special requirements related to border measures: members shall enable right holders to lodge a request with customs officials to block the importation of infringing goods; precautions against false charges and delays are provided and members shall provide criminal procedures and penalties (imprisonment and/or fines; also, seizure, forfeiture and destructions) at least in cases of trademark counterfeiting and copyright piracy on a commercial scale, possibly also in other cases of willful, commercial-scale infringement.44 Section 5: Criminal Procedures Members shall provide for criminal procedures and penalties to be applied at least in cases of wilful trademark counterfeiting or copyright piracy on a commercial scale. Remedies available shall include imprisonment and/or monetary fines sufficient to provide a deterrent, consistently with the level of penalties applied for crimes of a corresponding gravity. In appropriate cases, remedies available shall also include the seizure, forfeiture and destruction of the infringing goods and of any materials and implements the predominant use of which has been in the commission of the offence. Members may provide for criminal procedures and penalties to be applied in other cases of infringement of intellectual property rights, in particular where they are committed willfully and on a commercial scale.45



43



Marshall A Leaffer, International Treaties on Intellectual Property, The Bureau of National affairs Inc. Washington, at p. 397 Marshall A Leaffer, International Treaties on Intellectual Property, The Bureau of National affairs Inc. Washington, at p. 398 45
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PART V — Dispute Prevention and Settlement



TRIPS also have provisions for "dispute prevention and settlement." For the sake of transparency, members shall publish all relevant laws, regulations, decisions and rulings as well as agreements with other members, furnish these to Council for TRIPS for review and to other members upon request and disputes themselves shall be settled as per Articles XXII and XXIII of GATT 1994. The Understanding on Rules and Procedures Governing the Settlement of Disputes will apply to all consultations and dispute settlements in the WTO and to all of the agreements under the WTO umbrella.



Time limits are set to ensure that the procedures are not delayed. Parties cannot block adoption of Panel reports by the Dispute Settlement body, which also is made up of all Members of the WTO. A Standing Appellate Body, made up of 7 recognized authorities on law, international trade, and the subject matter of the agreements and who are not associated with any government, will review appeals on issues of law covered in a panel's report and any legal interpretation developed by a panel. The Appellate Body can uphold, modify or reverse the legal findings and conclusions of the Panel. The Appellate Body's report will be adopted by the Dispute Settlement Body unless all of the Members of the Dispute Settlement Body agree not to adopt the report. Thus, the offending country can no longer block the report.



Thus, there are no special arrangements for resolution of intellectual property disputes within the TRIPS Agreement itself. Instead, disputes are to be handled under the general WTO dispute resolution mechanism. This means that after exhaustion of efforts at voluntary settlement, panels are created to hear the parties and make decisions. Under the old GATT rules, states could block requests for panels and could often dodge a negative decision. Under the WTO rules, creation of a panel can be blocked only
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once for a short period of time. Once a panel reaches its decision, the result is hard to avoid, again in contrast to the former GATT procedures. Thus, enforcement of WTO rules has teeth. To date, U.S. has been the leading user of the dispute resolution mechanism, obtaining favorable results in the greater number of cases. The U.S. has also lost a few cases.



Dixon gleans has stated the following generally positive trends, inter alia:46 



Initial cases involve de jure violations of specific treaty requirements.







TRIPS complaints based on Berne Convention violations have increasing appeals.



o



Developing countries will not be the only respondents; developed countries can and will continue to be legitimate targets of TRIPS dispute-resolution complaints.



o



The WTO dispute settlement system has proven effective to date in encouraging parties to resolve their disputes without resort to a Panel.



o



The Appellate Body's tendencies are towards a strict construction of the Agreement.



o



The Appellate Body declines to show uncritical deference to Member States' determinations.







Previous dispute resolution decisions do not serve as binding precedent.



In light of these disputes and trends, Dixon draws the following preliminary conclusion: ―During its short existence to date, the TRIPs Agreement and the disputes under it have helped both to establish procedures for a wide variety of future cases and to resolve some deeply entrenched problems in a few national enforcement regimes in many cases through informal consultations.‖47



46



Jayshri Wattal, Intellectual Property Rights in WTO and Developing Countries, Oxford University, New Delhi, at p. 163 47 Jayshri Wattal, Intellectual Property Rights in WTO and Developing Countries, Oxford University, New Delhi, at p. 164
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There are indications and reports, however, that little or nothing is being done in some countries to become TRIPS-compliant. One confidential report has it, for example, that in a big Latin American country ―no pending bill dealing with IP seeks to achieve TRIPS compliance (and) no one is seriously considering legislative adjustments, even though a few officials are aware of non-compliance.‖ Hence, it should come as no surprise that developed countries will very likely challenge developing countries' nonexistent or insufficient implementation of TRIPS. In fact, U.S. officials have already announced their intention to bring formal complaints to the WTO against countries that fail to meet this deadline and USTR ambassador Charlene Barshefsky was quoted as saying: ―In December 1999, the USTR will conduct a special out-of-cycle review to assess the progress made by developing countries. The United States will announce at the conclusion of this review in early January the actions it will take where WTO members have failed to implement their obligations, including the possible initiation of dispute settlement cases‖. (6 MIP June 1999)



Given this backdrop, former U.S. Commissioner for Patents and Trademarks Bruce Lehman commented at WIPO's Policy Advisory Commission meeting last April that "WIPO's responsibility (now) is to make TRIPs and its legal and commercial principles relevant and positive for the developing country world.‖48



PART VI Transitional Arrangement Transitional period means the time period granted to member countries to comply with TRIPS agreement. However no Member shall be obliged to apply the provisions of this Agreement before the expiry of a general period of one year following the date of entry into force of the WTO Agreement. A developing country Member is entitled to
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delay for a further period of four years the date of application, Any other Member which is in the process of transformation from a centrally-planned into a market, free-enterprise economy and which is undertaking structural reform of its intellectual property system and facing special problems in the preparation and implementation of intellectual property laws and regulations, may also benefit from a period of delay. To the extent that a developing country Member is obliged by this Agreement to extend product patent protection to areas of technology not so protectable in its territory on the general date of application of this Agreement for that Member, it may delay the application of the provisions on product patents of Section 5 of Part II to such areas of technology for an additional period of five years. In view of the special needs and requirements of least-developed country Members, their economic, financial and administrative constraints, and their need for flexibility to create a viable technological base, such Members shall not be required to apply the provisions of this Agreement, , for a period of 10 years from the date of application. The Council for TRIPS shall, upon duly motivated request by a least-developed country Member, accord extensions of this period. In order to facilitate the implementation of this Agreement, developed country Members shall provide, on request and on mutually agreed terms and conditions, technical and financial cooperation in favour of developing and least-developed country Members. Such cooperation shall include assistance in the preparation of laws and regulations on the protection and enforcement of intellectual property rights as well as on the prevention of their abuse, and shall include support regarding the establishment or reinforcement of domestic offices and agencies relevant to these matters, including the training of personnel.
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Monitoring the operations of trips agreement49 The Council for TRIPS shall monitor the operation of this Agreement and, in particular, Members' compliance with their obligations hereunder, and shall afford Members the opportunity of consulting on matters relating to the trade-related aspects of intellectual property rights. It shall carry out such other responsibilities as assigned to it by the Members, and it shall, in particular, provide any assistance requested by them in the context of dispute settlement procedures. In carrying out its functions, the Council for TRIPS may consult with and seek information from any source it deems appropriate. In consultation with WIPO, the Council shall seek to establish, within one year of its first meeting, appropriate arrangements for cooperation with bodies of that Organization.50



Trips agreement is prospective and not retrospective This Agreement does not give rise to obligations in respect of acts which occurred before the date of application of the Agreement for the Member in question. This Agreement gives rise to obligations in respect of all subject matter existing at the date of application of this Agreement for the Member in question, and which is protected in that Member on the said date, or which meets or comes subsequently to meet the criteria for protection under the terms of this Agreement.51



Review and Amendment of trips agreement The Council for TRIPS shall review the implementation of this Agreement after the expiration of the transitional period referred to in paragraph 2 of Article 65. The Council shall, having regard to the experience gained in its implementation, review it two years after that date, and at identical intervals thereafter. The Council may also undertake 49



www.worldtradelaw.net/uragreements/tripsagreement.pdf visited on 2-3-2011
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www.wto.org, visited on 02/01/2011 Ibid.



51



67 | P a g e



reviews in the light of any relevant new developments which might warrant modification or amendment of this Agreement.52



Amendments merely serving the purpose of adjusting to higher levels of protection of intellectual property rights achieved, and in force, in other multilateral agreements and accepted under those agreements by all Members of the WTO may be referred to the Ministerial Conference for action in accordance with paragraph 6 of Article X of the WTO Agreement on the basis of a consensus proposal from the Council for TRIPS.



Security Exceptions under TRIPS Agreement TRIPS Agreement does take into consideration security aspects of the member countries and accordingly it provides some security exceptions Member shall not be required to furnish any information the disclosure of which it considers contrary to its essential security interests; or to prevent a Member from taking any action which it considers necessary for the protection of its essential security interests; (i)



Relating to fissionable materials or the materials from which they are derived;



(ii) Relating to the traffic in arms, ammunition and implements of war and to such traffic in other goods and materials as is carried on directly or indirectly for the purpose of supplying a military establishment; (iii)



Taken in time of war or other emergency in international relations; or



(iv)



To prevent a Member from taking any action in pursuance of its obligations under the United Nations Charter for the maintenance of international peace and security.53



52 53
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Criticisms and Controversies of TRIPS Agreement



TRIPS agreement has many broad brush provisions. Many provisions in the TRIPS agreement are very vague and broad. These provisions are susceptible to different interpretations. At times controversy arises because of such broad provisions. Some of the examples of broad brush provisions present in the TRIPS agreement are Article 27 of TRIPS agreement about subject matter of patent. Article 27 of TRIPS agreement states as to what is patentable but the provision is very broad and subject to different interpretations. Some of the provisions in TRIPS are also inconsistent to each other, for example Article 27.2 of TRIPS agreement excludes patentability of all life forms however Article 27.3 allows patentability of micro organisms. The micro organisms are also living creature hence these should also be excluded from patentability.54



TRIPS agreement is frozen in time. The GATT / WTO agreement on trade related aspects of intellectual property (TRIPS) concluded on April 15th 1994 and entered into force on Jan. 1, 1995. The provision of the TRIPS agreement has been framed in 90‘s so some of the provisions of TRIPS have become obsolete and needs review and amendment. Since TRIPS has been framed in late 90‘s so many of the provisions of TRISP do not suit to the socio-economic scenario of present situation. TRIPS agreement fails to cope-up with new and changing technologies.



TRIPS agreement sets only minimum standards and thus it establishes only a floor and not a ceiling for IPR Protection.



The main objective and principle of TRIPS



agreement is to set only minimum standards required for the protection of IPR. Moreover the minimum standards which it emphasizes does not suit to the socioeconomic scenario of each member country, so the member countries need to carefully 54



Helfer Laurance R., Regime shifting the TRIPS Agreement and New Dynamics of International Intellectual Property Law Making, Journal of International Law, 29(1), 2004, at p. 42
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draft their own legislative frame work for better protection of intellectual property. The TRIPS agreement needs to be reviewed and amended with the changing world.



The implementation of TRIPS agreement is mainly dominated by the lobby of developed countries they pressurize the implementation of that interpretation of the provisions of TRIPS agreement which suit to the developed country‘s economic benefits. Developing countries are suffered at the hands of developed countries.55



The proper role of IPRs in light of a globalizing economy remains contested. ―The difficulty stems from divergent concepts of property and ownership….Different legal principles exist from country to country, stemming from the particular social, political and ideological experiences of each, Prior to the TRIPS Agreement, IPRs protection ranged from totally open regimes that did not protect private IPRs to highly protectionist regimes in which both products and processes could be protected. while views both for and against extensive IPRs protection, as evidenced by the TRIPS agreement are strong, there is little concrete evidence that it is the only incentive for innovation or that it will lead to socio-economic and technological development. 56



Ultimately, the TRIPS Agreement is the type of global protection of IPRs that developed countries have been seeking. ―However, the TRIPS Agreement simultaneously narrows the developing countries‘ access to technology, discouraging the rapid diffusion of new technology needed for economic growth.‖ 104 Some headway was made at Doha on addressing issues faced by developing countries and LDCs in relation to the TRIPS Agreement, but the balance between creating private incentive and fostering technology transfers and development for the public benefit has not yet been achieved. 6 www.legalservicesindia.com, visited on 17/03/2011 56



www.worldtradelaw.net/uragreements/tripsagreement.pdf visited on 2-3-2011
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CHAPTER NO II Obligations of WTO Members under TRIPS Agreement Whenever we talk about any particular subject for studying it , it becomes very compulsive to study where it comes from ,when , and where it first come in to use and at the same time the special reasons for its emergence …here in this research the researcher is already dealt with the emergence of TRIPS for the regulation of whole intellectual property law so after this stage the researcher is under the obligation to provide the efforts taken at the back from the members for such an agreement ….and for providing it here researcher brings out the data in Informative form ,here the researcher is under the obligation to present the information about the obligation of WTO i.e THE WORLD TRADE ORGANISATION -



it becomes very compulsive to give the general



information about such organization so first question aruse in front of us is What is the World Trade Organization?



The World Trade Organization (WTO) is the only body making global trade rules with binding effects on its Members. It is not only an institution, but also a set of agreements. The WTO regime is known as the rules-based multilateral trading system. The history of the Organization dates back to 1947, when the General Agreement on Tariffs and Trade (GATT), was set up to reduce tariffs, remove trade barriers and facilitate trade in goods. Over the years, GATT evolved through eight rounds of multilateral trade negotiations, the last and most extensive being the Uruguay Round (1986-1994). The WTO came into being at Marrakesh on 1 January 1995, following the conclusion of the Uruguay Round. GATT then ceased to exist, and its legal texts were incorporated into the WTO as GATT 1994.



The principle of non-discrimination was meant to be the cornerstone of the World Trade Organization and the multilateral trading regime. But ten years down the line, it is clear that the trade rules favor developed countries, and the promise of greater market access for developing countries has not been sufficiently realized .The formation of the
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World Trade Organization (WTO) in 1995 was a watershed development in the sphere of international trade. It was a major advancement in the multilateral trade regime, with the previous regime embodied in the form of a treaty known as the General Agreement on Tariffs and Trade (GATT). GATT was signed in 1948 and had close to 30 member countries. Its primary objective was to see that impediments to international trade -mainly in the form of tariffs – were reduced or removed in order to facilitate the movement of goods across borders. In the course of six to seven rounds of negotiation, it succeeded in getting countries to lower their tariff rates, thus enabling greater movement of goods.



However, over time, the nature and character of global trade started to get very Complex. Countries began to realize that GATT did not have all the answers to the questions posed by the increasingly complicated nature of global trade. This led member countries to launch a new round of negotiations, from 1986-1994, known as the Uruguay Round (UR). This series of negotiations was much more elaborate and detailed. It not only covered trade in goods but also brought trade in services and intellectual property rights within the ambit of the multilateral trading regime. Even within trade in goods, a far more thorough set of rules was discussed and negotiated. Further, trade in agricultural goods was brought into the fold of the multilateral trading regime in a major way. In GATT, trade in agricultural goods was, at best, minimal and at the fringes of the discussions. The end of the UR resulted in the formation of the WTO, which established a substantial set of rules regarding trade in goods -- including agricultural goods, included agreements on trade in services and on trade-related aspects of intellectual property rights, as well as a strong and comprehensive mechanism to settle trade disputes between member countries. Notwithstanding these additions, the WTO retained some of the basic characteristics of GATT, such as the principles of nondiscrimination embodied in the Most Favored Nation (MFN) and National Treatment (NT) rules.



Today the WTO, the youngest of the world's multilateral organizations, is over 15 years old. It may be instructive to follow the journey of the WTO from 1995 onwards, even though it is difficult to assess the overall impact of the organization on the global
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economy or on individual developing countries. It has been good for some, bad for others and a mixed bag for the remaining. It is also difficult to capture all the developments that have taken place from 1995 to 2006. However, one can certainly attempt to outline some of the key developments of the past decade.



The WTO came into existence at a time when tariffs -- the customs duties that countries levy on goods entering their country -- were very low. The intent of successive rounds of negotiations under GATT, which led to the formation of the WTO, was to reduce barriers to international trade. Reduction of tariff barriers was one of the consequences of this process. Although barriers to international trade in the form of tariffs have come down, other non-tariff barriers have increased manifold after the formation of the WTO.



These non-tariff barriers exist mainly in the form of food standards, technical requirements, antidumping duties, etc. Industrially developed countries often impose stricter food standards on imports from developing countries. These standards are sometimes even stricter than what is warranted under existing international standards. An interesting trend in the imposition of non-tariff barriers after the formation of the WTO has been the growing tendency of developing countries to use these measures. It is important to recall that antidumping rules represent a remedial tool whereby countries impose additional duties on imports that are sold in their markets at prices lower than the domestic price of the imported goods in their country of origin. For instance, India has emerged as the biggest imposer of antidumping duties after the formation of the WTO.57



The GATT preamble (1947) states that "trade and economic endeavor should be conducted with a view to raising standards of living, ensuring full employment and a large and steadily growing volume of real income." These basic objectives were reinforced in the Marrakesh Agreement, which established the WTO. Historically, GATT 57 www.infochangeindia.org visited on 12-4-2011
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enforced phased-in tariff reductions worldwide. Until the Uruguay Round, which ended in 1994, the trade negotiations focused on nonagricultural goods, mainly because the U.S. wanted to protect its farm sector. Over the years, as the corporate interests of the developed countries have expanded, these countries have also lobbied for more issues to be incorporated into the GATT/WTO. Its agenda now includes agriculture, services (financial, telecommunications, information technology, etc.), intellectual property rights, electronic commerce, and, possibly in the next round, investment, government procurement, and competition policy.



Changes in rules come about mainly through multilateral negotiations called "rounds." Each round offers a package approach to trade negotiations, in which many issues are negotiated together and trade-offs between different issues are made. Between the rounds, negotiations on single issues take place.



Today the WTO has 132 members with another 31 in the process of accession. Of the 132 members, 98 are developing countries, including 27 nations categorized as the least developed countries (LDCs)58



One of the commonly used yardsticks to measure the success of the WTO is the volume of world trade. The results seem excellent in this respect, with world trade up 25% in the last four years. But the benefits of increased trade are not widely shared. For example, the LDCs represent 20% of the world‘s population, but they generate a mere 0.03% of the trade flows.59



TRIPS are the result of seven years of negotiations—from September 1986 to December 1993, as part of the Uruguay Round of Multilateral Trade Negotiations of the GATT. These negotiations were launched at Punta del Este, Uruguay and formally concluded in April 1994 at Marrakesh, Morocco, along with the other negotiations of the



58 59



According to wto charter information in 2009 http://www.fpif.org/reports/wto_and_developing_countries visited on 11-4-2011
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Uruguay Round. TRIPS came into force on the first day 1995, with the establishment of the WTO.



The TRIPS negotiations were long, arduous( full resulted out of lot of efforts) and, sometimes, acrimonious( bitter ended) While there were many North-North differences on the detail of IP protection, particularly on geographical indications, this chapter will focus on the North-South confrontation that persisted, although in a more muted manner, up to the very end of the negotiations. Despite formal agreement on the final TRIPS text, its implementation has been difficult in many developing countries. Through this period and beyond many developing countries were actively inviting foreign direct investment. Yet, despite improvement in IRP laws being seen as essential to such policies, smooth transition to a new regime was particularly difficult in countries where interests in the existing weak IPR regimes were strong. As a result, even countries pursuing liberalized foreign direct investment policies before or during the Uruguay Round, had to be urged bilaterally, frequently on threat of trade sanctions, to improve their IPR regimes.



Given the history of the TRIPS negotiations described in the previous chapter, it is predictable that the full implementation of the agreement by developing countries is not going to be smooth. On the other hand, given the high stakes involved for technology exporters, it can just as easily be foreseen that TRIPS implementation will be closely monitored by major developed countries, in particular by the US. The complex nature of the agreement has given rise to difficulties in interpretation for both developed and developing countries, although the nature and scope of the problems that face each group is different.



At the outset, it must be emphasized that while the WTO provides the instruments for effectively monitoring and ensuring compliance, it is up to the members to utilize



75 | P a g e



them. In principle, this is very similar to the enforcement of IPRs by private right holders in domestic courts, although the parties to the dispute in the WTO are member states and not private parties. For instance, in cases of ambiguity it is the WTO panels/appellate body that would provide the necessary interpretations consistent with the terms of the agreement and the principles of public international law. This is not unlike the role of domestic courts dealing with national law. However, the WTO is not a supra-national authority where individual cases lost in the highest domestic court can be settled on appeal. WTO members can only complain of non-implementation by other members governments of specific obligations undertaken under TRIPS.60



Article 1 of TRIPS permits WTO members to determine the appropriate method of implementing the provisions of the agreement within their own legal system and practice. Even in countries where international law is ‗self-executing‘ or directly applicable there will have to be national legislation enacted to implement some provisions of TRIPS. Where the obligation is straight forward, such as: ‗the term of (patent) protection shall not end before the expiration of twenty years counted from the filing date‘ (Article 33), countries are likely to make the exact or very similar provision in their patent law. However, for those obligations that are couched in terms subject to different interpretations that allow different modes of implementation such as ―Members shall confine limitations or exceptions to exclusive rights to certain special cases…..‘ (Article 13) the national law will have to provide the specific of what constitute such special cases. Differing levels of implementation would also be valid in different countries for provisions such as ‗effective action‘ or ‗expeditions remedies‘ (Article 41.1); or ‗adequate remuneration in the circumstances of each case‘ (Article 31 (h); or ‗adequate to compensate for the injury‘ (Article 45). What is effective, expeditious or adequate in one context may not be so another. It would also be an uphill task for the panel or appellate body to decide such dispute on the basis of a single domestic administrative or judicial case, unless it was clearly ludicrous and without any



40 Jayshree Wattle, Intellectual property Rights in WTO and Developing Countries, Oxford University Press, New Delhi, at p. 187
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justification. Either the defects in the domestic law or its application should be very clear or there should be a consistent pattern of judicial or administrative decisions over a reasonable period of time to prove violation of ambiguous obligations.



Also, in any dispute between WTO members there is no need to take recourse to domestic courts first before filing a complaint in the WTO. More importantly, there are plenty of opportunities for airing grievances about alleged non-implementation in both bilateral and multilateral for a, including the consultation process built into the WTO dispute settlement process itself. In other words, a TRIPS dispute between two WTO members is unlikely in the WTO is the TRIPS Council‘s review of implementing legislation, regulations and procedures.



At a general level, compliance with TRIPS now forms part of the broader trade policy review conducted every few years by each member in the Trade Policy Review Body of the WTO. While the trade and investment regimes of members have always been the basis of such reviews, after the formation of the WTO, members have been asked more specific questions on the implementation of TRIPS as a part of the review of their WTO obligations. The summary of the results of such reviews, published on the WTO web site, usually give some idea of what the WTO membership thinks of the reviewed member‘s IPR regime. After 1995, several developing countries‘ trade policies have been reviewed periodically in the WTO among them Brazil, Chile, Colombia, India, Indonesia, Korea, Malaysia, Mexico, Pakistan, South Africa, Thailand, Uruguay, Venezuela and Zimbabwe.



However, it is the Council for TRIPS that is specifically charged under Article 68 of TRIPS with the task of monitoring the operation of the TRIPS agreement in particular member‘s compliance with their obligations. This council, like other equivalent WTO bodies, such as the Council for Trade in Goods and the Council for Trade in Service,
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consists of the representatives of all WTO members, of which one is elected as chairperson. The council is assisted by the WTO secretariat and meets as often as necessary, generally several times a year. Some legal experts, more familiar with the working of WIPO, wrongly attribute equivalent powers and function of the International Bureau of WIPO to the TRIPS Council or to the WTO Secretariat. It is important to note that the WTO is a member-driven organization and that decision making the WTO is by consensus. In the case of the may, by definition, be exclusive.



Notification Obligations of Developed and Developing Countries As noted earlier much of TRIPS is to be implemented either by amending existing legislation or by introducing new legislation on IPRs. Article 63 makes transparency obligatory and requires members to public or makes publicly available all relevant laws, regulations, final judicial decisions and administrative rulings at least in the national language. In addition, members are to notify the TRIPS Council of all such laws and regulations. Given the vast amount of existing legislation on the subject, it was felt that close cooperation with WIPO, which already acts as a storehouse of IPR legislation and knowledge on the subject, was necessary. Under the notifications procedures adopted by the TRIPS Council as its meeting in November 1995, members are required to give notice without delay of the relevant laws and regulations as of the time they are obliged to start applying the provisions of TRIPS (IP/C/2).



These notifications can make



reference to the laws already deposited with WIPO as the WTO Secretariat has free access to WIPO‘s database.61



Developed country members were obliged to implement all the provisions of TRIPS by January 1996 and thus had to notify the council of all their relevant laws and regulations by this date. According to the 1999 Annual Report of the TRIPS Council, 36 members have made such notifications.



Similarly, developing countries to which



Articles 70.8 and 70.9 on pharmaceutical and agricultural chemical products applied also 61



Ashok Soni, Intellectual Property Law, Snow White Publication Priv. Ltd. Mumbai, at p. 65
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needed to notify the Council of the relevant legislative changes by 1995. By 1999, 23 WTO members had made such notifications.



However, concern continued to be



expressed through 1999 on the implementation of these provisions and questions raised on this subject both bilaterally and in the TRIPS Council.



Under the aforementioned procedures adopted by the Council, all members were further required to demonstrate compliance with national treatment and M F N.. under Articles 3, 4 and 5 by 1996. However, as of 1999, only 10 specific notifications pertain to these articles. These obligations turned out to be particularly contentious in the council, as there was no agreement for over two years on how precisely to comply with them. Several developing country members questioned whether notifying the Council of all IPR laws and regulations would inadvertently lead to a notification obligation under other articles even before the application of the TRIPS Agreement. It was finally agreed that members had three options.  Notify the specific provisions that implement Articles 3, 4 and 5;  Make a general statement, with an agreed format for guidance, that national treatment and M.F.N. are followed and listing all exceptions to these principles; or  Notify all IPR laws and regulations.



In particular, developing countries who were not party to the Paris Convention or the Berne Convention had the obligations to amend their industrial property and copyright laws to accord national treatment to all WTO members where earlier they may have followed the principle of reciprocity. On the other hand, WTO members, both developed and developing, had to extend national treatment to other WTO members, even those not parties to these conventions. In addition, certain notification obligations of the Berne and Rome Conventions, incorporated by reference into the TRIPS Agreement, applied to all WTO members.
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In the case of international trade in goods that infringed IPRs, particularly counterfeit trademarked and pirated copyrighted goods, members are obliged under Article 69 to establish and notify contact points in their administrations to exchange all relevant information on this subject. This essentially envisages cooperation between customs authorities.



By 1998, 87 members, including many developing country



members, had made such notifications, although it could be argued that the article applied to developing country members only from the year 2000. The ability of developing countries to respond speedily and effectively to bilateral requests for information has yet to be tested and the institutional mechanisms would have to be considerable Strengthened before this can be reasonably expected. This is an area where technical cooperation to set up uniform formats and procedures should welcomed by developing countries.62



Review Process in the TRIPS Council for Developing Countries The review of developing country implementation of TRIPS will take place in 2000 and 2001. Unlike the reviews held for developed countries, the developing country reviews will take place, country by country, on the basis of countries volunteering the timing of their reviews, addressing all areas of IP at the same time. Twenty seven developing countries have volunteered to be reviewed in 2000. These reviews are likely to be held in week-long sessions of the TRIPS Council every half year, taking up two to three countries each day. Similar reviews for least-developed country members will be held in 2007 or beyond63.



62



Ashok Soni, Intellectual Property Law, Snow White Publication Pri Ltd. Mumbai, at p. 66
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Some developing country members unsuccessfully questioned the legality of these reviews, arguing that there is no specific provision in the TRIPS Agreement for these. However, there is an obligation under Article 63.3 that all WTO members supply information on relevant laws, regulations, final judicial and administrative decisions, inter-governmental or intra-governmental agreements in response to written requests from other WTO members. In addition, under Article 68, the TRIPS Councils have the task of monitoring the operation of the agreement, in particular Members‘ compliance with their obligations enabling any member to raise any matter relating to this.



The TRIPS review for developing countries which recently acceded to the WTO in 1999, like Panama, Ecuador and Mongolia, followed the pattern of all TRIPS obligations being reviewed at one time for each country.



There is likely to be a



substantial difference in the kind of questions that will be asked of developing countries in this country-by-country process since the focus will only be on those obligations that raise concerns. For instance, it is possible that a particular developing country may face many questions on patents but few or no questions on copyright and the process reversed for another country. This procedure is even more likely given the expectation that at least two developing countries may be reviewed in a day. Follow-up questions and answers are likely to be more important and it is likely that such procedures will continue long after the initial dates of reviews.64



The office of the USTR announced that it would launch a comprehensive internal review of how developing country members of the WTO have implemented TRIPS beginning December 1999. The results of such a review can be expected to form the basis for the TRIPS disputes to be launched by the US against select developing countries, as well as for the questions that the US is likely to raise in the developing country reviews in the TRISP Council. It is unlikely that the US would proceed under



64



Jayshree Wattle, Intellectual property Rights in WTO and Developing Countries, Oxford University Press, New Delhi, at p. 133



81 | P a g e



the WTO dispute settlement mechanism against all non-complying countries, although clearly the USTR expects many cases of non-compliance. Indeed, one of the most contentious demands made by developing countries at the failed Seattle ministerial meeting at the end f 1999 was extension of the transition period to implement TRIPS. This is unlikely to be granted for any major developing country, if at all. Countries currently on the Special 301 lists prepared by the USTR are likely to be targeted for WTO disputes from 2000 onwards. So far only Brazil and Argentina have been targeted in 2000.



It is important to note that laws, procedures and jurisprudence can be called into question by any interested WTO member for any developing country at any time through dispute settlement, notwithstanding the non-completion of the review process.



The



TRIPS Councils should be seen as a forum where, during the reviews, questions will be raised on areas where ambiguity remains and should be welcomed as an opportunity to offer clarifications. Developed countries are often guided by industry associations in their jurisdictions who are sometimes mis-informed about certain procedures or cases. Many misunderstandings can be cleared during these sessions and they should be viewed as opportunities by developing countries to resolve these issues to the extent possible.65



Given the length and detail of the questions raised in part reviews, developing countries would do well to prepare themselves for such reviews by taking into account, wherever relevant and necessary, the particular questions already raised and answers given so far by developed and other countries. Developing countries can incorporate changes, if any are required, in any amendments or new legislations being contemplated, if a proper study is done of these answers. A compendium of important domestic case law on each substantive point of implementation already rose before or likely to be raised should also be drawn up. The developing country teams attending these review meetings Jayshree Wattle, Intellectual property Rights in WTO and Developing Countries, Oxford University Press, New Delhi, at p. 146
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have to be well prepared to answer, in writing, questions or supplementary questions raised during the review process. This level of preparation will take time, effort and resources, which clearly should be budgeted for in advance. Some developing countries may wish to seek technical and financial assistance from international organizations for these preparations. If neglected, developing countries may face dispute settlement in the WTO which may not only be costly but will divert the limited financial and human resources in these countries from more necessary tasks. It is worth repeating that the role of the TRIPS Council will necessarily be limited in the area of interpretation of the controversial provisions of TRIPS as decisions are taken by consensus and there is, by definition, no consensus on these issues.



While guidance to the interpretation of TRIPS can come from national implementation by other WTO members, especially those who have already defended their implementation in reviews in the TRIPS Council, authoritative interpretation will only be made in the WTO dispute settlement process. Even here a later panel is not bound to follow an earlier panel‘s decision on the same subject matter.



More



importantly, panels cannot add to or diminish rights and obligations provided for under TRIPS. So far there have been six panel reports and one report from the Appellate Body relating to TRIPS. Since the Appellate Body rulings are more generally applicable.



The TRIPS Agreement must be interpreted in good faith in light of (i) the ordinary meaning of its terms, (ii) the context and (iii) its object and purpose. In our view, good faith interpretation requires the protection of legitimate expectations derived from the protection of intellectual property rights provided for in the Agreement. ….. we find that, when interpreting the text of the TRIPS Agreement, the legitimate expectations of WTO Members concerning the TRIPS Agreement must be taken into account, as well as standards of interpretation developed in past panel reports in the GATT framework, in
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particular those laying down the principle of the protection of conditions of competition flowing from multilateral trade agreement 66



Developing countries can expect the process of monitoring and ensuring compliance to TRIPS in the WTO to continue to be strict. The developed countries, particularly the US and EU, will be pressurized by interest groups within their countries to ensure compliance to TRIPS by developing countries. Consequently, developing countries can expect close monitoring of their IP laws and regulations to verify compliance with TRIPS in the forthcoming review process. Simultaneously, it can be expected that the WTO dispute settlement mechanism would be effectively and strategically used against the worst offenders to set an example to the others who fail to comply with TRIPS. However, developing countries could use the opportunity provided by the review process to explain fully how they are in compliance with TRIPS, understand their trading partners‘ concerns and to fine tune their systems, if necessary, without going through the costly process of litigation in the WTO. Developed countries, in turn, must realize that implementation of strong IPR Protection, beyond the level of reasonable interpretation of TRIPS, and cannot come merely through pressuring developing countries bilaterally or multilaterally. If this is done, developing countries may comply technically but find other ways to circumvent such commitments.



It is only as more TRIPS disputes are settled that many issues can be more closely studied. In the interim, some ‗North-South‘ questions will clearly only be finally settled not by the WTO dispute resolution mechanism but in bilateral or plurilateral political processes. Threat of unilateral action may not be effective for matters covered by TRIPS as this can always be contested in WTO and in addition the degree of vulnerability of countries to such threats varies. Non-violation, even if made applicable to TRIPS, may be very difficult to prove and hence, fears on its extensive use may be exaggerated.



66
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Notwithstanding the strict time limits given to developed, developing least developed countries and economies in transition to comply with TRIPS, it will take much more time to adhere to any one, common perception of the standards laid down in TRIPS. This difficulty may be common to countries in each of these different categories. This is because while TRIPS is the most comprehensive international agreement on IPRs, it has also left some room for interpretation and it will take time for the development of a common perception of these controversial issues. Some issues may have been clarified in the reviews of the laws of developed countries held in the TRIPS Council or in bilateral agreements, while others may only be decided by the dispute settlement bodies, more particularly the appellate body of the WTO. Whether TRIPS represents strong, weak or balanced protection of IPRs will depend, to a large extent, not just on how future dispute settlement panels and the appellate tribunal interpret the agreement, but more importantly, on the perception of opinion makers in developing countries of its social and economic implications. As we will see in the next chapter, reasonable interpretation of TRIPS could push such countries to develop their technological capabilities and increase their level of innovative and creative activity, thus creating domestic stake holders for the enhancement of the level of IP protection and enforcement. If this happens the North South division on standards of IPRs, already quite blurred with regard to IPRs under the TRIPS standards, may be further weakened.



The Country India has been complying with the provision of making necessary amendments in its intellectual property laws.



The provisions of the trips agreement which are straight forward and clear needs to be applied by India as it is, however the provisions of trips which are very broad and are couched, in terms subject to different interpretations. The country India
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interpretations, the country India should take advantage of such broad provision and such laws which suits to its economic scenario.



It we analysis the compliance of India in respect of its patent law with the provision of trips agreement then would be clear that India has failed to take advantage of the broad provision of trips agreement. India should have taken advantage of the broad provision of trips agreement and should have enacted patent laws to suit its socioeconomic scenario. The Amendment Act 1999 has introduced substantial change in the patent Act. The most significant change inserting sub section (2) of section 5 of patents Act thereby allowing product patenting of medicines and drugs.



It is said that India has included product patenting of medicines and drugs, in under to comply the provisions of Art 27 of trips. However in Art 27 of trips it is not specifically mentioned to have product patenting on medicines and drugs. The provision of Art 27 is broad and subject to different interpretation, India should not have allowed product patenting of medicines and drugs as it will result in rise in price of medicines affecting the life of the people.



The Amendment Act 1999 has also introduced a new concept of exclusive marketing rights EMRS for this purpose a new chapter VI a comprising of 24A to 24F has been inserted in the patent Act.



The Amendment Act 2002 has introduced a new Sec. 157A protection of security of India which laid down that the contract government shall not disclose any information relating to any patentable invention or any application relating to the grant of patent under this Act which it consider prejudicial to the interest of the security of India. Such amendments in the interest of public are welcomed thus India should comply all the
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provisions of Trips which are in public interest and emprise should be made on such issues.



The patent‘s amendment Act has provided for patenting of microorganisms by inserting clause 2 (f) in Sec-3 of the patent‘s Act, This is yet another amendment which India should not have made, as would affect Scio-economic scenario of the country India.



Infect patenting of microorganisms under the provisions of TRIPS is itself contradictory to the provision of Article 27.2 of the TRIPS.



TRIPS says no life forms can be patented, at the same time it allows patenting of microorganisms that means does TRIPS do not consider micro-organisms as living life. This is one controversy in trips agreement which needs to be clarified, such controversies are not clarified then there is no need for India to amend its patent law to include patenting of microorganisms, where there are such inconsistencies in the provisions of trips itself then India should strictly adhere to the principles of trips agreement as laid down in Article -8 That members may in formulating or amending their laws and regulations, adopt measures necessary to protect public health and to promote the public interest in sectors of vital importance to their socioeconomic and technological development, provided that such measures are consistent with the provision of this agreement.



Patenting of genetically engineered seeds is specifically mentioned in trips agreement; India could have avoided such patenting of genetically engineered seeds. The country India has almost complied with the other provisions of trips agreement in relation to patent that while complying with the provisions of trips agreement India has laid down some loose provisions in the patent Act 1970.
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India while complying with Article 30 that is exception to rights conferred to patentee, it has laid down sec. 47 in its Patent Act, 1970 relation to experiment and research use exemption to patent instrument, India has laid down this section very loosely without proper guidelines, this has kept the doors open undue advantage for taking under advantage of the rights of patentee such loose provisions in patent Act is volatile of Article 7 of trips agreement.



A detail analysis of the Sec. 47(B) of patent Act 1970 in relation to experiment and research use exemption to patent infringement is as follows :-



As per Indian patent Act 1970 explicit experiment or research use exemption is given under section 47 subsection (3). As per 47 (3) Any machine apparatus or other article in respect of which the patent is granted or any article made by the use of the process in respect of which the patent is granted may be used by any person for the purpose merely of experiment or research including imparting of instructions to pupils.



The exemption for experiment and research given under patent Act is in compliance with the object of patent that is to encourage scientific research, new technology and industrial process and to stimulate new inventors of commercial utility. The patented product when taken for experiments and research purpose it is evident that it cannot be used for commercial purpose which is not allowed.67



But when such exemption is given care must be taken that proper guidelines are framed so as to have proper balance of interest of patent and that of public at large.



67



Ashok Soni, Intellectual Property Law, Snow White Publication Priv. Ltd. Mumbai, at p. 72
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A research exemption from infringement liability might be used against patentee‘s reluctance to give the patent product for experiment purpose but in absence of proper guidelines in relation to such exemption it might diminish incentive to invest in developing them.



In absence of sufficient guidelines this exception has kept the doors, open by which undue advantage of the rights of the patentee is being taken in the name of research and experiment. In such situation the incentive to innovate disappears when the firms cannot reap returns on their investment, the balance is distorted.



India is a signatory of the TRIPS agreement therefore it is necessary to have a balance of the interest of patentee and that of public.



According to article 30 of the TRIPS agreement the member states my provide limited exceptions to a patent provided that such exceptions do not unreasonably conflict with the normal exploitation of the patent and do not unreasonably prejudice the legitimate interest of the patent owner, taking account of the legitimate interest of public.



Article 7 of TRIPS agreement states that the protection and enforcement of intellectual property rights should contribute to technological innovation and to the transfer and dissemination of technology to the mutual advantage of producers and users of technological knowledge and in a manner conducive social and economic welfare and to a balance of rights and obligations.
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The nature of this balance has varied and needs to continue to vary over time as the nature of research and development has varied.



The jurist Muhariage suggests that in the context of today‘s research community which includes large universities, private foundations, government institutions, hospitals and commercial institutes the advantages and disadvantages that need to be balanced by the patent system are advantages include incentives to finance an extensive research establishment in order to provide a pipeline of potentially patentable products, incentive to incur development costs for patented products and encouragement of Individual researchers to develop new and useful processors and products.



Disadvantages include deterioration in the open exchange of information, extremely high transactional costs and inhibition of the most efficient ways to actually conduct research.



In absence of proper guidelines for research and experiment exemption this balance seems to be disturbed.



We shall now critically analyze the various aspects of this exemption for research and experiment and also suggest guidelines which need to be framed in order to have proper balance of the interest of patentee and public and also suggest guidelines to check any lacunas in such exemption policy. We shall be suggesting different set of guidelines for technical patent products and different set of guidelines for pharmaceutical patent products.
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“EXPERIMENT ON” AND “EXPERIMENT WITH” In the exemption for research and experiment purpose, does the word ―use‖ also means that the patented product can be used as a research tool for doing experiment and research for some other products?



Let us critically analyze this aspect of patent to be used research tools. There is fundamental distinction between research into the science and technology disclosed in patents and the use in research of patented products or method as research tools. When experiment or research is done on the patented product for improving it then it is termed as ―experiment on‖. When the patented product is used as a research tool for conducting experiment or research on some other product it is termed as ―experiment with‖. Now the question arises that whether the legislature intends to include the use of patented product as research tool within the meaning of ―use‖ given in the exemption for research experiment. Even if the legislature intends the word ―use‖, includes the use of patented product for research and experiment purpose for some other products but proper guidelines is necessary to have balance of interest of patentee and public.



ANALYZATION OF THE WORD “ANY PERSON” The word ―Any Person‖ given in the exemption for research and experiment purpose includes both commercial researchers as well as non commercial researchers.



We have already seen that according to TRIPS agreement there has to be some balance between the rights of patentee and public.
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Though such exemption for research and experiment is necessary for public benefit, but to have proper balance there has to be some safeguards to the patentee, which should be provided by proper guideline in relation to such exemption.



When the patented products used by commercial researchers then the patentee is at risk. The risk factor can be minimized if the specifications of patented product are drafted properly because if the specification is not drafted properly there is every risk that commercial researchers might take undue advantage of it.



The exemption for research and experiment is not given for commercial use of patented product. Now the question arises that the commercial researchers conduct research with commercial advantage in mind whether this is allowed?



In the country like New Zealand the courts have affirmed that there is a distinction between research of an experimental nature and research with a commercial advantage in mind. But because of the limited case Laws there is still some uncertainty as to where this line actually falls. The best indication on how the courts approach of experimental use has come from the court of Appeal in the 1991 case Smooth Kline and French Laboratories Ltd. V Attorney-General where Hardier Boys stated:



―Doubtless experimentation with usually have an ultimate commercial objective; where it ends and infringement beings must often be a matter of degree. It the person concerned keeps his activities to himself, and does no more than further his own knowledge or skill, even though commercial advantage may be his final goal, he does not infringe. But if he goes beyond that, and uses the invention or makes it available to others, in a way serves to advance in the actual market place, then he infringes..‖
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On this basis an academic institution such as a university would not have any more success raising a defense relying on the experimental use exemption than a more commercially orientated company.



At the end of 2002, the New Zealand Government introduced an amendment to the Patents Act 1953 introducing an exemption from patent infringement where third parties ―make, use, exerciser, or vend‖ a patented invention for purpose reasonably related to the development and submission of information required to be submitted to government agencies in order to gain regulatory approval to manufacture, construct, use or sell a product.



While the primary purpose of the introduction of the exemption appears to have been to decrease the time it takes for generic drugs to enter the market following the expiration of patent, its wording is board enough to cover any situation where some form of regulatory approval may be needed prior to making, using, or marketing any patented product.



TERRITORIAL LIMIT OF THE EXEMPTION In the given exemption for research and experiment purpose whether associated activities like sending the patented product of foreign country‘s laboratory for research falls within the exception. The territorial limit is not specified which is one of the lacuna to be plugged and proper guidelines should be specified in respect of such issues.
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DIFFERENT GUIDELINES FOR PHARMACEUTICAL PRODUCTS AND REMOVAL OF THE WORD “MERELY” The exemption for research and experiment purpose should have different set of guidelines and rules in relation to pharmaceutical products which are patented.



Intellectual property Law has traditionally death mainly with technical issues related to scientific and technological development. Treaties such as TRIPS hardly envisage patents in relation to other fields of Law. Patent treaties only recognize that there should be a balance between the rights that are conferred to an investor and the broader interests of the society in having access to the results of scientific advances‘ Human right treaties are giving significant attention to the impacts of intellectual property on the realization of specific rights such as the right to health.68



In India the commercial use of patented product in the name of experiment purpose is not allowed. Any research exemption decreases the private benefits that would be available to patentees but taking into consideration the social benefits at large, such exemption is necessary. But there has to be some balance of the interest of the patentee as well as that of public at large. This balance of interest is also emphasized in relevant articles of TRIPS agreement.



Proper guidelines and rules are necessary to be framed to ensure. This balance and avoid any lances and under advantage being taken of the rights of the patentee in the name of research and experiment.



68



Veena Mishra, TRIPS Product Patents and Pharmaceuticals in Economics and Political Weekly Vol. 48, Dec.1, 2001, at p. 42
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If some safeguards to patentee is not provided by laying proper guideline the experimental use exemption is not justified as the potential benefits are out weighted by the potential disadvantages. The nature of balance of interest of patentee and that of public at large varies from one patented product to that of another, there has to be different set of guidelines and rules for technical patented products and that, for pharmaceutical patented products, because in case of pharmaceutical patented product emphasize has to given to human rights aspect pertaining to right to life and health, so accordingly the guidelines and rules in respect of pharmaceutical products has to be relaxed.



We should not wait for the problem to arise and then recourse be taken to the court but we should have proper guidelines and rule in this perspective. We have to be proactive and anticipating the problems which may arise in future and suitable guidelines and rules be framed well in time rather than waiting for the problem to erupt, as it would be too late for remedial measures and damage would have already been caused.



The socio-economic scenario of developing country is quite different from that of developed country, so it is impossible to comply in all aspects the provision of trips agreement, while complying with the provisions of trips agreement India should be careful not to give up its sovereignty in making legislations pertaining to IPR laws in India.
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Legislative Framework of IPR Laws in India



Intellectual Property Rights (I.P.R.) is the legal rights governing the use of creations of the human minds.



Intellectual property refers to creation of mind, i.e., inventions, industrial designs for article, literary and artistic work, symbols, etc., used in commerce.



The term ―Intellectual Property‖ has been used for almost more than one hundred and fifty years, which refers to the general area of law that includes copyrights, patents, designs and trade mark and the related rights. The intellectual property law regulates the creation, use and exploitation of mental or creative labour. There are number of forms and important differences between the various forms of intellectual property. The single factor that they are in common is that they establish property protection over intangible things such as ideas, inventions, signs and information.69



Intellectual property is divided into two categories: industrial property, which includes inventions (patents), trademarks, industrial designs, and geographic indications of source: and Copyright, which includes literary and artistic works such as novels, poems, plays, films and musical works, etc. According to the TRIPS Agreement, the intellectual property has been classified into—Patents, Industrial Designs, Trade Marks, Copyright, Geographical Indications, Layout Designs of Integrated Circuits, Protection of Undisclosed Information / Trade Secrets. Different IP Right varies in the protection they provide. Following are the Acts included in the intellectual property regime. 69



G.B Reddy, Intellectual property law, Gogia Law Agency, Hyderabad, at p. 197
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(1)



The Trade Marks Act, 1999



(2)



The Patents Act, 1970



(3)



The Copyright Act, 1957



(4)



The Designs Act, 2000



(5)



The Geographical Indications of Goods (Registration and Protection) Act, 1999



(6)



The Protection of Plant Varieties and Farmers Rights Act, 2001



(7)



The Semiconductor Integrated Circuits Layout Design Act, 2000



Justification for Intellectual Property The question is why legal protection is provided to intellectual property? The general justification for the protection of intellectual property rights is that the intellectual property induces or encourages desirable behavior. For example, patent system is sometime justified on the basis that it provides inventor with an incentive to disclose valuable technical information to the public, which would have otherwise remain secret. Similarly the trade mark system is justified because it encourages traders to manufacture and sell high quality products. It prevents third parties from becoming unjustly enriched by ―reaping where they have not sown‖ and it also encourages them to provide information to the public about those attributes. The ethical and moral arguments justify intellectual property rights because the law recognizes an author‘s natural rights over the product of their labour.70



LAW RELATING TO PATENTS IN INDIA In India, the national legal regime pertaining to patents is contained in the Patents Act, 1970 as amended by the Patents Amendment Act, 1999. This legislation has been 70



Raghbir Singh, Law Relating to Intellectual Property, Universal Law Publishing House, New Delhi, at p. 207
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enacted to amend and consolidate the law relating to patents. The object of the patent law has been summed by the Supreme Court of India in M/s. Bishwanath Prasad Radhey Shyam us. M/s. Hindusthan Metal Industries, as under, which is self-explanatory.



The object of Patent law is to encourage scientific research, new technology and industrial progress. Grant of exclusive privilege to own, use or sell the method or the product patented for a limited period, stimulates new inventions of commercial utility. ―The price of the grant of the monopoly is the disclosure of the invention at the Patent Office, which, after the expiry of the fixed period of the monopoly, passes into the public domain.71



The fundamental principle of Patent Law is that a patent is granted only for an invention which must be new and useful. That is to say, it must have novelty and utility. It is essential for the validity of a patent that it must be the inventor‘s own discovery as opposed to mere verification of what was already known before the date of the patent.



1.



Definition of Patent: - The Word Patent originated from the Latin Word



―Patene‖ which means to open. The concept of patent systems is very old one. One of the earliest systems was that originating in England during the reign of Queen Elizabeth. In that country it began to grow in the 12th century and by the 14th Century, grants of special privileges were being made by the crown to individuals to protect them while they established new industries based on imported technology.72



A patent is a legal document issued by the Government to an inventor, his heirs, assigns, etc. It defines an ―invention‖ and grants the right to prevent others from making, 71



Avinash Shivade, Intellectual Property Law Manual, Butterworth‘s Lexis, New Delhi, at p. 137 G.B. Reddy, Intellectual Property, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 208 72
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using, or selling the ―invention‖ in the country. The right exists for a definite period from the date of grant.



The Patent Act, 1970 does not provide for a comprehensive definition. Section 2 (m) of the Act merely says that ‗Patent‘ means a patent granted under this Act. The definition therefore is not clear in any sense. In order to understand the concept of patents, one has to refer to the other numerous provisions of the Act and also certain foreign legislations and international instruments.



The word ‗Patent‘, at least in some of the some of the European languages, is used in two senses. One of them is the document that is called ―Patent‖ or ―letters of Patent‖. The other is the content of the Protection that a patent confers. If a person makes what he thinks is an invention, he or if he works for an entity, that entity can ask the Government, by filing an application with the patent office to give him a document in which it is stated what the invention is and that he is the owner of the patent. This document, issued by a Government authority, is called a patent or a patent for invention. Therefore the ―Patent‖ is a license given to an inventor to make exclusive use of his invention. The Patent can be correctly defined as the exclusive right to use or exercise an invention granted to a person for a limited period in consideration of the disclosure of the invention. It is the protection assured by the state to use the invention in monopoly.



Therefore, patent is a limited monopoly right granted by the Government to an inventor to use, exploit, and work and sell his invention in respect of either a process or a product. The patent must be in respect of an invention and not of a discovery. The invention must be new useful and industrially applicable.
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The growth of the idea of conferring market monopoly as an incentive to innovate has old roots. In England, and other parts of Europe, it emerged as one minor form of state patronage. A Venetian Law of 1474 went so far as to establish a positive system for granting 10 year privileges to inventors of new arts and machines. In England, James I was partial to rewarding his political creditors with trading monopolies granted by letters patent. For this there were precedents enough from the illustrious land of Elizabeth. But James lacked her command. In 1624, the Parliament sought to declare these exercises of royal prerogative void. This statute suggests not only the growing significance of trade in the country‘s economy and the beginning of the long political campaign to favour competition at the expense of monopoly. Section 6 of the Statute of Monopolies, which exceptionally allowed a patent monopoly for 14 years, upon ―any manner of new manufacture‖ within the realm to the ―true and first inventor‖, has its own character.73



The Industrial revolution in Britain brought significant changes in the law relating to patents. The need to provide every inventor with an incentive to continue expending his creative energies in producing inventions suddenly gained centre stage and every invention, howsoever insignificant was given due recognition. The New Patents system, introduced by the Patent Law Amendment Act, 1852, was cheap and simple in concept, was designed to attract capital for the small ventures and out-of-the-way ideas being generated on the fringes of industry, as much as its centre. The amount of patenting activity at once increased markedly. The patent system that was evolved in the Patents Act, 1852 was simple. Mere filing of the Patent specification would result in a grant of patent, which led to many fraudulent claims being made to preempt genuine inventions from obtaining protection, and also in respect of the preexisting inventions. Successive governments remained reluctant to create a bureaucracy that would search the prior literature and examine against the search results; and this despite the fact that the United States Patent Office had done so since 1836. It was not until 1901, when the Fry Committee demonstrated that 40% or more of the Patents granted wre for inventions already described in earlier British Specifications, that the change became irresistible. 73



W.R. Cornish, Intellectual Property, Universal Law Publication, New Delhi, at p. 157
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The office began to search British specifications of the previous 50 years in 1905, but contrary to the United States example, it was confined to the issue of novelty.74



Under the Patents Act, 1883, two major changes made namely, juries we excluded from trials of patent actions in favour of a single judge and patentees were obliged to include in their specifications at least one claim delineating the scope of their monopoly. The statutory revisions of 1907, 1919, 1932 and above all 1949, put the law more in the form of code and altered it in many details, with the patents Act, 1977; the British Patent system received the largest culture shock in its history. The Act provides machinery for collaborating in three Supra-national ventures viz., the new European Patent Office (EPO) under the European Patent Convention, 1973 (EPC), WIPO and Community Patent Convention, 1975 (CPC).



Evolution of Patent Law in India: This History of Patent regime in India is a history of legislative enactments. Even during the British Rule, in 1859, the ‗Act for granting exclusive privileges to inventors‘ [Act XV of 1859] was passed. The main aim of this Act was to enable the English Patent holders to acquire control over Indian markets. In 1872, the patent and Designs Protection Act, 1872 was passed followed by Inventions and Designs Act, 1888. While these enactments were ostensibly to honour the inventor‘s creativity, in effect they sought to protect the industrialist, manufacturer and importer. Arrangement or rearrangement of the already known device does not amount to an invention.75



The Patents and Designs Act, 1911 was a comprehensive piece of legislation. It occupied the field in India, till the passing of the Patent Act of 1970. It provided for an 74



Sherman and Bentley, The Making of Modern Intellectual Property Law, Cambridge University Press, at p. 338 75



Ashok Soni, Intellectual Property Law, Snow White Publication, Mumbai, at p. 109
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elaborate administrative regime under the management of the controller of Patents and various time bound procedural requirements for processing of applications, filing of objections etc., It was only after several amendments and two committee reports that, the Act of 1970 was passed.



(a)



Justice Bakshi Tek Chand Report, 1950: Considered the failure of the



Indian Patent system to stimulate invention and encourage exploitation of new inventions for industrial purposes and suggested the following measures.



(i)



Compulsory licenses should be issued;



(ii)



An efficient machinery should be evolved to tackle the issue of abuses. These recommendations were made part of the Indian Patents and Designs (Am)



Act, 1950.



(b) Justice Rajagopala Ayyangar‘s Report, 1959: identified the essential prerequisites for a nation to assimilate the benefits of a patent system. These features include the technological advancement of the country, need for encouragements of inventors and for rewarding them and the increasing emphasis on technical education in India and the growing number of Quality research institutes together with the rapidly increasing industrialization. The committee believed that the system of patent protection should be modified to suit the Indian environs. After careful deliberation, it suggested a threepronged strategy viz.



(i)



Identification of inventions, which are to be protected;



(ii)



Determination either to prevent foreigners from taking patents in India or to make them work the patent in India;
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(iii)



Determination to withstand any pressure to sign any international conventions. This was suggested so that India would develop its economy independently without any arm wasting from developed nations.



The Bill proposed by this committee was placed before the ok Sabha in 1966 but the House was dissolved shortly thereafter and the Bill lapsed. The New Lok Sabha was presented with another Bill in August 1967 and after deliberation by the Joint Committee of the Parliament, the Patents Act, 1970 was passed.



Salient features of the Act of 1970: This Act reflects the concerns of a developing country, balanced with the interests and needs of the inventors. Under the Act, the patents are ranted to encourage inventions and secure that the inventions are worked in India on a commercial scale and fully reasonably practicable, without undue delay; and patents are not granted merely to enable patentees to enjoy a monopoly or the importation of the patented article.



The Patents Act, 1970 recognized two kinds of Patent i.e., product and process patents. A product patent is one where the patent holder has the absolute right to produce and market the product. A process patent is where the exact process of the product is patented. Similarly, a product patentee has the right a make, use, and exercise, sell or distribute such article or in India, while a process patentee has the right to use or exercise the method or process in India.



Under the Act, only process patents were granted to vendor relating to food, medicine or drug and substances by chemical process. However, in the context of India the member of TWO accepting TRIPS Agreement, this scheme requires modification before 01.01.2005.
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Exclusive Marketing Rights: The term EMR means the exclusive marketing rights to sell or distribute the article or substance covered in a patent or patent application in the country. The purpose of EMRs is to ensure that the innovator can market free copies of his product.



To comply with the requirements of TRIPS, pending the transition to a fullfledged product patent regime, provisions relating to exclusive marketing rights in the areas of drugs and agro chemical products were incorporated in the Patents Act, 1970 with cut of date from January 1, 1995. Chapter IVA incorporated the relevant provisions. Section 24 of the Act stipulates that India has to receive applications for patents containing claims for drugs and agro chemical products with the condition that such applications can be taken up for consideration of granting EMR if an application is made.



The application for the grant of an EMR can be made for an invention relating to an article or substance intended for use or capable of being used as a drug or medicine, developed after 1.1.2005, which has been claimed in a Black Box application. The Act specifically debars grant of EMR to substance based on traditional system of medicine. Upon getting the EMR, the applicant has the exclusive right to sell or distribute the product of the invention for a period of five years from the date of grant or till the date of grant or rejection of the application for patent, whichever is earlier. The corresponding patent application would be taken up for examination after 1.1.2005, which is the time provided to India to bring a product patent regime in all the fields of science and technology.



Hitherto, four EMRs were granted by the Patent Office: ·



Novartis AG for blood anti-cancer medicine, Glivec/Gleevec (beta crystalline form of imatinib mesylate)
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Eli Lilly & Company, USA for erectile dysfunction medicine, Cialis (Tadalafil) ·



Wockhardt for 'Nadifloxacin' under the brand name NADOXIN



·



United Phosphorus for 'fungicide safe, a combination of carbendazim and mancozeb'



India has entered in the full fledged product patent regime on 1.1.2005 as per Article 65 of TRIPS agreement. In view of extension of product patent to drugs and food products provisions relating to exclusive marketing rights have been abolished by omitting chapter IVA from the Patents Act. The EMRs granted before 1.1.2005 will continue to enjoy the same terms and conditions on which it was granted. The patents (Amendment) Act, 1999 added a new chapter i.e., Chapter IV-A consisting of Sections 24-A to 24-F, with retrospective effect from 01.01.1995, which deals with the Exclusive Marketing Rights (EMRs) to sell or distribute an article or substance in India. A claim for patent of an invention for a substance itself intended for use, or capable of being used, as medicine or drug, except (i)



All medicines for internal or external use of human beings or animals,



(ii)



All substances intended to be used for or in the diagnosis, treatment, mitigation or prevention of diseases in human beings or animals



(iii)



All substances intended to be used for or in the maintenance of public health, or the prevention or control of any epidemic disease among human beings or animals and



(iv)



Insecticides, germicides, fungicides, weedicides and all other substances intended to be used for the protection or preservation of plants etc., can be made before the controller and the controller shall not refer such an application to the examiner for making a report till the 31st day of December, 2004. Where such application for EMR has been made in the prescribed form, the controller may directly refer it to an examiner. These provisions have been made with a view it to an examiner. These provisions have been made with a view to give effect to the treaty obligations of WTO and TRIPS agreements.
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The Present Regime relating to patents in India therefore is the Act of 1970, as supplemented / amended by (1)



The Repealing and Amending Act, 1974.



(2)



The Delegated Legislation Provisions (Am) Act;



(3)



The Patents (Amendment) Act, 1999,



(4)



The Patents (Amendment) Act, 2002.



(5)



The Patents (Amendment) Act, 2005.



LAW RELATING TO COPYRIGHTS IN INDIA Only human beings are capable of creativity. They can be authors, composers, artists and designers for creating their original works. Generally it is they alone, who will be entitled to enjoy the exclusive rights to do or authorize others to do certain acts in relation to (i)



Literary, dramatic, musical and artistic works;



(ii)



Cinematograph film; and



(iii)



Sound recordings (programmes);



However this list is not exhaustive and includes the neighboring rights covering programs, and even computer software also.



Copyright is a unique kind of Intellectual Property the importance of which is increasing day by day. It does not fall in the category of industrial property. The
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basic areas that are covered under the copyright protection are in the field of printing music, communication, entertainment and computer industries. In fact ‗copyright‘ was the first Intellectual Property which received legal recognition in the world. 76



The right which a person acquires in a work which is the result of his intellectual labour is called his copyright. The primary function of a copyright law is to protect the fruits of a man‘s work, labour, skill or test from annexation by other people. The law of copyright has to protect a man‘s copyright irrespective of his status as a family man or saint.



Subject matter of copyright Generally, copyright protection subsists, in original works of authorizing fixed in any tangible medium of expression, from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device. Works of authorizing include the following categories: (i)



Literary works e.g.; novel, stories, including fiction and non-fiction



(ii)



Musical works, including any accompanying words;



(iii)



Dramatic works, including any accompanying music;



(iv)



Pantomimes and choreographic works;



(v)



Pictorial, graphic, and sculptural works,



(vi)



Motion pictures and other audiovisual works;



(vii)



Sound recordings; and



(viii)



Architectural works.



76



Vikas Vashishtha, Law and the Practice of Intellectual Property in India, Bharat Law House, New Delhi, at p. 203
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However, the Copyright protection for an original work of authorizing, in no way extends to any idea, procedure, process, system, method of operation concept, principle, or discovery, regardless of the firm in which it is described explained, illustrated or embodies in such work. In other words, copyright protection extends only to the expression in the forms mentioned in the above 8 cases and not to the ideas. In most of the countries including the U.S.A., the Copyright covers, compilations, derivative works, unpublished works (manuscripts) and Government works.



National Regime Governing Copyright: In India, the copyright Act, 1957 is the primary legislation relating to the copyright protection. This Act as amended by the Copyright (Amendment) Act, 1999 contains 79 sections and is supplemented by the Copyright legislation covering almost all the aspects of the copyright protection in India.



Object of the Copyright Act: The hall mark of any culture is the excellence of arts and literature. In fact the quality of creative of any culture. Any art needs healthy environment and sufficient protection. What the law offers is not the protection of the interest of the artist or the author alone. Enrichment of culture is of vital interest to each society and the copyright law protects this social interest. The copyright Act has been enacted to check the piracy i.e. the infringement of rights under the copyright Act so that the fruits of the labor put by the author or the copyright owner may be enjoyed by the deserving authors and copyright owners and not the pirates, who indulge in plagiarism and other undesirable and illegal activities of theft of intellectual property.77



77



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 157
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Scheme of legislation: The Copyright Act, 1957 is the primary legislation dealing with the protection of copyright in India. It contains 79 sections and supplemented by the Copyright Rules of 1958. The Act defines various terms like Artistic work, Author, Adaptation, Broadcast, Cinematograph Computer Programme, Copyright society, Dramatic work, exclusive License, Indian work, Infringing copy, Literary work, musical work, Performance, and Sound Recording in the clause contained in Section 2 of the Act. Apart from with the copyright its meaning, ownership of copyright, of the copyright owners, term of copyright its registration Act deals with the other aspects like licenses by owners of copyright, copyrights societies, performers and Broadcasting and organizations rights. The Act provides for a comprehensive scheme to deal with the infringement of copyright and civil for the same.



Meaning of copyright: Section 14 of the Act gives a apprehensive definition of the terms ―Copyright‖. The Section ads as under:



Sec 14. Meaning of copyright: For the purpose of this Act, ―Copyright‖ means the exclusive right subject to the provisions of this Act, to do or authorize the doing of any of the following acts in respect of a work or any substantial part thereof, namely:(a)



In the case of a literary, dramatic or musical work, not being a computer



programme, (i)



To reproduce the work in any material form including the string of it in any



medium by electronic means; (ii)



To issue copies of the work to the public not being copies already in circulation;
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(iii)



To perform the work in public, or communicate it to the public;



(iv)



To make any cinematograph film or sound recording in respect of the work;



(v)



To make any translation of the work;



(vi)



To make any adaptation of the work;



(vii)



To do, in relation to a translation or an adaptation of the work, any of the acts



specified in relation to the work in sub-clauses (i) to (vi); (b)



In the case of a computer programme;



(i)



To do any of the acts specified in clause (a);



(ii)



To sell or give on commercial rental or offer for sale or for commercial rental any



copy of the computer programme: Provided that such commercial rental does not apply in respect of computer programmes where the programme itself is not the essential object of the rental; in the case of an artistic work: (i)



To reproduce the work in any material form including depiction in three dimensions of a two dimensional work or in two dimensions of a three dimensional work;



(ii)



To sell or give on hire, or offer for sale or hire, any copy of the computer programme, regardless of whether such copy has been sold or given on hire on earlier occasions;‖



(ii)



To communicate the work to the public,



(iii)



To issue copies of the work to the public not being copies already in circulation;



(iv)



To make any adaptation of the work



(v)



To make any adaptation of work
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(vi)



To do in relation to an adaptation of the work any of the acts specified in relation to the work in sub-clauses (i) to (iv)‘



(d)



In the case of a cinematograph film;



(i)



To make a copy of the film, including a photograph of any image forming part thereof;



(ii)



To sell or give on hire, or offer for sale or hire, any copy of the film, regardless of whether such copy has been sold or given on hire on earlier occasions;



(iii)



To communicate the film to the public;



Copyright Law in India78 : The earliest statute law in India relating to copyright is the Indian Copyright Act of 1847 enacted during the East India Company‘s regime. It was passed by Governor General of India in council on 15th December to affirm the applicability of the law that obtained in England to India. Little information is available on how this legislation operated during the period 1847 to 1911. In 1911, the law of copyright was codified in England by the Copyright Act, 1911. The Imperial Copyright Act, 1911 was a ―Law in force‖ in the territory of India immediately before the commencement of the constitution and along with its modified version continued in force by virtue of Art. 371(1) of the constitution. This Act was made applicable to all the countries under the British Dominion including India. By virtue of the power reserved to the Dominion legislatures to modify or alter its provisional laws, the Governor General of India enacted the Indian Copyright Act, 1914. Apart from the fact that the U.K. Act did not fit in with the changed constitutional status of India, which got its freedom in 1947, it became necessary to enact an in depended self-contained law on the subject of the rights and obligations of authors and in the light of experiences gained in the working of the existing law during the few decades. New and advanced means of communications like broadcasting, lithophotography, etc., also called for certain amendments in the existing law.



78



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 103
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The 1914 Act79 The Indian copyright Act of 1914 was a modified version of the British Copyright Act of 1911. Some of its important provisions were (i) registration of the author‘s work was not necessary (ii) the author‘s right came into existence as soon as work was created (iii) protection was afforded not to ideas but to the material form in which the work was expressed, (iv) only original works attract the protection of copyright law although the general principle applied was that‘ all laws which put a restraint upon human activity and enterprise construed in a reasonable and generous spirit. Under the guise of copyright, plaintiff and scholarship and all frontiers of human knowledge‖ (VI) the term of copyright protection was fixed as the lifetime of the author and 25 years after his death. For certain types of work such as joint works, posthumous works, government publications, engravings etc., and special periods were prescribed.



The 1914 Act was a brief enactment of 15 Sections, to which was added, the text of the British Copyright Act of 1911 (of England) as its first schedule, with a few omissions which were not applicable to India. The two Acts taken together constituted the copyright law in India. The Act 1914 prescribed penalties for infringement of copyright which was not considered a criminal offence. It authorized the destruction of infringing copies or their delivery to the copyright owner. It laid down that non registration of a book for copyright protection was not a bar to filing a suit or starting a civil proceeding against the party who had infringed copyright.



The Copyright Act, 195780 In 1947, India acquired its independence. Apart from the change in the constitutional status, the new developments and technological advances necessitated a comprehensive review of the subject. The result is the copyright Act of 1957. Apart from 79 80



Ibid, at p. 104 G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 105
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consolidating and amending the law as suited to India, the Act introduced a number of changes and new provisions.



Salient features of the Draft Bill :- Though the draft Bill follows generally in a rearranged form the main principles of the existing law, it has introduced several new features which are briefly indicated below :



(2)



Provision is made for setting up a copyright Board which will determine



the reasonableness of the rates of fees, charges or royalties claimed by performing rights societies, consider applications for general license for public performances of works and will assess compensation payable under the Bill in certain circumstances. An appeal will lie to the High Court against the decisions of the copyright Board.



In preparing the Bill, the British Copyright Report, 1952, the suggestions of the various Ministries of the Government of India, the State Governments, the Indian Universities and certain interested industries and associations who were invited to send their comments of the subject have been taken into consideration.—Gaz. Of Ind., Extra. 1-10-1995, Pt.II-S.2, P. 515.



Amendments to the Copyright Act, 195781 The basic features of the copyright Act, 1957 conform to the provisions of the two international conventions on copyright, namely (i)



the Berne convention and 81



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 110
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(ii)



(ii) The Universal copyright convention. India is a member of both the conventions, which were revised at Paris in 1971. The revised Paris text provides for certain special concessions in favour of developing for translation and reproduction of foreign works required for educational purposes in accordance with the prescribed procedure. The revision of the two conventions was the result of a sustained effort on the part of developing countries. India played a leading role in the discussions leading to concession.



(a) 1983 Amendment: In August 1983, the parliament of India enacted the copyright (Amendment) Act, 1983 with the specific purposes licenses for translation and reproduction of foreign works required for instructional purposes; (b) providing adequate protection of author‘s rights; and (c) removing administrative drawbacks and other lacunae experience in the administration of the copyright Act, 1957. The under mentioned objects, mentioned in the proposed amendment Bills clearly explain the changes sought to be made by the 1983 Amendment Act.



The bill provides, among other things, for the following amendments to the Act to give effect to the above proposals, namely:-



(1)



To provides for compulsory licensing for the translation of a foreign work



after the expiry of three years from the publication of the work and if the translation of the work is in a language not in general use in any developed country, after the expiry of a period of one year from such publication if such work is required for the purpose of teaching, scholarship or research.



(2)



To provide for the compulsory licensing of the reproduction of any edition



of a foreign literary, scientific or artistic work for the purposes of systematic instructional
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activities if, after the expiry of certain periods (which will vary depending on the subjectmatter of the works) from the date of the first publication of that edition, the copies are not available in India at a price reasonably related to that normally charged in India for the same or similar work.



(3)



It is a proposed to provided that in the case of unpublished works where



the author is either dead or unknown or the owners of the copyright cannot be traced, any person wishing to publish the material or a translation thereof may advertise his proposal and thereafter apply to the copyright Board for permission which, while granting such permission, would be fix an appropriate royalty. The royalty could be deposited in the Public Account of India or in any other suitable place for a specific period so that in the event of the owner of the copyright becoming known, he could claim it. It is also proposed that in the case of unpublished Indian the work is desirable in the national interest, a reasonable period would be given to his legal representatives to make necessary arrangements for the publication of the unpublished material. In case they fail to do so, the copyright Board is empowered to give permission to publish the works on payment of royalty.



(4)



It is proposed to provide for the manner of assignments of copyright from



authors to publishers and to empower the copyright Board to decide dispute arising out of such assignments which may extend to permitting the author to withdraw from the assignment.



(5)



It is proposed to prescribe the term of copyright in works owned by bodies



corporate as fifty years from the beginning of the calendar year next following the year in which the work is first published as in the case of Government works.
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(6)



Broadcasting authorities are also being permitted to translate foreign



works for broadcasting for the purpose of systematic instructional activities.



(7)



To provide for copyright in lectures, addresses, etc. delivered in public and



for the publication of the entries made in Copyright Register.



(b)



1984 Amendment: - As the piracy has become a global problem due to



the rapid advances in technology and has assured alarming proportion all over the world, all the countries started to make efforts to meet the challenge by taking stringent legislative and enforcement measures. This problem of piracy and necessity for taking sufficient anti-piracy measures were also voiced by members of parliament at the time of the consideration of the Bill to bring in the 1982 Amendment.



In the contemporary world, mainly, there are three types of piracy, namely (i) piracy of the printed work; (ii) piracy of sound recordings, and (iii) piracy of cinematograph films. The object of the pirate in all such cases is to make quick money and void payments of legitimate royalties and taxes. The emergence of new techniques of recording, fixation and reproduction of audio programs, combined with the advent of video technology has greatly helped the pirates. The loss to Governments in terms of tax evasion also amounts to crores of rupees. In addition, because of the recent video boom in the country, it was found that many uncertified video films are being exhibited on a large. In view of this circumstance, it was proposed to amend the Copyright Act, 1957 to combat effectively the piracy that is prevalent in the country.



The Bill of the proposed 1984 Amendment contained the following objects:
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(i)



to increase the punishment provided for the infringement of the copyright, namely, imprisonment of 3 years, with a minimum punishment of imprisonment of 6 months and a fine up to Rs. 2 lakhs, with a minimum of Rs. 50,000/-



(ii)



To provide for enhanced punishment in case of second and subsequent



convictions. (iii)



To provide for the declaration of the offence of infringement of copyright as an



economic offence so that the period of limitation provided in the Code of Criminal Procedure, 1973, for offences will not be applicable to this offences; (iv)



To specifically make the provisions of the Act applicable to video films and



computer programmes; (v)



To require to producers of records and video films to display certain information



in the record; video films and containers thereof.



This 1984 Amendment came into force on 08.10.1984. Immediately thereafter, several with petitions seeking a stay of the amending law were filed in a number of High Courts across the country and in the Supreme Court of India. In Madras, a person owing a video library business filed a writ petition, challenging the constitutional constitutionality of this amendment. While admitting the petition granted a stay of certain provisions of the Amending Act pending disposal of the petition. When the Film Federation of India, the apex body of film producers, distributors, and exhibitors in the country, filed two petitions before the learned judge, one for imp leading themselves as a sporty and other for vacating the stay order, the single judge rejected both the petitions but direct that the applicant could be heard without being imp leaded as a party respondent.



On an appeal filed by the aggrieved applicant in Film Federation of India v. Union of India, a Division Bench of the High Court dismissed the appeal and observed:
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―A legislative enactment is intended to give effect to some policy and implement it private litigants or persons who happen to be beneficiaries of such a policy enacted in the form of legislation can really have no say in a matter which is exclusively within the domain of the Government activity. It is primarily and wholly for the Government to support own legislation though in case the court wants some assistance the court can permit a party to intervene but that is for the limited purpose, of assistant to the court for deciding the dispute before it…..‖ Where the validity of a statute….. is challenged a private litigant who happened to be the beneficiary of the policy envisaged under the Act cannot be allowed to put the law in motion but to make an attempt to defend a legislation, to which Government alone was necessary party to support its own legislation‖



The court refused to a accept a principle that a beneficiary of a statute is entitled to be heard in addition to the state for union Government as the case may be in support of a statutory enactment.



1994 Amendment82 As it was observed that the anti-piracy provisions incorporated in the 1984 Amendment had not worked effectively, a working group was set-up in 1987 by the Government to study the provisions of the Act and to recommend suitable amendments, taking into consideration the advances made in communication technology such as video, satellite and other means of simultaneous communications and to fulfill India‘s obligations as a signatory to the Berne Convention and the Universal copyright convention. In July 1992, the copyright (Second Amendment) bill was introduced in the Parliament. The purpose of the proposed legislation were explained as under.



82



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 120
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―Effective copyright protection promotes and rewards human creativity and, in modern society, an indispensable support for intellectual, cultural and economic activity. Copyright law promotes the creation of literary, artistic, dramatic and musical works, cinematograph films and sound recordings by providing certain exclusive rights to their authors and creators. The law relating to copyright and related rights has been under comprehensive review of the Government for some time, taking into account the difficulties expressed by the different groups of copyright owners and others, the experience gained from the administration of the existing law and the situation created by various technological developments that have taken place‖.



A joint committee of both Houses of Parliament, Consisting of 45 members, examined the Bill taking into consideration the representations received from various organizations and individuals, the memoranda received from the general public and organization concerned in the Bill in its report submitted to the parliament in August, 1993. The Bill was ultimately passed by the Parliament in May, 1994.



Salient features of the 1994 Amendment :- The Amending Act provided for (1) performers‘ rights protection covering any visual or artistic presentation made live by one or more performers (ii) copyright societies, seeking to promote collective administration of the rights authors, composes and other creative artists (iii) assignment of copyright by an author or artist to protect the interests of both assignor and assignee; and (iv) computer programmes, cinematograph films and sound recordings; protection.



A large number of the provisions in the amending legislation are self-explanatory and clarificatory in nature.
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1999 Amendment83 The copyright Act was again amended in 1999 which amended definition of ‗literary work‘ meaning of copyright in respect of a computer programme, increased in respect of copyright of performs from 25 to 50 years, inserted certain new provisions pertaining to power of the Central Governmental to apply the provisions relating to Broadcasting organization and performers to broadcasting organization and performers in certain other countries, and power to restrict rights of foreign broadcasting organizations and performers.



83
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Law Relating to Trade Marks in India84 Every intelligent consumer purchases his goods or services from the commercial market only when he is satisfaction that the goods or services are of good quality and rheumatic. The manufactures, or supplier of goods makes it sure the although the goods produced by him are similar to the manufactured by others, their distinguishing marks a different. This is with a view to identifying the manufacture brand and quality of the goods or services produced by a particular maker or company. It is in this context that ‗trade marks play a very important role in the modern commercial market. The importance of trademarks was recognized only after the industrial revolution which enabled large scale production and distribution of goods and publicity through the printing media. Therefore trade mark is essentially a product of competitive economy where more than one person competed for the manufacture of the same product which necessitated the marking of each manufacturer‘s goods by a symbol which distinguished similar goods made by others.



What is a trade mark :- A ‗trade mark‘ means a mark capable of being represented graphically and which is capable of distinguishing the goods or services of one person from those of others any may include shape of goods, their packaging and combination of colours.



‗Mark‘ includes a device, brand, heading, label, ticket name, signature, word, letter, numeral, shape of goods, packaging or combination of colours or any combination thereof. This meaning and definition is not exhaustive and the definition is such that there is practically no limit to the combination of various types of marks.



84
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A trade mark is a symbol which is applied or attached to goods offered for sale in the market, so as to distinguish them from similar goods and to identify them with a particular trader or with his successor as the owner of a particular trader or with his successors as the owner of a particular business, as being made, worked upon, imported, selected, certified or sold by him or them or, which has been properly registered under the Acts as the trade mark of a particular traders. It is a symbol consisting in general of a picture, label, word or words, which is applied or attached to traders‘ goods.



A party acquires exclusive right to protect its mark by virtue of priority in adoption, long continuous and exclusive user and any subsequent user of the deceptively similar mark or trade mark which is of confusing nature on account of sound and look is quality of infringement of the right of the prior user of the mark as his obvious motive is to trade and encash upon the goodwill and reputation of the prior user. Reputation or goodwill is not established in a day. It is gained over the years and at the huge cost of advertisement.



The definition of trade mark is very wide and means, inter alia, a mark capable of being represented graphically and which is capable of distinguishing the goods or service of one person from those of others. Mark includes amongst other things name or word also.



Trade Mark is essentially adopted to advertise one‘s product and to make it known to the purchaser. It attempts to portray period of time the mark may become popular. It is usually at this stage that other people are tempted to pass off their products as that of the original owner of the mark.
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The Trade and Merchandise Marks Act, 1958 for the first time codified the law relating to trademarks and provided for registration of trademarks already in use and even those proposed to be used. Since 1958 it has been amended several times. In view of the developments in trading and commercial practices, increasing globalization of trade and industry, the need to encourage investment flows and transfer of technology and systems, it has been considered by the parliament, necessary to bring out a comprehensive legislation on the subject. Accordingly the Trade Marks Act, 1999 was passed to replace the Act of 1958.



A look at the statement of objects and Reasons leading to the passing of the Trade Marks Act, 1999 makes the following things clear. The Trade and Merchandise Marks Act, 1958 has served its purpose over the past four decades. It was felt that a comprehensive review of the existing law be made in view of developments in trading and commercial practices, increasing globalization of trade and industry the need to encourage investment flows and transfer of technology, need for simplification and harmonization of trade mark management systems to give effect to important judicial decisions. To achieve these purpose, the present Act proposed to incorporate inter alia the following, namely:-



(a)



Providing for registration of trade mark for service in addition to goods. This is a



novel feat introduced by the Act of 1999.



(b)



Registration of trademarks which are imitation well known trademarks, not to be



permitted, been enlarging the grounds for refusal of registrant consequently, the provision for defending registration of trademarks have been propose be omitted.



(c)



Amplification of factors to be considered for defending a well-known trade mark.
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(d)



Doing away with the system of maintain registration of trade-marks in Part-A and



Part-B different legal rights, and to provide only a single register with simplified procedure for registrar and with equal rights.



(e)



Simplifying the procedure for registration registered user and enlarging the scope



of permitting use.



(f)



Providing for an Appellate Board for speedy disposal of appeals and rectification



applications which the Act, of 1958, laid to High Court.



(g)



Providing for registration of ―collective marks‖ owned by associations etc:-



(h)



Transferring the final authority relating registration of certification trade marks to



Registrar instead of the Central Government.



(i)



Providing for enhanced punishment for the offers relating to trade-marks on par



with the present copyright Act, 1957, to prevent the sale of spurious goods:



(k)



Extension of application of convention countries includes countries which are



members of Group Union of Countries and Inter Governed Organization;



(l)



Incorporating the other provisions, like amend the definition of ―trade-mark‖,



providing for filling single application for registration in more than one class, increasing
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the period of registration and renewal from 7 years to 10 years; making trade-mark offences Cognizable, enlarging the jurisdiction of courts of bring the law in this respect on par with the copyright law, amplifying the powers of the court to grant ex-parte injunction in certain cases and other related amendments to simplify and streamline the trade mark law and procedure.



In view of the extensive amendments necessitated in the grade and merchandise marks Act, 1958, it has been thought fit to repeal and re-enact the said Act incorporating the necessary changes.



The Trade Marks Bill, 1999 having passed by both the Houses of Parliament, received the assent of the president, and came on the statute Books as the trade marks Act, 1999. It is an Act to amend and consolidate the law relating to trade marks, to provide for registration and better protection of trade marks for goods and services and for the prevention of the use of fraudulent marks.



Law Relating To Designs in India85 An article or goods used in commerce is distinguished not only by its utility but also by its visual appeal which plays an important role in influencing the buyer‘s preference for the article. Therefore, the design of an article and even the design of its packaging is important from the commercial view point. A shape, configuration, pattern or ornamentation can be a design, if applied by any industrial process or means. Products that are viewed friendly and which psychologically entice a consumer are said to be well designed.
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The Primary object of the Act is to protect the shape not the function, or functional shape. The expression ―design‖ does not include a method or principle of construction or features or shape or configuration which are dictated solely by the function which the article to be made in that shape or configuration has to perform. In the instant case, the defendants were restrained from manufacturing selling, or offering for sale of the ―pick-n-carry mobile‖ cranes that the substantial imitation or reproduction of the industrial drawings of the plaintiff or from using in any other manner whatsoever the technical know-how, specifications or drawings of the plaintiffs till disposal of the suit.



Position in India: A design is necessarily a part and parcel of the article manufactured. Unless design is new and original registration cannot be deemed to be effective. The mere difference in appearance of product may not be sufficient to hold that it is a different or new design. Design means only the nature of shape, configuration, pattern or ornament, which in a finished article appeal to and judged solely by the eye. However it does not include any mode or principle of construction or anything which is in substance a mere mechanical device, and does not include any trademark or property mark, as defined by the Indian Penal Code on Sections 478 and 479. During ancient days design patents were not contrasted with utility patents but they nowadays considered as different from each other. This is so, even though they equally involve the exercise of the inventive or originative faculty.



Design is that characteristic of a physical substance more particularly in respect of goods or articles, which by means of lines, images, configuration and the like taken as a whole makes an impression, through the eye, upon the mind of observer. The essence of a design resides not in the elements individually, nor in their methods or arrangement but whatever the impression, there is attached in the mind of the observer, a result of
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phenomenal development in Science and Technology the importance of designs has increased significantly. The purpose of any design law is protecting new and novel designs made with the object of applying to particular articles to be manufactured and marketed commercially.



Historical perspectives:Great Britain was the first country in the world to offer protection to designs. The textile designs were the first to receive legal protection. In 1787, the first enactment for the protection of designs was made in U.K., cotton, calicoes and muslins by vesting their properties in the designers, printers and proprietors for a limited period. However shortly thereafter the life of the design was extended and soon it was made perpetual. In 1839, the protection was enlarged to cover designs for printing woven fabrics. Soon followed another law to protect designs of other articles of manufacture generally. Thereafter the process to protect designs took rapid strides. A consolidating and updating measure was taken in 1842 when an Act to consolidate and amend the laws relating to the copyright of design for ornamenting of designs of manufacture, which repealed all the earlier statutes. The statutes relating to Patents, Designs and Trademarks remained separate till in 1883, in which year the patents, Designs and Trade Marks Act, 1883 was passed. Again there was a separation of trademark law when the Trade Marks Act of 1905 was enacted. After 1905, the Patents and Designs law remained together.



In so far as India is concerned, the first legislation on the subject was the Patents and Designs Act, 1872. This law was passed to supplement the 1859 Act passed by Governor-General of India in Council which for the first time made provision for granting to inventors or ―new manufacture‖, the exclusive privilege of making, selling and using the invention in India and for authorizing others to do so. This 1872 Act was passed to extend similar privileges to the inventors of new patterns and designs in British India, though for a much shorter duration. It included the new term ―new manufacture‖, ―any new and original pattern or design, or the application of such pattern or design to
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any substance or article of manufacture‖. The Inventions and Designs Act, 1888 which consolidated and amended the law relating to the protection of inventions and designs contained in a separate part. Ultimately the British Patents and Designs Act, 1907 had become the basis of the Indian Patents and Designs Act, 1911. In 1970, the Patents Act, 1970 repealed the provisions with respect to the patents law from the patents and Designs Act, 1911. Thereafter the Designs Act, 1911 continued to be the only enactment dealing with industrial designs in India till the Designs Act, 2000 has been passed. This new Act has come into force from 11.05.2001. This new legislation contains substantially the similar provisions as were contained in the Designs Act, 1911 except some minor changes in definitions of article and design, and also the terms of protection of a registered design etc.



Meaning of Design:Design, generally means purpose of intention, combined with the plan in the mind, aim, purpose, object, and end in view, intention to be carried out into effect. The design includes the thing that is to be brought about; the plan includes of a design resides not in the elements of individuality, nor in their method of arrangement but in the total impression. Design is a conception, suggestion or idea of a shape and not an article. If it has already been anticipated, it is not new or original. If it has been pre-published, it cannot claim protection to protect under the Act. In this context the word ‗published‘ has not been defined under the Act. It is published if a design is no longer a secret. There is a publication if a design is no longer a secret. There is a publication if the design has been disclosed to the public or public has been put in possession of the design.



The Designs Act of 2000 Change made: The Parliament of India has recently passed the Designs Act, 2000 to consolidate and amend the law relating to protection of designs. The Legislature in its wisdom by enacting the Designs Act, 2000 does not want to stop the progress in
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industrial products as that would amount to pin down the competitors and in the process the technology would be blocked same would result in clogging the economic growth. This Act has a total of 48 Sections that deal with the various definitions, registration of designs, copyright in registered designs, exhibition of designs at Industrial and Industrial exhibitions, and powers and duties of the Controller and the Central Government. Since the enactment of the Designs Act, 1911 considerable progress has been made in the field of science and technology. The legal system of the efficient in order to ensure effective protection to registered designs. It is also required to promote design activity in order to promote design element in an article of production. This Act is essentially aimed to balance these interests. It is also intended to ensure that the law does not unnecessarily extend protection beyond what is necessary to create the required incentive for design activity while removing impediments to the free use of available designs. To achieve these purpose the new Act incorporated inter alia, the following namely:-



(a)



It enlarges the scope of definition of ―article‖ and ―design‖ and introduces definition of ―original‖;



(b)



It amplifies the scope of prior publication



(c)



It incorporates the provisions for delegation of powers of the Controller to other officers and duties of examiners;



(d)



It contains provisions for identification of non-register able designs



(e)



It contains provision for substitution of application before registration of a design;
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(f)



It introduce internationally followed system of classification in the place of Indian classification



(g)



It contains provision or maintaining the Register of design on computer;



(h)



It contains provision for restoration of lapsed designs;



(i)



It contains provision for appeal against order of the Controller before the High Court instead of Central Government as existing



(j)



It revokes the period of secrecy of two years of a registered design;



(k)



It provides for compulsory registration of any document for transfer of right in the registered design;



(l)



It introduces additional grounds in cancellation proceedings and makes provision for initiating the cancellation proceedings before the controller in place of High Court.



(m)



It enhances the quantum of penalty imposed for infringement of registered design;



(n)



It contains provisions grounds of cancellation to be taken as defence in the infringement proceedings to be initiated in any court not below the court of the District Judge;
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(o)



It enhance initial period of registration from 5 to 10 years to be followed by a further extension of a period of five years.



(p)



It contains provisions for allowing of priority to other convention countries and countries belonging to the group of countries or inter-governmental organizations apart from untied Kingdom and other Commonwealth countries.



(q)



It contains provision for avoidance of certain restrictive conditions for the control of anti-competitive practices in contractual licenses; and



(r)



It contains specific provisions to protect the security of India.



In view of the extensive amendments necessitated in the Designs Act, 1911, it has been thought fit to repeal and re-enact the said Act incorporating the necessary changes.



This Act repealed the Designs Act of 1911.



Application of the New Law The Calcutta High Court has held that in terms of Section 48(2) of the 2000 Act, an existing registration under the 1911 Act (old law) will have the force and effect as if it has been registered under the corresponding provisions of the 2000 Act. In I.A.G. Co. Ltd. Vs. Triveni Glass Ltd., the court held that, a design registered under the old Act can be cancelled under the new Act, as the registration is deemed to have been done under the new Act. It was also held that any new ground available under the new Act can be invoked for cancellation of any design registered under the old Act.
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The Geographical Indications of Goods (Registration and Protection) Act, 1999 86 Certain geographical names have acquired a lot of importance in the commercial market, particularly with regard to the goods peculiarly or unequally associated with such name. In respect of any agricultural goods, natural goods or manufactured goods or any goods of handicraft or goods of industry including food-stuff, generally bears the geographical indications to attract the attention of the consumers. There is every possibility of misusing such geographical names and wrongly applying to even those goods or products, not associated with such names. To prevent unauthorized person from misusing geographical indications, protection should be provided. Such protection helps the consumers from deception. It also adds to economic prosperity of the producers of such goods. Hence, the international community and ―appellations of origin‖, i.e. geographical indication. TRIPS Agreement also provided the protection of geographical indications.



The law on geographical indication in India is new and it is termed as Geographical Indication of Goods (Registration and Protection) Act which was passed in the year 1999. This Act is made in the fulfillment of the obligations under GATT to which India is signatory. The purpose of the Act is to prevent the person from misusing geographical indication and to protect the consumers against deception by passing off goods not related to any geographical area as those of such area with a few to gain wrongful advantage and profit. This purpose is sought to be achieved by granting protection for the local names and also for the names abroad which have gained reputation and goodwill.



The geographical indication means an indication which identifies goods as originating in certain territory and having a given quality, reputation or other 86



Avinash Shivade, Intellectual Property Manual, Butterworth‘s Lexis, New Delhi, at p.151
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characteristics essentially attributable to their geographical origin. The geographical indication can have a reference to the agricultural produce, natural products or products manufactured or processed. Such goods must have a reputation and quality which are attributable to the place of origin, environment and other inherent natural and human factors. The indication here may mean, the name of the geographical area or any figurative representation suggesting the geographical origin of the produce and goods. It is not necessary, therefore, that the geographical indication shall contain the name of the territory where the goods are produced. It can be a word or combination of words as for instance ―Basmati‖, ―Darjeeling Tea‖, ―Assam Tea‖, etc. The geographical indication is not a right like trade mark and patent conferred on the individuals. If a a geographical indication is registered, it amounts to a public notice stating that a given product originates its geographical area. The protection is granted to geographical indication is not granted to any individual. It is a national property it is granted to associations of persons or producers or an organization or authority representing the interest of the producers of goods such as Coffee Board, Tea Board or Indian Council of Agricultural Research and who are desirous of registering geographical indication in relation to such goods. After a geographical indication is first registered in the name of association of persons, separate and individual registration granted in the names of actual users of geographical indication.



The immediate reason for the legislation on geographical indication in India was the result of the situation created by WTO in the matter of Basmati rice case. Basmati rice, the special variety of rice with fragrance is grown in the foot hills of the Himalayan Mountains. The issue became contentious when it was found that a US company had identified the molecules which given fragrance to the rice. Thus, Basmati rice was grown in the US in green houses. The particular seed developed by biotechnology was patented in the US. The Indian Government took up the matter with the US Patent office and managed to stop the patenting of a geographical indication. The US Government too supported India on the Basmati rice issue. But India could not get help from WTO on the issue of violation of geographical indications. The reason for this was that India does not
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have its own legislation providing for registration of geographical indications. Therefore, Geographical Indications of Goods ‗Registration and Protection) Act, 1999 was enacted in India.



The Protection of Plant Varieties and Farmers „Rights Act, 2001 The Agreement on TRIPS which has been ratified by India required to make provision for giving effect to sub-paragraph (b) of paragraph 3 of Article 27 in Part II under section 5 of the Agreement in TRIPS relating to protection of plant varieties which reads ―Members may be also exclude from patentability plants and animals other than micro-organism and essentially biological and microbiological process. However, members shall provide for the protection of plant varieties either by patents or by an effective sui generis system or by any combination thereof. The provisions of this paragraph shall be renewed four years after the date of entry into force of the WTO Agreement‖. To give effect to Article 27(3)(b), it is considered necessary to undertake measures for the protection of the rights of the plant breeders and farmers and to encourage the development of new varieties of plant, Indian Parliament enacted the Protection of Plant Varieties and Farmers Rights Act, 2001.



The Act intended to achieve the following three objectives: (1) to protect and benefit the breeders of new plant varieties (2) to protect and benefit the farmers as cultivators and conservers of traditional local plant varieties which may be used in the development of new varieties and (3) to encourage the growth of seed industry through domestic and foreign investments so as to ensure supply of high quality seeds and planting material to the farmers. The rights of the breeders are protected by granting them a monopoly to use and sell the seeds and planting material of the new plant varieties involved by them through a system by which they are granted registration. Such registration of equivalent to a patent granted to the inventor in respect of manufacturability goods. They are also granted the facility to save for their own consumption and use of the seeds and planting material for successive new plant
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varieties. Those who use the new plant varieties for purpose of business, i.e., for the production and sale of seeds and other planting material, have to take a license from the breeder by paying him fees which may be treated as royalty.



The ―Breeder‖ means a person or group persons or a farmer or group of farmers of any institution which has breeded, evolved or developed any variety. The breeder by using skills of research discovers a new plant variety. Here it should be noted that the registration in the case of plants is granted not only to a new and novel variety evolved through laborious research but also to new plants discovered, may be by a chance or intelligent search or selection out of plants already existing. This is so because, registration is proposed to be granted to conserves of plants also in addition to scientists.



The registration of plant varieties is permissible only in respect of Plants of the genera and species notified by the Central Government. An application for registration cannot be made in respect of the genera and species which are excluded from the protection by a notification by the Central Government on the ground that prevention of commercial exploitation of such variety is necessary to protect public order or public morality or to preserve human, animal and plant life and their health or to avoid serious prejudice to the environment.87



The Semiconductor Integrated Circuits Layout-Design Act, 2000 The Government of India ratified the TRIPS Agreement which provides for layout design (topographies) of integrated service. In order to fulfill these obligations the Semiconductor Integrated Circuits Layout-Design Bill was introduced in the Parliament. The Bill was passed by both the Houses of Parliament and received the assent of



87



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 155
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President of 4th September, 2000. It came on the statutory books as Semiconductor Integrated Circuits Layout – Design Act, 2000.



This Act is to provide the protection of semiconductor integrated circuit layout designs and the other connected or incidental matters. Section 2® or the Act defines ―Semiconductor Integrated Circuit‖ as a product having transistors and other circuitry elements insulating materials or inside the semiconductor material and designed to perform an electronic circuitry function. Under section, 2(h) layout includes lead wires connecting such elements and expressed in any manner in a semiconductor integrated circuit. In other words, it means a computer having circulatory elements inseparably formed on a semiconductor intended to perform capable to being distinguished from any other layout design. Thus, the registrable layout design must be the result of creators own intellectual efforts. The subject of semiconductor integrated circuit layout design has two parts, namely: (1) Semiconductor integrated circuit; and (2) layout-design.



The rights conferred by registration on the creator of layout-design are the exclusive right to use a layout-design by him and obtain relief in respect of infringement of his rights by any other person. The principle offence which is made punishable under this Act is the infringement which consist of any act of reproducing whether by incorporating in a semiconductor the registered integrated circuit or otherwise the registered layout – design in its entirety or any part thereof in a semiconductor. The punishment provided under the Act is an imprisonment for a term which may extend to three years or with find which shall not be than Rs. 50,000 and which may extend to Rs. 10 lakhs.



India has enacted sufficient intellectual property laws for giving protection to intellectual property rights. India has provided minimum standards required for the protection of intellectual property rights. However some areas are left upon which
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sufficient laws needs to be enacted like for the protection of trade secrets, owner legislative laws need to be



The additional protections are only given to wines and spirits this provisions favours only developed countries, additional protection of geographical indication needs to be provided to products of developing country India like Basmati rice, tea etc. A famous case on this issue is the Basmati rice case.



In late 1997, an American company Rice Tea Inc was granted a patent by the US patent office to call the aromatic rice grown outside India ‗Basmati‘. Rice Tec Inc had been trying to enter the international Basmati market with brands like ‗Kasmati‘ and ‗Texmati‘ described as Basmati-type rice with minimal success. However, with the Basmati patent rights, Rice Tec will now be able to not only call its aromatic rice Basmati within the US, but also lable it Basmati for its exports. This has grave repercussions for India and Pakistan because not only will India lose out on the 45,000 tone US import market, which forms 10 percent of the total Basmati exports, but also its position in crucial markets like the European Union, the United Kingdom, Middle East and West Asia. In addition, the patent on Basmati is believed to be a violation of the fundamental fact that the long grain aromatic rice grown only in Punjab, Haryana and Uttar Pradesh is called Basmati. According to sources from the Indian Newspaper, Economic Times, ―Patenting Basmati in the US is like snatching away our history and culture.88



88
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CHAPTER III LEGISLATIVE FRAMEWORK IN CONSONANCE WITH TRIPS AGREEMENT IN RELATION TO TRADEMARK LAW REFERANCE TO IPR.



Legislative Framework of IPR Laws in India



First of all ,the researcher want to make aware the people about the reasons for the presence of law and limits in the gate-up of various legislations and enactments as well, for making it more clear here researcher quote an example which is existing are – {traffic signals } everybody is aware about the traffic signals ,its use and its limits we know that the red light stops us for seconds and allows other people to cross in that specific time and further allow other lane for the next session and by doing that it regulates the peoples conduct on street but imagine if there are no signals –in such places the occurrence of accidents are more likely in comparison with the squares where signal exists ………so same is the condition about laws and legislation . As it is the individualistic tendency of selfishness which provoke the folk to do which is immoral and therefore there must present the body to make regulations on all the matters, issues according to the changing situation and here how the executive body of the government indulge in making the legislative e framework for each of the different section of law…because every matters varies and the need of its protection too. As the result of the above facts the enactments are formed for regulating and providing necessary guidelines to the people about the related aspect and therefore the legislation is framed in India to guide the people and provide protection to on the matters related to intellectual property rights and for that purpose intellectual property is the following things
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Intellectual Property Rights (I.P.R.) is the legal rights governing the use of creations of the human minds.



Intellectual property refers to creation of mind, i.e., inventions, industrial designs for article, literary and artistic work, symbols, etc., used in commerce.



The term ―Intellectual Property‖ has been used for almost more than one hundred and fifty years, which refers to the general area of law that includes copyrights, patents, designs and trade mark and the related rights. The intellectual property law regulates the creation, use and exploitation of mental or creative labour. There are number of forms and important differences between the various forms of intellectual property. The single factor that they are in common is that they establish property protection over intangible things such as ideas, inventions, signs and information.89



Intellectual property is divided into two categories: industrial property, which includes inventions (patents), trademarks, industrial designs, and geographic indications of source: and Copyright, which includes literary and artistic works such as novels, poems, plays, films and musical works, etc. According to the TRIPS Agreement, the intellectual property has been classified into—Patents, Industrial Designs, Trade Marks, Copyright, Geographical Indications, Layout Designs of Integrated Circuits, Protection of Undisclosed Information / Trade Secrets. Different IP Right varies in the protection they provide. Following are the Acts included in the intellectual property regime. (1)



The Trade Marks Act, 1999



(2)



The Patents Act, 1970



89



G.B Reddy, Intellectual property law, Gogia Law Agency, Hyderabad, at p. 197
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(3)



The Copyright Act, 1957



(4)



The Designs Act, 2000



(5)



The Geographical Indications of Goods (Registration and Protection) Act, 1999



(6)



The Protection of Plant Varieties and Farmers Rights Act, 2001



(7)



The Semiconductor Integrated Circuits Layout Design Act, 2000



Justification for Intellectual Property The question is why legal protection is provided to intellectual property? The general justification for the protection of intellectual property rights is that the intellectual property induces or encourages desirable behavior. For example, patent system is sometime justified on the basis that it provides inventor with an incentive to disclose valuable technical information to the public, which would have otherwise remain secret. Similarly the trade mark system is justified because it encourages traders to manufacture and sell high quality products. It prevents third parties from becoming unjustly enriched by ―reaping where they have not sown‖ and it also encourages them to provide information to the public about those attributes. The ethical and moral arguments justify intellectual property rights because the law recognizes an author‘s natural rights over the product of their labour.90 LAW RELATING TO PATENTS IN INDIA In India, the national legal regime pertaining to patents is contained in the Patents Act, 1970 as amended by the Patents Amendment Act, 1999. This legislation has been enacted to amend and consolidate the law relating to patents. The object of the patent law has been summed by the Supreme Court of India in M/s. Bishwanath Prasad Radhey Shyam us. M/s. Hindusthan Metal Industries, as under, which is self-explanatory.
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The object of Patent law is to encourage scientific research, new technology and industrial progress. Grant of exclusive privilege to own, use or sell the method or the product patented for a limited period, stimulates new inventions of commercial utility. ―The price of the grant of the monopoly is the disclosure of the invention at the Patent Office, which, after the expiry of the fixed period of the monopoly, passes into the public domain.91



The fundamental principle of Patent Law is that a patent is granted only for an invention which must be new and useful. That is to say, it must have novelty and utility. It is essential for the validity of a patent that it must be the inventor‘s own discovery as opposed to mere verification of what was already known before the date of the patent.



1.



Definition of Patent: - The Word Patent originated from the Latin Word



―Patene‖ which means to open. The concept of patent systems is very old one. One of the earliest systems was that originating in England during the reign of Queen Elizabeth. In that country it began to grow in the 12th century and by the 14th Century, grants of special privileges were being made by the crown to individuals to protect them while they established new industries based on imported technology.92



A patent is a legal document issued by the Government to an inventor, his heirs, assigns, etc. It defines an ―invention‖ and grants the right to prevent others from making, using, or selling the ―invention‖ in the country. The right exists for a definite period from the date of grant.
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Avinash Shivade, Intellectual Property Law Manual, Butterworths Lexis, New Delhi, at p. 137 G.B. Reddy, Intellectual Property, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 208 92
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The Patent Act, 1970 does not provide for a comprehensive definition. Section 2 (m) of the Act merely says that ‗Patent‘ means a patent granted under this Act. The definition therefore is not clear in any sense. In order to understand the concept of patents, one has to refer to the other numerous provisions of the Act and also certain foreign legislations and international instruments.



The word ‗Patent‘, at least in some of the some of the European languages, is used in two senses. One of them is the document that is called ―Patent‖ or ―letters of Patent‖. The other is the content of the Protection that a patent confers. If a person makes what he thinks is an invention, he or if he works for an entity, that entity can ask the Government, by filing an application with the patent office to give him a document in which it is stated what the invention is and that he is the owner of the patent. This document, issued by a Government authority, is called a patent or a patent for invention. Therefore the ―Patent‖ is a license given to an inventor to make exclusive use of his invention. The Patent can be correctly defined as the exclusive right to use or exercise an invention granted to a person for a limited period in consideration of the disclosure of the invention. It is the protection assured by the state to use the invention in monopoly.



Therefore, patent is a limited monopoly right granted by the Government to an inventor to use, exploit, and work and sell his invention in respect of either a process or a product. The patent must be in respect of an invention and not of a discovery. The invention must be new useful and industrially applicable.



The growth of the idea of conferring market monopoly as an incentive to innovate has old roots. In England, and other parts of Europe, it emerged as one minor form of state patronage. A Venetian Law of 1474 went so far as to establish a positive system for granting 10 year privileges to inventors of new arts and machines. In England, James I was partial to rewarding his political creditors with trading monopolies granted by letters
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patent. For this there were precedents enough from the illustrious land of Elizabeth. But James lacked her command. In 1624, the Parliament sought to declare these exercises of royal prerogative void. This statute suggests not only the growing significance of trade in the country‘s economy and the beginning of the long political campaign to favor competition at the expense of monopoly. Section 6 of the Statute of Monopolies, which exceptionally allowed patent monopolies for 14 years, upon ―any manner of new manufacture‖ within the realm to the ―true and first inventor‖, has its own character.93



The Industrial revolution in Britain brought significant changes in the law relating to patents. The need to provide every inventor with an incentive to continue expending his creative energies in producing inventions suddenly gained centre stage and every invention, howsoever insignificant was given due recognition. The New Patents system, introduced by the Patent Law Amendment Act, 1852, was cheap and simple in concept, was designed to attract capital for the small ventures and out-of-the-way ideas being generated on the fringes of industry, as much as its centre. The amount of patenting activity at once increased markedly. The patent system that was evolved in the Patents Act, 1852 was simple. Mere filing of the Patent specification would result in a grant of patent, which led to many fraudulent claims being made to preempt genuine inventions from obtaining protection, and also in respect of the preexisting inventions. Successive governments remained reluctant to create a bureaucracy that would search the prior literature and examine against the search results; and this despite the fact that the United States Patent Office had done so since 1836. It was not until 1901, when the Fry Committee demonstrated that 40% or more of the Patents granted were for inventions already described in earlier British Specifications, that the change became irresistible. The office began to search British specifications of the previous 50 years in 1905, but contrary to the United States example, it was confined to the issue of novelty.94



93
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W.R. Cornish, Intellectual Property, Universal Law Publication, New Delhi, at p. 157



Sherman and Bentley, The Making of Modern Intellectual Property Law, Cambridge University Press, at p. 338
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Under the Patents Act, 1883, two major changes made namely, juries we excluded from trials of patent actions in favour of a single judge and patentees were obliged to include in their specifications at least one claim delineating the scope of their monopoly. The statutory revisions of 1907, 1919, 1932 and above all 1949, put the law more in the form of code and altered it in many details, with the patents Act, 1977; the British Patent system received the largest culture shock in its history. The Act provides machinery for collaborating in three Supra-national ventures viz., the new European Patent Office (EPO) under the European Patent Convention, 1973 (EPC), WIPO and Community Patent Convention, 1975 (CPC).



Evolution of Patent Law in India: This History of Patent regime in India is a history of legislative enactments. Even during the British Rule, in 1859, the ‗Act for granting exclusive privileges to inventors‘ [Act XV of 1859] was passed. The main aim of this Act was to enable the English Patent holders to acquire control over Indian markets. In 1872, the patent and Designs Protection Act, 1872 was passed followed by Inventions and Designs Act, 1888. While these enactments were ostensibly to honor the inventor‘s creativity, in effect they sought to protect the industrialist, manufacturer and importer. Arrangement or rearrangement of the already known device does not amount to an invention.95



The Patents and Designs Act, 1911 was a comprehensive piece of legislation. It occupied the field in India, till the passing of the Patent Act of 1970. It provided for an elaborate administrative regime under the management of the controller of Patents and various time bound procedural requirements for processing of applications, filing of objections etc., It was only after several amendments and two committee reports that, the Act of 1970 was passed.
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(a)



Justice Bakshi Tek Chand Report, 1950: Considered the failure of the Indian



Patent system to stimulate invention and encourage exploitation of new inventions for industrial purposes and suggested the following measures.



(i)



Compulsory licenses should be issued;



(ii)



An efficient machinery should be evolved to tackle the issue of abuses. These recommendations were made part of the Indian Patents and Designs (Am)



Act, 1950.



(b)



Justice Rajagopala Ayyangar‘s Report, 1959: identified the essential pre-



requisites for a nation to assimilate the benefits of a patent system. These features include the technological advancement of the country, need for encouragements of inventors and for rewarding them and the increasing emphasis on technical education in India and the growing number of Quality research institutes together with the rapidly increasing industrialization. The committee believed that the system of patent protection should be modified to suit the Indian environs. After careful deliberation, it suggested a threepronged strategy viz.



(i)



Identification of inventions, which are to be protected;



(ii)



Determination either to prevent foreigners from taking patents in India or to make



them work the patent in India; (iii)



Determination to withstand any pressure to sign any international



conventions. This was suggested so that India would develop its economy independently without any arm wasting from developed nations.
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The Bill proposed by this committee was placed before the ok Sabha in 1966 but the House was dissolved shortly thereafter and the Bill lapsed. The New Lok Sabha was presented with another Bill in August 1967 and after deliberation by the Joint Committee of the Parliament, the Patents Act, 1970 was passed.



Salient features of the Act of 1970: This Act reflects the concerns of a developing country, balanced with the interests and needs of the inventors. Under the Act, the patents are ranted to encourage inventions and secure that the inventions are worked in India on a commercial scale and fully reasonably practicable, without undue delay; and patents are not granted merely to enable patentees to enjoy a monopoly or the importation of the patented article.



The Patents Act, 1970 recognized two kinds of Patent i.e., product and process patents. A product patent is one where the patent holder has the absolute right to produce and market the product. A process patent is where the exact process of the product is patented. Similarly, a product patentee has the right a make, use, and exercise, sell or distribute such article or in India, while a process patentee has the right to use or exercise the method or process in India.



Under the Act, only process patents were granted to vendor relating to food, medicine or drug and substances by chemical process. However, in the context of India the member of TWO accepting TRIPS Agreement, this scheme requires modification before 01.01.2005.
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Exclusive Marketing Rights: The patents (Amendment) Act, 1999 added a new chapter i.e., Chapter IV-A consisting of Sections 24-A to 24-F, with retrospective effect from 01.01.1995, which deals with the Exclusive Marketing Rights (EMRs) to sell or distribute an article or substance in India. A claim for patent of an invention for a substance itself intended for use, or capable of being used, as medicine or drug, Except (i) all medicines for internal or external use of human beings or animals, (ii) all substances intended to be used for or in the diagnosis, treatment, mitigation or prevention of diseases in human beings or animals (iii)



all substances intended to be used for or in the maintenance of public



health, or the prevention or control of any epidemic disease among human beings or animals and (iv) Insecticides, germicides, fungicides, weedicides and all other substances intended to be used for the protection or preservation of plants etc., can be made before the controller and the controller shall not refer such an application to the examiner for making a report till the 31st day of December, 2004. Where such application for EMR has been made in the prescribed form, the controller may directly refer it to an examiner. These provisions have been made with a view it to an examiner. These provisions have been made with a view to give effect to the treaty obligations of WTO and TRIPS agreements.



The Present Regime relating to patents in India therefore is the Act of 1970, as supplemented / amended by (1)



The Repealing and Amending Act, 1974.



(2)



The Delegated Legislation Provisions (Am) Act;



(3)



The Patents (Amendment) Act, 1999,
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(4)



The Patents (Amendment) Act, 2002.



(5)



The Patents (Amendment) Act, 2005.



LAW RELATING TO COPYRIGHTS IN INDIA Only human beings are capable of creativity. They can be authors, composers, artists and designers for creating their original works. Generally it is they alone, who will be entitled to enjoy the exclusive rights to do or authorize others to do certain acts in relation to (i)



Literary, dramatic, musical and artistic works;



(ii)



Cinematograph film; and



(iii)



Sound recordings (programmes);



However this list is not exhaustive and includes the neighboring rights covering programs, and even computer software also.



Copyright is a unique kind of Intellectual Property the importance of which is increasing day by day. It does not fall in the category of industrial property. The basic areas that are covered under the copyright protection are in the field of printing music, communication, entertainment and computer industries. In fact ‗copyright‘ was the first Intellectual Property which received legal recognition in the world.96



The right which a person acquires in a work which is the result of his intellectual labour is called his copyright. The primary function of a copyright law is to protect the fruits of a man‘s work, labour, skill or test from annexation by other people. The law of 96



Vikas Vashishtha, Law and the Practice of Intellectual Property in India, Bharat Law House, New Delhi, at p. 203
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copyright has to protect a man‘s copyright irrespective of his status as a family man or saint.



Subject matter of copyright Generally, copyright protection subsists, in original works of authorizing fixed in any tangible medium of expression, from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device. Works of authorizing include the following categories: (i)



Literary works e.g.; novel, stories, including fiction and non-fiction



(ii)



Musical works, including any accompanying words;



(iii)



Dramatic works, including any accompanying music;



(iv)



Pantomimes and choreographic works;



(v)



Pictorial, graphic, and sculptural works,



(vi)



Motion pictures and other audiovisual works;



(vii)



Sound recordings; and



(viii)



Architectural works.



However, the Copyright protection for an original work of authorizing, in no way extends to any idea, procedure, process, system, method of operation concept, principle, or discovery, regardless of the firm in which it is described explained, illustrated or embodies in such work. In other words, copyright protection extends only to the expression in the forms mentioned in the above 8 cases and not to the ideas. In most of the countries including the U.S.A., the Copyright covers, compilations, derivative works, unpublished works (manuscripts) and Government works.
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National Regime Governing Copyright: In India, the copyright Act, 1957 is the primary legislation relating to the copyright protection. This Act as amended by the Copyright (Amendment) Act, 1999 contains 79 sections and is supplemented by the Copyright legislation covering almost all the aspects of the copyright protection in India.



Object of the Copyright Act: The hall mark of any culture is the excellence of arts and literature. In fact the quality of creative of any culture. Any art needs healthy environment and sufficient protection. What the law offers is not the protection of the interest of the artist or the author alone. Enrichment of culture is of vital interest to each society and the copyright law protects this social interest. The copyright Act has been enacted to check the piracy i.e. the infringement of rights under the copyright Act so that the fruits of the labour put by the author or the copyright owner may be enjoyed by the deserving authors and copyright owners and not the pirates, who indulge in plagiarism and other undesirable and illegal activities of theft of intellectual property. 97



Scheme of legislation: The Copyright Act, 1957 is the primary legislation dealing with the protection of copyright in India. It contains 79 sections and supplemented by the Copyright Rules of 1958. The Act defines various terms like Artistic work, Author, Adaptation, Broadcast, Cinematograph Computer Programme, Copyright society, Dramatic work, exclusive Licence, Indian work, Infringing copy, Literary work, musical work, Performance, and Sound Recording in the clause contained in Section 2 of the Act. Apart from with the copyright its meaning, ownership of copyright, of the copyright owners, term of 97



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 157
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copyright its registration Act deals with the other aspects like licenses by owners of copyright, copyrights societies, performers and Broadcasting and organizations rights. The Act provides for a comprehensive scheme to deal with the infringement of copyright and civil for the same.



Copyright Law in India98 : The earliest statute law in India relating to copyright is the Indian Copyright Act of 1847 enacted during the East India Company‘s regime. It was passed by Governor General of India in council on 15th December to affirm the applicability of the law that obtained in England to India. Little information is available on how this legislation operated during the period 1847 to 1911. In 1911, the law of copyright was codified in England by the Copyright Act, 1911. The Imperial Copyright Act, 1911 was a ―Law in force‖ in the territory of India immediately before the commencement of the constitution and along with its modified version continued in force by virtue of Art. 371(1) of the constitution. This Act was made applicable to all the countries under the British Dominion including India. By virtue of the power reserved to the Dominion legislatures to modify or alter its provisional laws, the Governor General of India enacted the Indian Copyright Act, 1914. Apart from the fact that the U.K. Act did not fit in with the changed constitutional status of India, which got its freedom in 1947, it became necessary to enact an in depended self-contained law on the subject of the rights and obligations of authors and in the light of experiences gained in the working of the existing law during the few decades. New and advanced means of communications like broadcasting, lithophotography, etc., also called for certain amendments in the existing law.



The 1914 Act99 The Indian copyright Act of 1914 was a modified version of the British Copyright Act of 1911. Some of its important provisions were (i) registration of the author‘s work 98
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was not necessary (ii) the author‘s right came into existence as soon as work was created (iii) protection was afforded not to ideas but to the material form in which the work was expressed, (iv) only original works attract the protection of copyright law although the general principle applied was that‘ all laws which put a restraint upon human activity and enterprise construed in a reasonable and generous spirit. Under the guise of copyright, plaintiff and scholarship and all frontiers of human knowledge‖ (VI) the term of copyright protection was fixed as the lifetime of the author and 25 years after his death. For certain types of work such as joint works, posthumous works, government publications, engravings etc., and special periods were prescribed.



The 1914 Act was a brief enactment of 15 Sections, to which was added, the text of the British Copyright Act of 1911 (of England) as its first schedule, with a few omissions which were not applicable to India. The two Acts taken together constituted the copyright law in India. The Act 1914 prescribed penalties for infringement of copyright which was not considered a criminal offence. It authorized the destruction of infringing copies or their delivery to the copyright owner. It laid down that non registration of a book for copyright protection was not a bar to filing a suit or starting a civil proceeding against the party who had infringed copyright. The Copyright Act, 1957100 In 1947, India acquired its independence. Apart from the change in the constitutional status, the new developments and technological advances necessitated a comprehensive review of the subject. The result is the copyright Act of 1957. Apart from consolidating and amending the law as suited to India, the Act introduced a number of changes and new provisions.
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Salient features of the Draft Bill: - Though the draft Bill follows generally in a rearranged form the main principles of the existing law, it has introduced several new features which are briefly indicated below:



(1)



A copyright office is sought to be established under the immediate control



of a Registrar of Copyright who shall act under the superintendence and direction of the Central Government. The principal function of the copyright office will be to maintain a Register of copyright in which may be entered, at the option of the authors, the names or titles of works the names and addresses of authors and owners of copyright for the time being, and other relevant particulars. Such Register will easily make available useful information to interested members of the public in regard to copyrighted works. In order to encourage registration of copyright, provisions made that no proceeding regarding infringement of copyright shall be instituted unless the copyright is registered in the copyright office. In addition to being in charge of the copyright office, the duties of the Registrar of Copyrights will be to entertain and dispose of applications for compulsory licenses and to inquire complaints of importation of infringing copies. An appeal to the copyright Boards is provided for against orders of the Registrar of Copyrights.



(2)



Provision is made for setting up a copyright Board which will determine



the reasonableness of the rates of fees, charges or royalties claimed by performing rights societies, consider applications for general licensee for public performances of works and will assess compensation payable under the Bill in certain circumstances. An appeal will lie to the High Court against the decisions of the copyright Board.



(3)



The definition of ―copyright‖ is enlarged to include the exclusive



right to communicate works by radio-diffusion.
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(4)



A cinematograph film will have a separate copyright apart from its various



components, namely, story, music etc.



(5)



An author assigning copyright in his work allowed the option to reacquire



the copyright after seven years but before ten years of the assignment on condition that he returns the amount received by him at the time of the assignment with interest thereon.



(6)



The normal term of copyright is fixed to be the life of the author and a period 25



years after his death as against the existing term of the life of the author and a period of 50 years after his death. Shorter terms are fixed for anonymous or pseudonymous works, cinematograph films, mechanical contrivances, photographs, etc.



(7)



Under the existing law, the sole right to produce a translation of a work



first published in India is extinguished after ten years, unless a translation thereof is produced within that period. The draft Bill makes the right co-extensive with other rights arising out of copyright.



(8)



Provision is made for the issue of general or special license for public



performance of any work by means of a radio receiving set or a mechanical contrivance.



(9)



A license may be issued to any library to make or cause to be made one



copy of any book in which copyright subsists and which is not available for sale.



(10)



Provision is made for regulating the activities of performing rights



societies and also for controlling the fees, charges or royalties to be collected by them.
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(11)



Certain rights akin to copyright are conferred on Broadcasting authorities



in respect of programmes broadcast by them.



(12)



International copyright relations which are based on international treaties,



will be regulated by specific orders to be made by the Central Government.



(13)



A fair dealing with any work for the purpose of radio summary or



judicial proceedings will not hereafter constitute an infringement of copyright.



In preparing the Bill, the British Copyright Report, 1952, the suggestions of the various Ministries of the Government of India, the State Governments, the Indian Universities and certain interested industries and associations who were invited to send their comments of the subject have been taken into consideration.—Gaz. Of Ind., Extra. 1-10-1995, Pt.II-S.2, P. 515.



Amendments to the Copyright Act, 1957101 The basic features of the copyright Act, 1957 conform to the provisions of the two international conventions on copyright, namely (i) the Berne convention and (ii) the Universal copyright convention. India is a member of both the conventions, which were revised at Paris in 1971. The revised Paris text provides for certain special concessions in favour of developing for translation and reproduction of foreign works required for educational purposes in accordance with the prescribed procedure. The revision of the two conventions was the result of a sustained effort on the part of developing countries. India played a leading role in the discussions leading to concession. 101



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 110
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(a) 1983 Amendment: In August 1983, the parliament of India enacted the copyright (Amendment) Act, 1983 with the specific purposes licenses for translation and reproduction of foreign works required for instructional purposes; (b) providing adequate protection of author‘s rights; and (c) removing administrative drawbacks and other lacunae experience in the administration of the copyright Act, 1957. The under mentioned objects, mentioned in the proposed amendment Bills clearly explain the changes sought to be made by the 1983 Amendment Act.



The bill provides, among other things, for the following amendments to the Act to give effect to the above proposals, namely:-



(1)



To provides for compulsory licensing for the translation of a foreign work



after the expiry of three years from the publication of the work and if the translation of the work is in a language not in general use in any developed country, after the expiry of a period of one year from such publication if such work is required for the purpose of teaching, scholarship or research.



(2)



To provide for the compulsory licensing of the reproduction of any edition



of a foreign literary, scientific or artistic work for the purposes of systematic instructional activities if, after the expiry of certain periods (which will vary depending on the subjectmatter of the works) from the date of the first publication of that edition, the copies are not available in India at a price reasonably related to that normally charged in India for the same or similar work.



(3)



It is a proposed to provided that in the case of unpublished works where



the author is either dead or unknown or the owners of the copyright cannot be traced, any
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person wishing to publish the material or a translation thereof may advertise his proposal and thereafter apply to the copyright Board for permission which, while granting such permission, would be fix an appropriate royalty. The royalty could be deposited in the Public Account of India or in any other suitable place for a specific period so that in the event of the owner of the copyright becoming known, he could claim it. It is also proposed that in the case of unpublished Indian the work is desirable in the national interest; a reasonable period would be given to his legal representatives to make necessary arrangements for the publication of the unpublished material. In case they fail to do so, the copyright Board is empowered to give permission to publish the works on payment of royalty.



(4)



It is proposed to provide for the manner of assignments of copyright from



authors to publishers and to empower the copyright Board to decide dispute arising out of such assignments which may extend to permitting the author to withdraw from the assignment.



(5)



It is proposed to prescribe the term of copyright in works owned by bodies



corporate as fifty years from the beginning of the calendar year next following the year in which the work is first published as in the case of Government works.



(6)



Broadcasting authorities are also being permitted to translate foreign



works for broadcasting for the purpose of systematic instructional activities. (7)



To provide for copyright in lectures, addresses, etc. delivered in public and



for the publication of the entries made in Copyright Register.



(b)



1984 Amendment: - As the piracy has become a global problem due to



the rapid advances in technology and has assured alarming proportion all over the world,
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all the countries started to make efforts to meet the challenge by taking stringent legislative and enforcement measures. This problem of piracy and necessity for taking sufficient anti-piracy measures were also voiced by members of parliament at the time of the consideration of the Bill to bring in the 1982 Amendment.



In the contemporary world, mainly, there are three types of piracy, namely (i) piracy of the printed work; (ii) piracy of sound recordings, and (iii) piracy of cinematograph films. The object of the pirate in all such cases is to make quick money and void payments of legitimate royalties and taxes. The emergence of new techniques of recording, fixation and reproduction of audio programs, combined with the advent of video technology has greatly helped the pirates. The loss to Governments in terms of tax evasion also amounts to crores of rupees. In addition, because of the recent video boom in the country, it was found that many uncertified video films are being exhibited on a large. In view of this circumstance, it was proposed to amend he Copyright Act, 1957 to combat effectively the piracy that is prevalent in the country.



The Bill of the proposed 1984 Amendment contained the following objects: (i)



To increase the punishment provided for the infringement of the copyright,



namely, imprisonment of 3 years, with a minimum punishment of imprisonment of 6 months and a fine up to Rs. 2 lakhs, with a minimum of Rs. 50,000/(ii)



To provide for enhanced punishment in case of second and subsequent



convictions. (iii)



To provide for the declaration of the offence of infringement of copyright



as an economic offence so that the period of limitation provided in the Code of Criminal Procedure, 1973, for offences will not be applicable to this offences; (iv)



To specifically make the provisions of the Act applicable to video films



and computer programmes;
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(v)



To require to producers of records and video films to display certain



information in the record; video films and containers thereof.



This 1984 Amendment came into force on 08.10.1984. Immediately thereafter, several with petitions seeking a stay of he amending law were filed in a number of High Courts across the country and in the Supreme Court of India. In Madras, a person owing a video library business filed a writ petition, challenging the constitutional constitutionality of this amendment. While admitting the petition granted a stay of certain provisions of the Amending Act pending disposal of the petition. When the Film Federation of India, the apex body of film producers, distributors, and exhibitors in the country, filed two petitions before the learned judge, one for imp leading themselves as a sporty and other for vacating the stay order, the single judge rejected both the petitions but direct that the applicant could be heard without being imp leaded as a party respondent.



On an appeal filed by the aggrieved applicant in Film Federation of India v. Union of India, a Division Bench of the High Court dismissed the appeal and observed:



―A legislative enactment is intended to give effect to some policy and implement it private litigants or persons who happen to be beneficiaries of such a policy enacted in the form of legislation can really have no say in a matter which is exclusively within the domain of the Government activity. It is primarily and wholly for the Government to support own legislation though in case the court wants some assistance the court can permit a party to intervene but that is for the limited purpose, of assistant to the court for deciding the dispute before it…..‖ Where the validity of a statute….. is challenged a private litigant who happened to be the beneficiary of the policy envisaged under the Act cannot be allowed to put the law in motion but to make an attempt to defend a legislation, to which Government alone was necessary party to support its own legislation‖
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The court refused to a accept a principle that a beneficiary of a statute is entitled to be heard in addition to the state for union Government as the case may be in support of a statutory enactment.



1994 Amendment102 As it was observed that the anti-piracy provisions incorporated in the 1984 Amendment had not worked effectively, a working group was set-up in 1987 by the Government to study the provisions of the Act and to recommend suitable amendments, taking into consideration the advances made in communication technology such as video, satellite and other means of simultaneous communications and to fulfill India‘s obligations as a signatory to the Berne Convention and the Universal copyright convention. In July 1992, the copyright (Second Amendment) bill was introduced in the Parliament. The purpose of the proposed legislation was explained as under.



A joint committee of both Houses of Parliament, Consisting of 45 members, examined the Bill taking into consideration the representations received from various organizations and individuals, the memoranda received from the general public and organization concerned in the Bill in its report submitted to the parliament in August, 1993. The Bill was ultimately passed by the Parliament in May, 1994.



Salient features of the 1994 Amendment :- The Amending Act provided for (1) performers‘ rights protection covering any visual or artistic presentation made live by one or more performers (ii) copyright societies, seeking to promote collective administration of the rights authors, composes and other creative artists (iii) assignment of copyright by



102



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 120
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an author or artist to protect the interests of both assignor and assignee; and (iv) computer programmes, cinematograph films and sound recordings; protection.



A large number of the provisions in the amending legislation are self-explanatory and clarificatory in nature.



1999 Amendment103 The copyright Act was again amended in 1999 which amended definition of ‗literary work‘ meaning of copyright in respect of a computer programme, increased in respect of copyright of performs from 25 to 50 years, inserted certain new provisions pertaining to power of the Central Governmental to apply the provisions relating to Broadcasting organization and performers to broadcasting organization and performers in certain other countries, and power to restrict rights of foreign broadcasting organizations and performers.



Law Relating to Trade Marks in India104 Every intelligent consumer purchases his goods or services from the commercial market only when he is satisfaction that the goods or services are of good quality and rheumatic. The manufactures, or supplier of goods makes it sure the although the goods produced by him are similar to the manufactured by others, their distinguishing marks a different. This is with a view to identifying the manufacture brand and quality of the goods or services produced by a particular maker or company. It is in this context that ‗Trade marks play a very important role in the modern commercial market. The importance of Trademarks was recognized only after the Industrial revolution which 103



104



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 121



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 256
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enabled large scale production and distribution of goods and publicity through the printing media. Therefore trade mark is essentially a product of competitive economy where more than one person competed for the manufacture of the same product which necessitated the marking of each manufacturer‘s goods by a symbol which distinguished similar goods made by others.



What is a trade mark :- A ‗trade mark‘ means a mark capable of being represented graphically and which is capable of distinguishing the goods or services of one person from those of others any may include shape of goods, their packaging and combination of colors.



‗Mark‘ includes a device, brand, heading, label, ticket name, signature, word, letter, numeral, shape of goods, packaging or combination of colours or any combination thereof. This meaning and definition is not exhaustive and the definition is such that there is practically no limit to the combination of various types of marks.



A trade mark is a symbol which is applied or attached to goods offered for sale in the market, so as to distinguish them from similar goods and to identify them with a particular trader or with his successor as the owner of a particular trader or with his successors as the owner of a particular business, as being made, worked upon, imported, selected, certified or sold by him or them or, which has been properly registered under the Acts as the trade mark of a particular traders. It is a symbol consisting in general of a picture, label, word or words, which is applied or attached to traders‘ goods.



A party acquires exclusive right to protect its mark by virtue of priority in adoption, long continuous and exclusive user and any subsequent user of the deceptively similar mark or trade mark which is of confusing nature on account of sound and look is
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quality of infringement of the right of the prior user of the mark as his obvious motive is to trade and encash upon the goodwill and reputation of the prior user. Reputation or goodwill is not established in a day. It is gained over the years and at the huge cost of advertisement.



The definition of trade mark is very wide and means, inter alia, a mark capable of being represented graphically and which is capable of distinguishing the goods or service of one person from those of others. Mark includes amongst other things name or word also.



Trade Mark is essentially adopted to advertise one‘s product and to make it known to the purchaser. It attempts to portray period of time the mark may become popular. It is usually at this stage that other people are tempted to pass off their products as that of the original owner of the mark.



The Trade and Merchandise Marks Act, 1958 for the first time codified the law relating to trade marks and provided for registration of trademarks already in use and even those proposed to be used. Since 1958 it has been amended several times. In view of the developments in trading and commercial practices, increasing Globalization of trade and industry, the need to encourage investment flows and transfer of technology and systems, it has been considered by the parliament, necessary to bring out a comprehensive legislation on the subject. Accordingly the Trade Marks Act, 1999 was passed to replace the Act of 1958.



A look at the statement of objects and Reasons leading to the passing of the Trade Marks Act, 1999 makes the following things clear. The Trade and Merchandise Marks Act, 1958 has served its purpose over the past four decades. It was felt that a
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comprehensive review of the existing law be made in view of developments in trading and commercial practices, increasing Globalization of trade and industry the need to encourage investment flows and transfer of technology, need for simplification and harmonization of trade mark management systems to give effect to important judicial decisions. To achieve these purpose, the present Act proposed to incorporate inter alia the following, namely:-



(a)



Providing for registration of trade mark for service in addition to goods. This is a



novel feat introduced by the Act of 1999.



(b)



Registration of trademarks which are imitation well known trademarks, not to be



permitted, been enlarging the grounds for refusal of registrant consequently, the provision for defending registration of trademarks have been propose be omitted.



(c)



Amplification of factors to be considered for defending a well-known trade mark.



(d)



Doing away with the system of maintain registration of trade-marks in Part-A and



Part-B different legal rights, and to provide only a single register with simplified procedure for registrar and with equal rights.



(e)



Simplifying the procedure for registration registered user and enlarging the scope



of permitting use.



(f)



Providing for an Appellate Board for speedy disposal of appeals and rectification



applications which the Act, of 1958, lay to High Court.
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(g)



Providing for registration of ―collective marks‖ owned by associations etc:-



(h)



Transferring the final authority relating registration of certification trade marks to



Registrar instead of the Central Government.



(i)



Providing for enhanced punishment for the offers relating to trade-marks on par



with the present copyright Act, 1957, to prevent the sale of spurious goods:



(k)



Extension of application of convention countries include countries which are members of Group Union of Countries and Inter Governed Organization;



Law Relating To Designs in India105 An article or goods used in commerce is distinguished not only by its utility but also by its visual appeal which plays an important role in influencing the buyer‘s preference for the article. Therefore, the design of an article and even the design of its packaging is important from the commercial view point. A shape, configuration, pattern or ornamentation can be a design, if applied by any industrial process or means. Products that are viewed friendly and which psychologically entice a consumer are said to be well designed.



105



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 343
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The Primary object of the Act is to protect the shape not the function, or functional shape. The expression ―design‖ does not include a method or principle of construction or features or shape or configuration which are dictated solely by the function which the article to be made in that shape or configuration has to perform. In the instant case, the defendants were restrained from manufacturing selling, or offering for sale of the ―pick-n-carry mobile‖ cranes that the substantial imitation or reproduction of the industrial drawings of the plaintiff or from using in any other manner whatsoever the technical know-how, specifications or drawings of the plaintiffs till disposal of the suit.



Position in India: A design is necessarily a part and parcel of the article manufactured. Unless design is new and original registration cannot be deemed to be effective. The mere difference in appearance of product may not be sufficient to hold that it is a different or new design. Design means only the nature of shape, configuration, pattern or ornament, which in a finished article appeal to and judged solely by the eye. However it does not include any mode or principle of construction or anything which is in substance a mere mechanical device, and does not include any trademark or property mark, as defined by the Indian Penal Code on Sections 478 and 479. During ancient days design patents were not contrasted with utility patents but they nowadays considered as different from each other. This is so, even though they equally involve the exercise of the inventive or originative faculty.



Design is that characteristic of a physical substance more particularly in respect of goods or articles, which by means of lines, images, configuration and the like taken as a whole makes an impression, through the eye, upon the mind of observer. The essence of a design resides not in the elements individually, nor in their methods or arrangement but whatever the impression, there is attached in the mind of the observer, a result of
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phenomenal development in Science and Technology the importance of designs has increased significantly. The purpose of any design law is protecting new and novel designs made with the object of applying to particular articles to be manufactured and marketed commercially.



Historical perspectives:Great Britain was the first country in the world to offer protection to designs. The textile designs were the first to receive legal protection. In 1787, the first enactment for the protection of designs was made in U.K., cotton, calicoes and muslins by vesting their properties in the designers, printers and proprietors for a limited period. However shortly thereafter the life of the design was extended and soon it was made perpetual. In 1839, the protection was enlarged to cover designs for printing woven fabrics. Soon followed another law to protect designs of other articles of manufacture generally. Thereafter the process to protect designs took rapid strides. A consolidating and updating measure was taken in 1842 when an Act to consolidate and amend the laws relating to the copyright of design for ornamenting of designs of manufacture, which repealed all the earlier statutes. The statutes relating to Patents, Designs and Trademarks remained separate till in 1883, in which year the patents, Designs and Trade Marks Act, 1883 was passed. Again there was a separation of trademark law when the Trade Marks Act of 1905 was enacted. After 1905, the Patents and Designs law remained together.



Insofar as India is concerned, the first legislation on the subject was the Patents and Designs Act, 1872. This law was passed to supplement the 1859 Act passed by Governor-General of India in Council which for the first time made provision for granting to inventors or ―new manufacture‖, the exclusive privilege of making, selling and using the invention in India and for authorizing others to do so. This 1872 Act was passed to extend similar privileges to the inventors of new patterns and designs in British India, though for a much shorter duration. It included the new term ―new manufacture‖, ―any new and original pattern or design, or the application of such pattern or design to
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any substance or article of manufacture‖. The Inventions and Designs Act, 1888 which consolidated and amended the law relating to the protection of inventions and designs contained in a separate part. Ultimately the British Patents and Designs Act, 1907 had become the basis of the Indian Patents and Designs Act, 1911. In 1970, the Patents Act, 1970 repealed the provisions with respect to the patents law from the patents and Designs Act, 1911. Thereafter the Designs Act, 1911 continued to be the only enactment dealing with industrial designs in India till the Designs Act, 2000 has been passed. This new Act has come into force from 11.05.2001. This new legislation contains substantially the similar provisions as were contained in the Designs Act, 1911 except some minor changes in definitions of article and design, and also the terms of protection of a registered design etc.



Meaning of Design:Design, generally means purpose of intention, combined with the plan in the mind, aim, purpose, object, and end in view, intention to be carried out into effect. The design includes the thing that is to be brought about; the plan includes of a design resides not in the elements of individuality, nor in their method of arrangement but in the total impression. Design is a conception, suggestion or idea of a shape and not an article. If it has already been anticipated, it is not new or original. If it has been pre-published, it cannot claim protection to protect under the Act. In this context the word ‗published‘ has not been defined under the Act. It is published if a design is no longer a secret. There is a publication if a design is no longer a secret. There is a publication if the design has been disclosed to the public or public has been put in possession of the design.



The Designs Act of 2000 Change made: The Parliament of India has recently passed the Designs Act, 2000 to consolidate and amend the law relating to protection of designs. The Legislature in its wisdom by enacting the Designs Act, 2000 does not want to stop the progress in
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industrial products as that would amount to pin down the competitors and in the process the technology would be blocked same would result in clogging the economic growth. This Act has a total of 48 Sections that deal with the various definitions, registration of designs, copyright in registered designs, exhibition of designs at Industrial and Industrial exhibitions, and powers and duties of the Controller and the Central Government. Since the enactment of the Designs Act, 1911 considerable progress has been made in the field of science and technology. To achieve these purpose the new Act incorporated inter alia, the following namely:-



(a)



It enlarges the scope of definition of ―article‖ and ―design‖ and introduces definition of ―original‖;



(b)



It amplifies the scope of prior publication



C)



It incorporates the provisions for delegation of powers of the Controller to other officers and duties of examiners;



(d)



It contains provisions for identification of non-register able designs



(e)



It contains provision for substitution of application before registration of a design;



(f)



It introduce internationally followed system of classification in the place of Indian classification



(g)



It contains provision or maintaining the Register of design on computer;
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(h)



It contains provision for restoration of lapsed designs;



(i)



It contains provision for appeal against order of the Controller before the High Court instead of Central Government as existing



(j)



It revokes the period of secrecy of two years of a registered design;



(k)



It provides for compulsory registration of any document for transfer of right in the registered design;



(l)



It introduces additional grounds in cancellation proceedings and makes provision for initiating the cancellation proceedings before the controller in place of High Court.



(m)



It enhances the quantum of penalty imposed for infringement of registered design;



(n)



It contains provisions grounds of cancellation to be taken as defense in the infringement proceedings to be initiated in any court not below the court of the District Judge;



(o)



It enhance initial period of registration from 5 to 10 years to be followed by a further extension of a period of five years.
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(p)



It contains provisions for allowing of priority to other convention countries and countries belonging to the group of countries or inter-governmental organizations apart from United Kingdom and other Commonwealth countries.



(q)



It contains provision for avoidance of certain restrictive conditions for the control of anti-competitive practices in contractual licenses; and



(r)



It contains specific provisions to protect the security of India.



In view of the extensive amendments necessitated in the Designs Act, 1911, it has been thought fit to repeal and re-enact the said Act incorporating the necessary changes.



This Act repealed the Designs Act of 1911.



Application of the New Law The Calcutta High Court has held that in terms of Section 48(2) of the 2000 Act, an existing registration under the 1911 Act (old law) will have the force and effect as if it has been registered under the corresponding provisions of the 2000 Act. In I.A.G. Co. Ltd. Vs. Triveni Glass Ltd., the court held that, a design registered under the old Act can be cancelled under the new Act, as the registration is deemed to have been done under the new Act. It was also held that any new ground available under the new Act can be invoked for cancellation of any design registered under the old Act.



171 | P a g e



The Geographical Indications of Goods (Registration and Protection) Act, 1999 106 Certain geographical names have acquired a lot of importance in the commercial market, particularly with regard to the goods peculiarly or unequally associated with such name. In respect of any agricultural goods, natural goods or manufactured goods or any goods of handicraft or goods of industry including food-stuff, generally bears the geographical indications to attract the attention of the consumers. There is every possibility of misusing such geographical names and wrongly applying to even those goods or products, not associated with such names. To prevent unauthorized person from misusing geographical indications, protection should be provided. Such protection helps the consumers from deception. It also adds to economic prosperity of the producers of such goods. Hence, the international community and ―appellations of origin‖, i.e. geographical indication. TRIPS Agreement also provided the protection of geographical indications.



The law on geographical indication in India is new and it is termed as Geographical Indication of Goods (Registration and Protection) Act which was passed in the year 1999. This Act is made in the fulfillment of the obligations under GATT to which India is signatory. The purpose of the Act is to prevent the person from misusing geographical indication and to protect the consumers against deception by passing off goods not related to any geographical area as those of such area with a few to gain wrongful advantage and profit. This purpose is sought to be achieved by granting protection for the local names and also for the names abroad which have gained reputation and goodwill.



The geographical indication means an indication which identifies goods as originating in certain territory and having a given quality, reputation or other characteristics essentially attributable to their geographical origin. The geographical indication can have a reference to the agricultural produce, natural products or products manufactured or processed. Such 106



Avinash Shivade, Intellectual Property Manual, Butterworth‘s Lexis, New Delhi, at p.151
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goods must have a reputation and quality which are attributable to the place of origin, environment and other inherent natural and human factors. The indication here may mean, the name of the geographical area or any figurative representation suggesting the geographical origin of the produce and goods. It is not necessary, therefore, that the geographical indication shall contain the name of the territory where the goods are produced. It can be a word or combination of words as for instance ―Basmati‖, ―Darjeeling Tea‖, ―Assam Tea‖, etc. The geographical indication is not a right like trade mark and patent conferred on the individuals. If a a geographical indication is registered, it amounts to a public notice stating that a given product originates its geographical area. The protection is granted to geographical indication is not granted to any individual. It is a national property it is granted to associations of persons or producers or an organization or authority representing the interest of the producers of goods such as Coffee Board, Tea Board or Indian Council of Agricultural Research and who are desirous of registering geographical indication in relation to such goods. After a geographical indication is first registered in the name of association of persons, separate and individual registration granted in the names of actual users of geographical indication.



The immediate reason for the legislation on geographical indication in India was the result of the situation created by WTO in the matter of Basmati rice case. Basmati rice, the special variety of rice with fragrance is grown in the foot hills of the Himalayan Mountains. The issue became contentious when it was found that a US company had identified the molecules which given fragrance to the rice. Thus, Basmati rice was grown in the US in green houses. The particular seed developed by biotechnology was patented in the US. The Indian Government took up the matter with the US Patent office and managed to stop the patenting of a geographical indication. The US Government too supported India on the Basmati rice issue. But India could not get help from WTO on the issue of violation of geographical indications. The reason for this was that India does not have its own legislation providing for registration of geographical indications. Therefore, Geographical Indications of Goods ‗Registration and Protection) Act, 1999 was enacted in India.
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The Protection of Plant Varieties and Farmers „Rights Act, 2001 The Agreement on TRIPS which has been ratified by India required to make provision for giving effect to sub-paragraph (b) of paragraph 3 of Article 27 in Part II under section 5 of the Agreement in TRIPS relating to protection of plant varieties which reads ―Members may be also exclude from patentability plants and animals other than micro-organism and essentially biological and microbiological process. However, members shall provide for the protection of plant varieties either by patents or by an effective sui generis system or by any combination thereof. The provisions of this paragraph shall be renewed four years after the date of entry into force of the WTO Agreement‖. To give effect to Article 27(3)(b), it is considered necessary to undertake measures for the protection of the rights of the plant breeders and farmers and to encourage the development of new varieties of plant, Indian Parliament enacted the Protection of Plant Varieties and Farmers Rights Act, 2001.



The Act intended to achieve the following three objectives: (1) to protect and benefit the breeders of new plant varieties (2) to protect and benefit the farmers as cultivators and conservers of traditional local plant varieties which may be used in the development of new varieties and (3) to encourage the growth of seed industry through domestic and foreign investments so as to ensure supply of high quality seeds and planting material to the farmers. The rights of the breeders are protected by granting them a monopoly to use and sell the seeds and planting material of the new plant varieties involved by them through a system by which they are granted registration. Such registration of equivalent to a patent granted to the inventor in respect of manufacturability goods. They are also granted the facility to save for their own consumption and use of the seeds and planting material for successive new plant varieties. Those who use the new plant varieties for purpose of business, i.e., for the production and sale of seeds and other planting material, have to take a license from the breeder by paying him fees which may be treated as royalty.
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The ―Breeder‖ means a person or group persons or a farmer or group of farmers of any institution which has breeded, evolved or developed any variety. The breeder by using skills of research discovers a new plant variety. Here it should be noted that the registration in the case of plants is granted not only to a new and novel variety evolved through laborious research but also to new plants discovered, may be by a chance or intelligent search or selection out of plants already existing. This is so because, registration is proposed to be granted to conserves of plants also in addition to scientists.



The registration of plant varieties is permissible only in respect of Plants of the genera and species notified by the Central Government. An application for registration cannot be made in respect of the genera and species which are excluded from the protection by a notification by the Central Government on the ground that prevention of commercial exploitation of such variety is necessary to protect public order or public morality or to preserve human, animal and plant life and their health or to avoid serious prejudice to the environment.107



The Semiconductor Integrated Circuits Layout-Design Act, 2000 The Government of India ratified the TRIPS Agreement which provides for layout design (topographies) of integrated service. In order to fulfill these obligations the Semiconductor Integrated Circuits Layout-Design Bill was introduced in the Parliament. The Bill was passed by both the Houses of Parliament and received the assent of President of 4th September, 2000. It came on the statutory books as Semiconductor Integrated Circuits Layout – Design Act, 2000.



107



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 155
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This Act is to provide the protection of semiconductor integrated circuit layout designs and the other connected or incidental matters. Section 2® or the Act defines ―Semiconductor Integrated Circuit‖ as a product having transistors and other circuitry elements insulating materials or inside the semiconductor material and designed to perform an electronic circuitry function. Under section, 2(h) layout includes lead wires connecting such elements and expressed in any manner in a semiconductor integrated circuit. In other words, it means a computer having circulatory elements inseparably formed on a semiconductor intended to perform capable to being distinguished from any other layout design. Thus, the registrable layout design must be the result of creators own intellectual efforts. The subjects of semiconductor integrated circuit layout design have two parts, namely: (1) Semiconductor integrated circuit; and (2) layout-design.



The rights conferred by registration on the creator of layout-design are the exclusive right to use a layout-design by him and obtain relief in respect of infringement of his rights by any other person. The principle offence which is made punishable under this Act is the infringement which consist of any act of reproducing whether by incorporating in a semiconductor the registered integrated circuit or otherwise the registered layout – design in its entirety or any part thereof in a semiconductor. The punishment provided under the Act is an imprisonment for a term which may extend to three years or with find which shall not be than Rs. 50,000 and which may extend to Rs. 10 lakhs.



India has enacted sufficient intellectual property laws for giving protection to intellectual property rights. India has provided minimum standards required for the protection of intellectual property rights. However some areas are left upon which sufficient laws needs to be enacted like for the protection of trade secrets, owner legislative laws need to be
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The additional protections are only given to wines and spirits this provisions favours only developed countries, additional protection of geographical indication needs to be provided to products of developing country India like Basmati rice, tea etc. A famous case on this issue is the Basmati rice case.



In late 1997, an American company Rice Tea Inc, was granted a patent bythe US patent office to call the aromatic rice grown outside India ‗Basmati‘. Rice Tec Inc, had been trying to enter the international Basmati market with brands like ‗Kasmati‘ and ‗Texmati‘ described as Basmati-type rice with minimal success. However, with the Basmati patent rights, Rice Tec will now be able to not only call its aromatic rice Basmati within the US, but also lable it Basmati for its exports. This has grave repercussions for India and Pakistan because not only will India lose out on the 45,000 tone US import market, which forms 10 percent of the total Basmati exports, but also its position in crucial markets like the European Union, the United Kingdom, Middle East and West Asia. In addition, the patent on Basmati is believed to be a violation of the fundamental fact that the long grain aromatic rice grown only in Punjab, Haryana and Uttar Pradesh is called Basmati. According to sources from the Indian Newspaper, Economic Times, ―Patenting Basmati in the US is like snatching away our history and culture.108



108
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CHAPTER NO IV



IMPACT OF TRIPS AGREEMENT ON DEVELOPING COUNTRY INDIA-A CASE STUDY TRIPS and its impact on developing countries A contentious agreement Of all the agreements administered by the World Trade Organization (WTO), the Agreement on Trade-related Aspects of Intellectual Property Rights (TRIPS) is undoubtedly the most controversial with respect to its development-related impacts. The agreement requires all WTO member states to establish minimum standards of legal protection and enforcement for a number of different forms of intellectual property rights (IPRs). Many developing countries hold that the TRIPS agreement which came into force in 1995 is unbalanced in that it favors developed countries and transnational corporations, and at the same time is unhelpful or even harmful to their own interests. In addition, concerns have been raised about the moves to ensure that developing countries accept higher standards of intellectual property protection than the WTO requires, even before they have determined how best to implement the TRIPS agreement in ways that support economic development and poverty alleviation. Non-governmental organizations have criticized TRIPS on the grounds that it imposes various costs on developing countries — such as more expensive drugs, agricultural inputs and foreign-owned technologies — without producing sufficient longer-term gains in areas like trade and investment. Developed countries tend to counter that strong IPR protection will attract investment to developing countries and stimulate local innovation and creativity. In this way, they say, the poorer countries have nothing to fear from TRIPS.
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The development of TRIPS The rights covered by TRIPS include copyright and related rights; trademarks; geographical indications; industrial designs; patents; layout-designs of integrated circuits; protection of undisclosed information (trade secrets); and control of anti-competitive practices in contractual licenses. The standards of protection and enforcement required of WTO member states are very high, in that they are essentially those that developed countries themselves have only recently reached. In that sense, TRIPS marks a coming together of three trends in international IPR law whose beginnings date back to the end of the nineteenth century but that have become especially apparent in the last two decades. The first trend embodied in TRIPS has been the widening of the scope of subject matter that can be protected, and the reduction or elimination of 'exceptions'. Common examples of the latter, some of which are required by TRIPS, include the extension of copyright protection to computer programs, which are now treated as literary works, and the application of patent protection to plants, animals, micro-organisms, DNA sequences, and pharmaceuticals. In many countries drugs had been excluded from patent protection on the grounds of public interest. The second trend is the addition of new types of rights to the global IPR regime such as plant breeders' rights, and rights to layout-designs of integrated circuits (which is explicitly required by TRIPS). The third is the progressive international standardization of the basic features of IPRs. For instance, patent regulations increasingly provide protection for a period of 20 years from the date of application. Until recently there was wide variation in timescales between countries. Also, patent applications in almost all countries must now be subjected to literature searches and examinations to ensure that what they describe is genuinely new, inventive and industrially applicable. Moreover, patent rights are now almost universally assigned to the first applicant rather than the first inventor (except in the United States where it is the opposite).
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Intellectual property and development The precise nature of the link between IPRs and economic development is unclear. The main issue is not whether or not IPRs can further economic development. In fact most governments agree that they can and do. History suggests that well-functioning IPR systems have contributed — some argue significantly — to the industrial revolutions that took place in nineteenth century Europe, North America and Japan, and continue to do so today, as indicated for example by the rapid growth of the modern pharmaceutical industry. More controversial is the extent to which IPR systems should be allowed — as they were prior to TRIPS — to vary according to the levels of development and technological self-sufficiency that individual developing countries have reached. The issue here is whether a relatively stringent IPR regime (as embodied by TRIPS) will best encourage economic growth in all countries, or whether a more flexible one may be more appropriate for some of them. Developed countries and business associations, whose members benefit directly from effective IPR regimes, tend to adopt the first position. They argue that strong IPR legislation will enable developing countries to attract more investment — since foreign companies will be reluctant to invest in a country where their technology might be copied with little recompense — and will thereby gain improved access to new technologies introduced from outside. Developing countries would also be encouraged to generate more innovations of their own, because of the rewards to inventors and innovators offered by the IPR system. But many developing country governments are concerned that the legal standards required by TRIPS, especially for patents, may simply be too high for their countries at the present time. For example, they worry that having to extend IPR protection to advanced industrial fields such as biotechnology and information and communications technology will only benefit foreign businesses, since their domestic firms lack the capacity to innovate in this field..
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TRIPS AND ITS IMPACT ON GLOBALISATION Under the above heading the researcher wanted to show the relation between the two i.e TRIPS And GLOBALISATION, as we can see that the trade between the countries has been increased till date and the new path are opening day by day to facilitate easy trade through international level …..in such duration the various agreements such as GATT, TRIPS, Madrid ,and Paris convention come in to picture and affected the trade and trade relations in their own style . Globalization is the new buzzword that has come to dominate the world since the nineties of the last century with the end of the cold war and the break-up of the former Soviet Union and the global trend towards the rolling ball. The frontiers of the state with increased reliance on the market economy and renewed faith in the private capital and resources, a process of structural adjustment spurred by the studies and influences of the World Bank and other International organizations have started in many of the developing countries. Also Globalization has brought in new opportunities to developing countries. Greater access to developed country markets and technology transfer hold out promise improved productivity and higher living standard. But globalization has also thrown up new challenges like growing inequality across and within nations, volatility in financial market and environmental deteriorations. Another negative aspect of globalization is that a great majority of developing countries remain removed from the process. Till the nineties the process of globalization of the Indian economy was constrained by the barriers to trade and investment liberalization of trade, investment and financial flows initiated in the nineties has progressively lowered the barriers to competition and hastened the pace of globalization ONE-THIRD of the world's population lack access to essential drugs. In the most impoverished parts of Africa and of Asia, more than half the population does not have access to essential drugs.1 Many effective remedies are and have for many years been out of reach to the people in developing countries. Because of globalization and new international trade rules, the situation may even get worse in the near future, hence the
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need for new approaches to protect and further the basic human right to access to health care. Lack of availability of essential drugs can have different causes, including logistical supply and storage problems, substandard quality, irrational selection of drugs, wasteful prescribing and use, insufficient production, insufficient drug research and development (R&D) and prohibitive cost. This paper will discuss access problems related to cost, insufficient production, lack of R&D and consequences of global trade regulation.



Essential drugs



The World Health Organization (WHO) published the first Essential Drugs List (EDL) in 1977. Essential drugs are 'those that satisfy the health needs of the majority of the population; they should therefore be available at all times in adequate amounts and in the appropriate dosage form'. The first EDL contained 200 drugs. The EDL is revised every two years. The current list contains 306 drugs. The inclusion criteria for the EDL are proven safety and efficacy, well-understood therapeutic qualities and reasonable price or cost. Most of the drugs on the EDL are generic products: only around 15 are patented products.2 The essential-drugs concept has been for many years a key strategy to help improve access to essential drugs and contribute to improved health. Over 140 countries have adopted national essential drug lists and access to essential drugs has increased. There are, however, concerns that the gains will be lost because of the prohibitive costs of new essential drugs, lack of research and development for tropical diseases and the effects of new international trade agreements on drug prices and local manufacturing capacity.
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Prohibitive cost of medicines



Because of prohibitive cost, a number of essential drugs are already not included in the EDL. All the AIDS drugs (except AZT for the prevention of mother-to-child infection) and certain new antibiotics are not included even when infectious diseases such as HIV and tuberculosis are responsible for a large proportion of deaths occurring between the ages of 15 and 59 years in low- and middle-income countries.3



The HIV/AIDS crisis shows an increasing gap in access to treatment between the developed and developing world. Eighty-three percent of the HIV-infected people in the world live in sub-Saharan Africa. The standard triple-therapy for HIV infection costs around US$10,000 per year. The per capita expenditure on drugs in the sub-Saharan region is approximately US$8.4 Treatment that has considerably increased the life expectancy of people with HIV/AIDS in industrialized countries is out of reach for almost all people with HIV/AIDS in developing countries.



Treatment of multidrug-resistant tuberculosis (MDRTB) in a developing country can range in cost between $8,000 and $10,000. Most countries do not have the resources to provide these treatments. The incidence of MDRTB will increase if the disease is left untreated; more people will die even though effective treatment exists and the disease will spread across borders.
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Lack of production of essential drugs



The other side of the supply problem is the discontinuation of essential drugs because they are not commercially viable. This is the case with eflornithine (DFMO), used in the treatment of human African trypanosomiasis, better known as 'sleeping sickness'. Sleeping sickness is caused by a parasite transmitted by the tsetse fly and affects 30,000 people per year. In the advanced stage, the parasite affects the central nervous system. If left untreated, the disease will lead to death.



DFMO was developed in the mid-1970s as an anti-cancer agent by Merell Dow. In 1985 the effectiveness of DFMO in the treatment of sleeping sickness was established and development took place under a successful public/private co-operation project between WHO and Merell Dow during the 1980s. DFMO is the only treatment of proven efficacy for advanced-stage sleeping sickness and is on the WHO EDL. Because of lack of commercial opportunities, the company ceased production in the early 1990s. Five years ago Hoechst Marion Roussel (HMR), which had taken over Merell Dow, offered the technology, patent and commercial rights of DFMO to WHO. WHO has since then been involved in negotiations to make the product available again but to no avail.



Global trade regulation and access to drugs



Globalization and international regulation of trade is becoming increasingly important for the health field. There are legitimate concerns about the effects of the World Trade Organization (WTO) Agreement on Trade-Related Aspects of Intellectual Property (TRIPS) on access to drugs. TRIPS is the most important international agreement on the protection of patents, copyright and trademarks. TRIPS oblige WTO
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member states to provide a minimum term of patent protection of 20 years. Industrialized countries should have implemented the TRIPS Agreement by 1996, and developing countries by the beginning of this year. Least developed countries have to apply the provisions of the agreement by 2006.



Concerns about the effect of the TRIPS Agreement on access to drugs include the following: * Increased patent protection will lead to higher drug prices, while the number of patented drugs of importance from a public-health point of view will increase in the coming years. * The access gap between developed and developing countries will increase. A key question is whether developing countries should have to wait for 20 years before they can have access to innovations. * Enforcement of the WTO regulations will have an effect on local manufacturing capacity and remove a source of generic innovative quality drugs on which the poorer countries depend. * There is no reason to believe that the TRIPS Agreement will encourage technology transfer and R&D in developing countries; neither are there incentives or provisions to ensure that increased revenues will go towards the development of essential medical technologies. * Industrialized countries will pressure developing countries to implement patent legislation that provides a higher standard of protection for the patent holder than under the minimum requirements of the TRIPS Agreement.
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International trade and WHO



The concerns about globalization and the effect of international trade agreements on access to drugs were raised at the World Health Assembly (WHA) for the first time in 1996 in a resolution on the Revised Drug Strategy (RDS). The WHA is the gathering of member states of WHO and the governing body of WHO. It meets once a year.



The Revised Drug Strategy was formulated in 1985 and adopted by the WHA in 1986 (WHA39.27). The RDS is a comprehensive policy to ensure equitable access to essential drugs of acceptable quality and to promote the rational use of drugs. It promotes the development of national drug policies and addresses all stakeholders. The WHO member states have reaffirmed their commitment to the RDS in a series of WHA resolutions and have made additions to the RDS to enable WHO to address current pharmaceutical issues.



In 1996 the WHA adopted a resolution on the RDS in which it requested the WHO's Director-General 'to report on the impact of the work of the World Trade Organization (WTO) with respect to national drug policies and essential drugs and make recommendations for collaboration between the WTO and WHO.'



Trade issues were again on the agenda of the WHA in 1998. A draft resolution on the RDS proposed by the representative of Zimbabwe led to heated debate. The US fiercely opposed the resolution and claimed that WHO had no role to play in trade issues. The proposed resolution was not adopted and the issue was referred back to the WHO Executive Board. A major stumbling block was the proposed wording: 'urges Member
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States to ensure that public health interests rather than commercial interest have 'primacy' in pharmaceutical and health policies and to review their options under the TRIPS to safeguard access to essential drugs'.



The 1999 WHA adopted a revised resolution that strengthens the mandate of WHO in international trade affairs and asks WHO to study the effects of international trade regulation on health and to assist countries in implementing trade regulation while addressing public health needs and priorities.9



On the surface of it, the resolution may seem rather innocuous but it may have far-reaching consequences. Following the adoption of the resolution, Gro Harlem Brundtland, Director-General of WHO, said, 'When trade agreements affect health, WHO must be involved from the beginning. We need to analyze and monitor how new international agreements can support public health'. The spokesperson for the South African minister of health said: '... health now has a role in all international trade and finance agreements'.



The TRIPS Agreement sets out minimum requirements. It also provides options to incorporate provisions in national patent laws to ensure and increase access to drugs. The RDS resolution gives WHO the mandate to assist countries in developing or adjusting patent legislation in order to increase access to drugs and protect public health. Examples of such options are parallel imports of patented drugs and compulsory licensing.10



187 | P a g e



Parallel imports



Parallel imports are cross-border trade in a product without the permission of the manufacturer. It takes place when there are price differences for the same product in different markets. For example, the price of Glaxo Welcome‘s AZT from international parallel importers varies from $124,95 to $53.50 per 250mg/40 cap. pack.11 A pricing study carried out by Health Action International in 1995 shows the following prices for Smithkline Beecham's Amoxicillin Amoxil: $8 in Pakistan, $14 in Canada, $16 in Italy, $22 in New Zealand, $29 in the Philippines, $34 in Malaysia, $36 in the USA, $40 in Indonesia and $60 in Germany.12 Malaysia could enjoy considerable savings if it buys Amoxil in Pakistan.



Parallel importing is the global version of shopping around for the best value. It is permitted under the TRIPS Agreements. Countries can decide whether they want to restrict parallel imports for certain products. Many European countries have significant parallel trade. Clearly it is not in the interest of developing countries at this point to restrict parallel imports of pharmaceuticals. Compulsory licensing



Compulsory licensing refers to when a legal authority, for example a court or a government, grants a license without permission from the patent holder. This may be done on various grounds of general interest, including public health. The patent holder receives an adequate remuneration. Compulsory licensing is a legal option that is consistent with the TRIPS (Article 31). In many countries compulsory licensing is part of the patent law. The French law, for example, authorizes compulsory licensing when
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patented drugs 'are only made available to the public in insufficient quantities or quality or at abnormally high prices'.



Disputes over compulsory licensing



Opponents of compulsory licensing for public health reasons warn of its harmful effects on R&D for new medicines. According to an industry spokesperson, compulsory licensing presents barriers to innovative treatments needed by patients around the world.13 Harvey Bale, director of the International Federation of Pharmaceutical Manufacturers Associations (IFPMA), wrote to the e-mail list 'Treatment Access Forum': '... if anyone wants to kill incentives for further research into a targeted disease area (e.g., AIDS), then one of the quickest ways to do this is to institute a compulsory licensing regime for drugs that treat that disease.'



South Africa has been under pressure from the US to repeal its draft medicines law because it contains provisions for compulsory licensing and parallel import. Through these provisions South Africa aims at increasing access to essential drugs. South Africa has endorsed the TRIPS accord and the medicines law is TRIPS-compliant. If South Africa ever issues a compulsory license, the US government could challenge the action before the WTO. This would be a fairer course of events than bilateral pressures and trade sanctions. The US foreign policy has led to a global campaign in which AIDS activists from Africa, Asia and the USA join forces to oppose the US government's policies. As a result the question of trade policies and access to life-saving medicines is high on the political agenda in the US.14
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Compulsory licensing and parallel imports are no panacea and will not be useful at all, or not be useful in many situations or at a particular moment. Still these options need to be maintained and protected. Many countries are under tremendous pressure to remove provisions for compulsory licensing and parallel import from their legislation or to not incorporate them in new patent laws. WHO and the World Intellectual Property Organization (WIPO) should play a strong role in providing technical assistance and advocating and protecting provisions in trade agreements that can be used to increase access to essential drugs. Dr Michael Scholtz, executive director, pharmaceuticals and medical technology at WHO, spoke the following encouraging words on access to essential drugs in March 1999: 'It is our mandate given by the WHA to assist Member States to implement TRIPS in consideration of public health concerns. This includes provisions for compulsory licensing as outlined in the agreement.'15



Access to drugs and commercial interests Will greater access to drugs at lower prices affect commercial interests in such a way that the future of drug development is at stake? To answer this question, the following points need to be taken into consideration: * In 2002 Africa will account for 1.3% of the entire world pharmaceutical market. South-East Asia and China will account for 5%.16 These markets are relatively unimportant from a commercial point of view. It is hard to see how providing drugs that were previously not purchased - at lower cost can harm the commercial interests of the pharmaceutical industry. * The research and development costs for new drugs are high. However, consistent and reliable figures on the cost of developing a new drug are hard to come by. Estimates vary from $1.6 million - 4 million (NIH National Cancer Institute estimates from 1988), $2.3 million (US government tax credit office '94)17 to an estimate of $ 500 million by the IFPMA.18 the truth is that information about the costs of developing a new drug is shrouded in secrecy. Still, important policy decisions are made based on unreliable data.
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* Although the cost of R&D is high, so are the profits and returns of the pharmaceutical industry. The pharmaceutical industry is one of the most profitable in the world. In 1997 total sales increased by 11.5% and accounted for $112.1 billion.19 The CEO of a UKbased drug company received a pay package in 199920 that amounted to more than the public spending on health in some least developed countries. * Much of the real innovation is a result of extensive government efforts and public funding. This is true for many of the anti-AIDS drugs such as AZT, DDI and D4t.21 * Effective patent protection is a prerequisite for a successful, innovative pharmaceutical industry. Patents are used to restrict access to innovations in order to create economic incentives for R&D. But restrictions to access must be reasonable and not create a situation where large sections of a population are denied effective therapies.



Doubts cast on IPR regime In 2001, the UK government established a Commission on Intellectual Property Rights to look at how IPRs might work better for poor people and developing countries. The Commission's report "Integrating intellectual property rights and development policy" was published in September 2002, and covers the following areas: intellectual property and development; health; agriculture and genetic resources; traditional knowledge, access and benefit sharing and geographical indications; copyright, software and the Internet; and patent reform. The document contains some quite far-reaching recommendations directed at the global IPR system including the institutions within it (such as the WTO and the World Intellectual Property Organization), and national IPR policy-making. Overall, the Commission expresses serious doubts that the international IPR regime in its present form, and current processes to further strengthen IPR protection, are in the interests of the poor. It also considers that the TRIPS agreement imposes onerous costs on most developing countries. The Commission presents well-documented historical evidence to support the view that at certain stages of development, weak levels of IPR protection are more likely to stimulate economic development and poverty
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alleviation than strong levels. Present-day empirical data is, as the Commission reveals, somewhat lacking. But what there is, points to the same conclusion. Due to their different scientific and technological capacities and social and economic structures, an optimal IPR system is bound to vary widely from one developing country to another. For example, those countries with relatively advanced scientific and technological capacities like India and China may well benefit from high levels of IPR protection in some areas, whereas the least-developed countries almost certainly will not. Among the specific recommendations relating to particularly controversial matters are that developing countries should establish workable laws and procedures to allow them to use compulsory licensing in order to improve access to urgently needed medicines. As for the patenting of life, the Commission recommends that developing countries should not provide patent protection for plants and animals, and should be permitted to develop sui generis systems for plant varieties that suit their agricultural systems. With respect to traditional knowledge and genetic resources, the Commission recommends that all countries should require patent applications to disclose the geographical source of genetic resources from which the invention is derived. Calls to review TRIPS The case against TRIPS is currently being promoted by several public interest groups including Oxfam, Medécins sans Frontières, and Third World Network, which have particularly highlighted agricultural and public health issues. As a result, there is currently strong pressure coming from some of these groups — together with a number of developing country governments — for TRIPS to be revised. In recent years several developing countries have indicated an interest in lowering some of the agreed standards. For example, some African countries such as Kenya have proposed to the WTO that both the ability to patent plants and animals (which is optional at present, although allowed in the United States, Europe and Japan) and microorganisms (which is obligatory) be prohibited. In addition, a number of Latin American countries — including Peru and Bolivia — have proposed that the WTO establish new
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IPR regulations aimed at protecting traditional knowledge to further their specific development priorities. TRIPS stipulates that reviews of the agreement itself must be carried out every two years by a body set up within the WTO — known as the Council for TRIPS — that is open to all member states. Any revisions of the text of TRIPS can take place either immediately following one of these reviews or, more likely, at the conclusion of a new round of trade negotiations. So far there have been no revisions at all. Nonetheless, given the growing attention being given to the issues that the agreement raises, future reviews are likely to become even more contentious.109 It is claimed that the agreement on trade related intellectual property rights TRIPS contains provisions for the protection of intellectual property that is to be accepted by all WTO members. But a careful review of literature reveals that society organization across the world, both the developed and developing are showing their discontents to a number of provisions of TRIPS agreement, which according to analyst are not in the interest of developing countries.



Specifically provisions pertaining to biodiversity, agriculture, and pharmaceuticals. These provisions strike at the very heart of the fundamental rights of every citizen of the world to have access to food, health and the means to earn a living. The provisions are particularly callous to the rural and tribal communities of the world because it threatens their right to food and livelihood by attacking their resource and taking them away. The most alarming implication would be to the indigenous assets and practice of the rural and tribal communities. It will negatively affect their self reliance, access to their own bio resources as the multinational corporation would corner resources to fuel their biotechnology industries. Further it will hinder the observation of, and respect for knowledge, innovation and practices of indigenous and local communities. 109



Article on trips and its impact on developing countries…by Graham Dutfield
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Trips and its Impact on Pharmaceutical Products and Health Care of India “Affluent societies are spending vast sums of money understandably on the



search for new products and processes to alleviate suffering and to prolong life. In the process, drug manufactures have become a powerful industry. My idea of a better- ordered world is one in which medical discoveries would be free of patents and there would be no profiteering from life or death.” Indira Gandhi110



The effects of the TRIPS Agreement on developing countries vary in part with the degree to which these countries had established a domestic system of IPRs protection prior to becoming WTO members. For example, many developing countries such as Hong Kong, Indonesia, Singapore, and Guatemala were parties to neither the Paris nor the Berne Convention prior to becoming WTO members. Others, like India, Bangladesh, and Uganda had ratified either the Paris or the Berne Convention but not both. Therefore, by becoming parties to the WTO, many of these developing countries committed themselves to extreme levels of domestic reform. To address this issue, developing countries made various concessions to facilitate the transition from weak or non-existent IPRs protection to domestic systems that would meet the minimum standards established by the TRIPS Agreement. Along with the prior existence of IPRs protection, a country‘s technological and economic development plays a substantial role in determining the impact of the TRIPS Agreement. In large part this is due to the costs of innovation that are much higher for low income developing countries and LDCs than they are for middle income countries, which are likely to experience greater benefit from higher IPRs protection as well. Generally, developing countries received far fewer preferences than LDCs in the TRIPS Agreement. For example, in order to provide developing countries and LDCs with time to implement massive reforms, the TRIPS Agreement established a staggered 110



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 143
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system of accession whereby developing countries had until January 1, 2000, and LDCs have until January 1, 2006, to comply fully with the TRIPS Agreement‘s standards. ―Moreover, if under the TRIPS Agreement a developing country is required to extend product patent protection to areas of technology not yet so protectable in its territory, an additional transitional period of five years will apply to such areas of technology.‖ In the TRIPS Agreement, however, a separate regime for pharmaceutical and agricultural chemical products was established. Provisions for these items in particular state that patent applications for new inventions in these two areas may be filed during the transition period for developing countries and LDCs. Once the period has expired, patent protection shall be extended for the remaining patent period measured from the filing date. ―For many pharmaceuticals and agrochemicals this in fact means the same thing as if there were no transitional period, because the development and testing of such products also easily takes ten years.‖ Additional measures to support both developing countries and LDCs include Article 67 of the TRIPS Agreement, which requires industrialized countries to assist developing countries and LDCs in their efforts to reform their domestic IPRs regimes. This includes ―assistance in the preparation of laws and regulations on the protection and enforcement of intellectual property rights as well as on the prevention of their abuse. . . .‖ Specifically for LDCs, Article 66(2) of the TRIPS Agreement compels developed country members to provide incentives to enterprises and institutions, for the promotion and encouragement of technology transfer to LDCs, so that they may be able to create a ―sound and viable technological base.‖ Despite these mechanisms to support developing countries and LDCs and the principles and objectives of the TRIPS Agreement, it remains unclear whether the TRIPS Agreement truly fosters the acquisition of technology for advancement by developing countries. India ratified the agreement establishing world trade organization this agreement inter alia contained an agreement on trips. Trips agreement prescribes the minimum states



195 | P a g e



to he adopted by the member countries in respect of intellectual property. India had a transition period of 5 years i.e. 1.1.1995 to apply the provisions of the agreement and an auditioned period of 5 years for extending product patenting in areas of technology hot protected so far. Since the transition period for compliance with the Trips agreement had lapsed so it was necessary for India to comply the provisions of Art 27, and Art 70.8 and Art 70, 9 of trips agreement relating to patenting of pharmaceutical drugs and medicines.



Tough product patenting of pharmaceutical drugs, was included in India by patents amendment Act 1909, but attempt to introduce product patenting in pharmaceutical product was made by issuing an ordinance on 31st December, 1994 subsequently patents amendment bill was introduced in 1995 in Lok Sabha However it lapsed.



The USA raised a dispute against India at the WTO alleging non fulfillment of India‘s obligation in this regard a panel set up by the dispute settlement body of WTO examined the allegations made by USA and submission made by India and ruled that India had not complied with its obligation on an appeal made by India the matter was considered by the appellate body of the WTO which also recommended that India should take the necessary steps to comply with the obligations it was subsequently determined that this be done by 19th April 1999 failure to comply with their obligations within the stipulated period may entail action against India in terms of dispute settlement. Understanding of the WTO agreement under these circumstance the patents Amendment Act 1999 was raised by both the houses of parliament in march 1999 and has been mad enforceable retrospectively from 1.1.1995.



As a result of amendment made in the patent Act 1999 product patent can be granted for Pharmaceutical products medicines and drugs.
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The product process patent controversy generated extensive debate in the negotiations. The developing countries actively the inclusion of TRIPS (intellectual property rights in the new GATT,) developing countries opposition based on the apprehension that this would lead to higher prices, which would deprive class of people, an access to medicine, and would be detrimental to the development upcoming domestic hi-tech industries. The strong lobby of developed countries however pointed out that the stronger property protection would contribute to stimulate research, which would in long run be beneficial to both the firms and the consumers in the least developed. The developed countries won the debate and the WTO agreement that came effect in 1995, included the TRIPS component.111



Thus with signing of this agreement developing countries are committed to abide the provisions incorporated into the TRIPS document.



The provisions of TRIPS which emphasizes on product patenting of Pharmaceutical Drugs



There are no specific provisions of TRIPS agreement which emphasizes on product patenting of pharmaceutical drugs. However there is article 27 of TRIPS which lies down in general what is to be patented. According to Article 27 of TRIPS Patents shall be available for any inventions, whether products or processes, in all fields of technology, provided that they are new, involve an inventive step and are capable of industrial application (5) Subject to paragraph 4 of Article 65, paragraph 8 of Article 70 and paragraph 3 of this Article, patents shall be available and patent rights enjoyable



111



Jayshree Wattal, Intellectual Property Rights in WTO and Developing Countries, Oxford University Press, New Delhi, at p. 336
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without discrimination as to the place of invention, the field of technology and whether products are imported or locally produced. The Pharmaceutical Industry and the Indian Patent System112 The first Indian Patent Act was enacted in 1856 which was replaced by a more comprehensive Patents and Design Act in 1911. The Act of 1911 allowed for productpatents for drugs and medicines. The consequences of having strong intellectual property laws in place were that the foreign companies or the MNCs enjoyed a complete monopoly and charged exorbitant prices, and thus dominated the Indian drug market. They were engaged mainly in the import of drugs from their country of origin. During that time the MNCs who were controlling 80% of the market did not come forward with financial investment and technological help to establish drug production centers in India. An American Senate Committee headed by Senator Kefauver stated in 1959 in its report that in drugs, generally, India ranks amongst the highest priced nations of the world. The Indian Patents Act, 1970 was a response to the Patents Act, 1911, as according to one commentator, the 1970 Indian Patent Act stemmed from a 1959 Ayyangar Committee report that examined the reasons for the high cost of drugs in post independence India and concluded that the high prices resulted from the monopoly control foreign based pharmaceutical companies exercised over the production of drugs. Thanks to the prevailing patent regime. To remedy this issue the Act of 1970 not only excluded drugs from the product claims category but also redefined the working of the patent as its commercial exploitation within India, and excluded any importation from abroad. It also introduced safeguards like the Automatic Right to License in the case of life-saving drugs. These safeguards along with the Drug Price Control Order, 1970, which put a cap on the maximum price that could be charged, ensured that life-saving drugs are available at reasonable prices. The Act of 1970 was hailed by many developing countries and UNCTAD (United Nations Conference on Trade and Development) as one of the most progressive statutes Veena Mishra, TRIPS Product Patent and Pharmaceutical in Economics and Political Weekly, Vol. 48, Dec. 1, 2001, at p. 33
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which safeguard the interest of both the inventor and the consumer in a balanced manner. This Act was a product of deep consideration and long deliberation to synchronize with the



Directive



Principles



of



State



Policy



contained



in



theConstitutionwhichprovidesinArticle39that: (a) The State shall, in particular, direct its policy towards securing (b) That the ownership and control of the material sources of the community are so distributed as best to sub serve the common good; and (c) That the operation of the economic system does not result in the concentration of wealth and means of production of the common detriment." With a regulatory system focused on process patents which encouraged local firms to come up with cheaper processes through reverse engineering, thus cutting the cost of production, helped to establish the foundation of a strong and highly competitive domestic pharmaceutical industry, and being in the grip of a rigid price control framework transformed into a world supplier of bulk drugs and medicines at affordable prices to common man in India and the developing world. The evolution of the domestic pharmaceutical industry constitutes one of success stories of the Indian economy. From being an import dependent industry in the 1950s, the Indian pharmaceutical sector has today achieved global recognition as a low-cost producer of high-quality pharmaceutical products and its annual exports turnover is in excess of $1.5 billion. This could be possible only because there was no product patent system for drugs and pharmaceuticals. But under the Patents (Amendment) Act, 2005 patents will be granted both for products and processes for all the inventions in all fields of technology. The other implications for the pharmaceutical sector under this new patent system are: (a) Term of the Patent: The patent term will be twenty years from the date of the application under Article 33 of the TRIPS agreement (compared to the seven years under the 1970 Act), which is applicable to all the member countries and thus rules out all the differences in the protection terms prevailed in different countries;
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(b) Authorization for use of Patented Product: Patents will be granted irrespective of the fact whether the drugs were produced locally or imported from another country; though the grant of the patent excludes unauthorized use, sale or manufacture of the patented item, yet there are clauses which provide manufacturing or other such rights of the patented item to a person other than the patent holder under Article 31. (c) Reversal of Burden of Proof: Under Article 34 the onus of proving on the legal complaint that process used by another enterprise is totally different than the patented process would lie with the defendant and he will have to prove that he is not guilty of infringement. (in the 1970 Act, the responsibility was with the patent holder). This is the broad framework, which will guide the pharmaceutical industry of India in the WTO regime. Allowing product patenting of medicine and drugs in India will certainly learn to rise in prices of medicines and other life saving drugs. This is evident from the fact that the countries where product patenting of medicines and drugs are allowed there the prices of drugs and medicines are quite high as compared to the prices to same drugs in India. A comparative analysis of prices of some of the medicine and drugs on which product patenting is allowed and of the same drugs in India where product patenting is not done are as follows :- Glaxo is one of the multinationals it manufacturers Zantacs an antiracial medicine, it manufactures the said medicine in India, in the UK and USA. A ten tablet strip of zentac costs in India a little above seven rupees, in England it costs more than three hundred rupees and in USA it costs more than eight hundred rupees. Even in Pakistan it is sold for around 120 rupees. In India Glaxo is selling medicines at low cost because there is no product patenting of drugs in India. The absence of a product patent has enabled any numbers of Indian pharmaceutical companies to manufacturer anti acid tablets with the same properties by different processes, particularly the processes which are cheaper. Gleavac used for treatment of patients suffering from Chromic myeloid Leukemia, the countries where product patent is granted there the drug costs 120000 per



200 | P a g e



month for patients. In India the generic version of the drugs cost 9000-12000 per month for the patients.113 Price comparison of medicines114 (Prices converted into Indian rupees)



Drugs/Brands



Company India Pakista



Indonesia U.K.



U.S.



17.39 241.44



658.36



502.70



1080.72



(13.38)



(87.86)



(28.91) (62.15)



55.62



177.18



100.10



(8.57)



(27.30)



(15.42) (55.86)



28.38 72.50



218.45



117.70



958.82



(7.71)



(4.15)



(33.83)



n Ranitidine



Glaxo



(Zantac) 300mgx10s Times costlier Dioramic



Ciba



6.49



362.12



Sodium (Voveran) Gelgy 50mgx10s Times costlier Piroxicam



Plizer



(Dotonex/Feldene) 20mgx10s Times costlier



(2.56)



The developed countries, however, offered the following arguments. ―Higher prices are necessary to ensure the delivery of new medical treatments in the further. 113



G.B. Reddy, Intellectual Property Rights and the Law, Gogia Law Agency, Hyderabad, at p. 114 Veena Mishra, TRIPS Product Patent and Pharmaceutical in Economics and Political Weekly, Vol. 48, Dec. 1, 2001, at p. 34 114
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Product patents and the legal monopoly rights that they create enable patent holding pharmaceuticals companies to price above marginal cost and thereby to recoup the large, fixed, research and development cost incurred by them in developing new drugs. By affording inventions this right, thus product patent regime ensures incentives for future research and innovations activity‖



However, the reality is that ―The Pharma industry is one of the most profitable in the world, accounting profit margin in tune of 32% of the sales. These companies however, make hue and cry that revenue loss due to generic medicine affect their R&D program and future investments. In fact these companies spend more on advertisements and administration that on R&D According to the World Bank, 50% of the global R&D expenditure is met by public funds. Many drugs marketed by private companies were originally discovered in the public originally discovered with the public funding including the AIDS drugs. However, most of them were never priced for poor public. One of the advantages of the product patents is that the stronger patents will provide access to the latest inventions in drugs, which the developed world will not shy away from introducing in India. It is observed that, though Pakistan also has process patent regime, some of the new drugs that were introduced in Pakistan by the MNCs were not introduced in India at all even though these MNCs were present in the country. This is because the MNCs feared about the competition from the counterfeit products in India, whereas in Pakistan MNCs are stronger than the domestic firms. But it also argued that since the new patent regime would either raise the prices of new drugs to the international level or make the Indian population wait until the patent expires and drugs become cheaper, they in any case will be consuming old drugs, and the purpose of getting quicker access to new drugs will be defeated. So actually prices would increase without much welfare gains in terms of access to new drugs. It is also possible that higher prices charged by the MNCs may not really affect the consumers because; the research activities undertaken by the MNCs are totally different and not pertain to the Least Developed Country (LDC) market. Only 13 of 1373
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new molecules developed during the last 30 years target diseases of tropical countries like India. Hence it can be said that the percentage of population affected by the price rise would be very less. A related issue is the wider use of cost effective generic drugs. In the US and some parts of Europe, the pharmacists are authorized to dispense generic drugs in the place of prescription drugs, which will cost less than the prescription drug. Thus, the consumers have the option to choose between the generic and the branded drug. However, if the doctor writes it as `dispense as written‘ then the pharmacist cannot change the drug. Unlike the other consumer items, in the case of drugs, the consumer goes by what has been prescribed by the physician. Hence, in the post WTO regime, the physicians will play a crucial role in choosing between a patented drug and a generic drug, in cases where alternatives are available and help the consumers from being exploited by the market forces. There is nothing in the GATT treaty, which prevents India from continuing to use price regulation to protect the consumers against exploitation through high prices. The drug price control mechanisms prevalent in India are applicable on the patented drugs too.



Product Patents and Research and Development One of the advantages of the universal patent regime is that private venture capital firms become willing to invest in technology based startup companies; technical knowledge flows more readily from university laboratories to the market place and local firms become willing to devote substantial resources to internal research. Available evidence shows that patents are important for chemicals and particularly for pharmaceuticals basically because of the huge R&D costs incurred by the firms. Also, the purpose of the patent is to provide a form of protection for the technological advances and thereby reward the innovator not only for the innovation but also for the development of an invention up to the point at which it is technologically feasible and marketable.
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The higher cost of the R&D proves to be an effective entry barrier for new firms and hence only firms with large flow of funds become responsible for industrial inventive activity . In developing countries, only a few firms have sophisticated R&D facilities and others benefit mainly from the spillovers of the resultant R&D. But, in order to move on to the higher echelon, firms need to invest in R&D. More often small firms shy away from investing in R&D because; financial risk is too high as there are more possibilities of failure than success. For instance, cost of developing one new drug in the US increased from $54 million in 1970 to $231 million in 1990. Recent studies indicate that 1 out of 5000 compounds synthesized during applied research eventually reaches the market. Other estimates indicate that of 100 drugs that enter the clinical testing phase I, about 70 complete phases I, 33 complete phases II, and 25-30 clear phase III. Only two-thirds of the drugs that enter phase III is ultimately marketed. According to a US FDA report 84 per cent of new drugs placed on the market by large US firms during the period 1981-88 had little or no potential therapeutic gain over existing drug therapies. Similarly in a study of 775 New Chemical Entities introduced in to the world during the period 1975-89, only 95 were rated to be truly innovative. Because of these reasons and due to the protected policy regime, the R&D investment in India has been very low and started picking up only in the early ‗90s .Of the Rs.1, 800 crores spent on R&D in 1998, 35 per cent belongs to the public and joint sector and that of the private sector is about 65 per cent. In spite of the growing investment in R&D, R&D as percentage of sales ratio stagnates around 2 per cent. Further of the 1261 Department of Science and Technology recognized R&D units, 256 have spent more than Rs. 1 crore every year. 350 have spent between Rs.25 lakhs and Rs. 1 crore and the remaining below Rs. 25 lakhs. This indicates that most of the R&D investment was perhaps directed towards process improvements and adapting the technology to local conditions thus resulting in technology spillovers rather than in new product developments. For instance, the UK multinational Glaxo was faced with several local competitors on the first day when its subsidiary marketed its proprietary drug Ranitidine in India, because the competitors enabled by the weaker patent regime were ready with the indigenous version of Ranitidine.
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The more recent case of adapting the technology developed elsewhere to local conditions enabled by the process patent regime is the case of Viagra introduced by Pfizer. A patent for this drug was granted by the US patent office to Pfizer in 1993. The company spent about 13 years and several millions of dollars to develop the drug. Apparently what took Pfizer 13 years and millions of dollars in R&D to perfect, the Indian firms have managed to do in weeks, for a fraction of costs. Of the 30 raw materials used in this drug, 26 are available locally. Utilizing the information that was available on the Internet, US patent records and industry literature some of the Indian firms started their work on the indigenous version of Viagra, which was available in the market within weeks of Pfizer formally launching the product. Absence of stronger protection in the chemical and pharmaceutical sector in developing countries like India is cited as one of the reasons that holds back foreign investment especially from countries like the US, Japan and Germany . However, with the change in scenario, domestic companies, which had invested in biotechnology, were finding the lack of protection as a problem to commercialize their innovations, because in DNA recombinant technologies, novelty is the product. The process of discovery is complicated, but once the product is obtained, its propagation can be achieved in many ways. There has been an apprehension that in the wake of globalization the focus of research in the LDCs could change and the major R&D firms may be more involved in drug discovery that addresses the global diseases and neglect the research that is more relevant for the LDCs. In this context Amit Sen. Gupta, of the National Working Group on Patent Laws, adds: ―I think for me it‘s frightening that ten or twelve people today are deciding what are the kind of drugs that need to be researched because clearly those drugs are being researched not because of the health needs but based on how much profits they can bring in. That‘s why you have research money going into drugs for baldness or Viagra but the last drug for tuberculosis was 30 years back. When you deny people cars or washing machines they don‘t die, when you deny people drugs they die and they die in millions. With transition into the new regime many Indian companies are mobilizing their resources war chest with an increase in their R&D budget. Government of India (GOI)
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encouraged the R&D in pharmaceutical companies by extending 10 year tax holiday to this sector. Besides, planning commission earmarked $34 million towards drug industry R&D promotion fund for the tenth plan.115



Product Patents and Foreign Direct Investment One of the expected outcomes of strengthening the IPR is the increase in foreign direct investment (FDI) in R&D, direct manufacturing or joint ventures. However, the impact of stronger patents on FDI remains inconclusive from the available evidence since IPR is only one of the factors in attracting FDI. FDI flows depend on skills availability, technology status, R&D capacity, enterprise level competence and institutional and other supporting technological infrastructure. Highlighting the FDI flows to countries with allegedly low levels of IPR protection, Correa observes that the perceived inadequacies of intellectual property protection did not hinder FDI inflows in global terms. Thus FDI increased substantially in Brazil since 1970 until the debt crisis exploded in 1985, while in Thailand FDI boomed during the eighties. In contrast developing countries that had adopted stronger protection have not received significant FDI inflows. He further observes that FDI in the pharmaceutical industry outpaced FDI in most other sectors in Brazil after patent protection for medicines was abolished in that country. In Italy after the introduction of process patent protection in 1978, FDI increased. Myriam Orlenna, Executive Director of the Chilean National Industry Association declared, ―The trade benefits and investments which were promised in exchange for the implementation of a US style patent law have never materialized.‖ Hence, it appears that patent production does not have significant impact on FDI.116



115 116



www.legalserviceindia.com, visited on 02/03/2011 Sherman and Bently, Intellectual Property Law, Oxford University Press, New Delhi, at p. 193
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Product Patents and Technology Transfer To qualify for the patent, an invention should be novel, non-obvious and capable of industrial application. As per this, the applicant reveals the content of the patent in the patent application, which is in the public domain. However, such disclosure could undermine the competitive advantage of the invention encouraging the innovator to protect the invention as a trade secret rather than with a patent. For as detailed earlier in the case of Viagra, it is possible to get access to patent information from the patent office of any of the countries and develop a new product based on the information obtained in the patent application form thanks to the rapid development of information technology. A sizeable level of technology currently available is due to `spill over‘s‘ or developing an alternative process that is very close to the existing one. This is the reason why the actual technology in a patent is often kept as a trade secret and which leads to entering in to a separate licensing agreement with the innovator for the transfer of that technology.



The high cost of development and rapid obsolescence may prevent the transfer of technology and the patent holder may prefer direct exploitation or import of products than transferring the technology or know-how. Fear of competition also dissuades the transfer of technology or demands a high royalty for the transfer, but huge royalties may have a negative impact on the expenditure on R&D. In the case of India, though in the pre‘70s era, the technology transfer by the big TNCs did not support the indigenous technological abilities, yet in the post ‗70s, a large number of small and medium size firms have also been transferring their drug technologies to India, thus encouraging an atmosphere of competition in technology transfer. But India has encountered difficulties in getting access to technology for a component known as HFC 134 A, which is considered the best available replacement for certain chlorofluorocarbons. Patents and trade secrets cover this technology, and the companies that possess them are unwilling to transfer it without majority control over the ownership of the Indian company.
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The provisions of TRIPS agreement provide for the patenting of micro organisms. Thus for complying with the provisions of TRIPS India has amended its patent act by the extents amendment Act 2002 and has provided for the patenting of micro organisms by inserting clause 2 (f) in section 3 of the patent Act.



The Microorganisms are of the immense use in manufacturing of medicines thus patentability of microorganisms had also effected the supply and prices of medicines in India. For – e.g. Particular multinational like sandoz patents the fungus that produces penicillin since sandoz will have acquired absolute will have acquired absolute rights over those particular fugues. A country like India will therefore be forced to buy penciling from Sandoz in its monopoly at very high price.



As per Article – 27 of TRIPS agreement patents shall be available for any inventions whether product or processes in all fields of technology provided they are new and involve an inventive step and are capable of industrial applications. However para-2 of Article-27 of TRIPS, it is specifically mentioned that members may exclude from patentability those subjects which FS necessary to protect human life and health.



So if we make interpretations of para-1 and para-2 of Article-27 of TRIPS agreement then patenting of medicines and drugs is not necessary Para 1 of Article-27 cannot be interpreted alone it has to be interpreted along with other paras of particle-27 of TRIPS so accordingly if Para 1 is interpreted along with Para – 2 of Article – 27 then medicines and drugs are excluded from patentability.



So even if India doesn‘t make patenting of medicines and drugs it is not volatile of Art-27 of TRIPS agreement. Developing countries like India should take advantage provisions of TRIPS agreement to suit to their advantage only. It is the lobby of
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developed countries that have imposed product patenting of medicines and drugs for their own advantage.117 Some of the important cases in respect to product patenting of pharmaceutical drugs are as follows India .. V.. United States of America and European and council118 Patent protection for pharmaceutical agricultural and chemical products United States of America filed complaint against India, along with European council, before WTO dispute settlement panel.



TRIPS agreement obligations required India to amend it‘s patent Act 1970 to provide for legal status to the system of mailbox application, right from the law, India had put in place force with effect from 1st January 1995. Instead of amending the law, India had put in place mail box system by an Administrative order.



In this connection, India‘s contention was that its administrative order was a good as legislative enactment, more or as ministerial commitment had been made on the subject before the Indian parliament mail box system was introduced by Indian Govt. as application for grant of patents could be filed before the Indian patent offices, for products were other wise not patentable under the Indian patent act, TRIPs agreement of the India patent act is latest by 1st January 2005 for mail box provision to the TRIPS council amounting its administrative arranged as the mail box provision was not adequately publicized and the prospective of patent application under that arrangement that during the transition period of 1st January 2005. 117



www.legalserviceindia.com, visited on 02/03/2011 B.L. Wadhera, Law Relating To Patents, Trademarks, Copyrights, Design and Geographical Indications, Universal Law Publication Co. Ltd., New Delhi, at p. 148-159 118
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The US further complained that India has to recognize exclusive marketing rights of the applicant for patent filling their application under the mail box system the period application remained pending in the mailbox. No. legislative or provision had been made by Indian to grant such exclusive marketing rights.



The United States of America further complained that all that had been stated by Indian Minister in reply to a un-starred question no. 2601 in Loc-Sabha, answered in on 2nd August 1996 was that such mail box application would be taken up for by the Indian patent office after 1st January 2005 what was meant by the would be taken up for examination, was not clear. The European community‘s filed similar complaint against India before the settlement body of the WTO.



The dispute between India and the US and India and European communities had arisen in the backdrop of the following statutory situation.



Sec. 5 of the Indian patents act 1970, does not permit product patent of be granted of substances intended for use as capable of being used as food or medial or claims for method a processes of manufacture are patentable is respect of only claims for method a processes of manufacture are patentable is respect of substance. Thus India, currently does not make available patent protection for and agricultural chemical product. That is not commensurate with the under article 27 of the agreement on trade related aspects of intellectual rights (TRIPS) agreement TRIPs agreement requires that patents, shall be for any invention whether products or process in all fields of technology to certain exceptions and transitional provision of article 65.4 and 70.8 of the trips agreement.
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On 31st December 1994, while Indian parliament was in the recess the president promulgated the patents (Amendment) ordinance 1994, with a view to medicine under articles 70.8 and articles 70.9 of the TRIPS agreement the inserted a new chapter IV A in the Indian patents Act, to deal with a claim for or drug. The ordinance explicitly allowed the filing of patent application in offices under the provision of sec. 5 of the patent Act.



It also establishes a system for grant of exclusive marketing rights with respect to product, which are subject of such patent applications, subject to certain conditions was notified to the WTO council for trade related aspects of intellectual rights i.e. the council for TRIPS.



The ordinance had been issued in exercise of the powers conferred upon the president by Article 123 of the Indian constitution. In March 1995, government introduced the patents (amend ant) bill 1995, before the bill contained the same provisions, as in the 1994 ordinance. The bill also lapsed because of the dissolution of the parliament on 10th May 1995.



Neither the expiry of the presidential ordinance was not publicized, nor was it notified council for TRIPs nor was the lapsing of the bill due to of the bill due to dissolution of parliament or notified to the TRIPs council.



Under the current Indian legislation, there is no provision procedural a for the grant of exclusive marketing rights (EMRs) for product which is the of a patent application under article 70.8 (commonly called mailbox application)
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On the USA pointing out that India was not meeting its obligation under the agreement and the European community‘s also charging India with failure to meet under the TRIPS agreement the matter was referred by the WTO to its settlement body (DSB).



India lost the case. It appealed against the DSB report before the applicable pant body also upheld most of the findings of the DSB panel. The appellate body concluded that India had not complied with its obligations and in the alternative. Para 1 and 2 of article 63 of the TRIPs agreement, it has failed to establish a mechanism that adequately preserve novelty and regarding application for product in respect of pharmaceutical and chemical inventions during the transitional period of which it is entitled under the 65 of the agreement. India was also required to publish and notify adequately, information about such mechanism and that India had thus not complied with its under article 70.9 of the TRIPs agreement, because it has failed to establish as for the grant of exclusive marketing rights and properly publish the same.



The panel recommended that India should bring its transitional regime for patent pharmaceutical and agricultural chemical products into conformity with it are under the TRIPS agreement.



It is however humbly submitted that India committed fundamental mistake by the treaty without reservations, and secondly failed to notify the gradual to the WTO form in time.



Thirdly US contention that India has not devised any provision for execution rights does not stand as during the said period no application was received by Indian patent office claiming such rights.
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Fourthly India is contention that administrative order was as good as legislative as the minister is making a commitment on the issue, on the floor of the and the parliament endorsing it‘s is undoubtedly as good as legislative. The dispute settlement forum and the appellate forum should have taken the thereof.



Aventis Pharma inc. and avent‟s .. V... Pharma Science Inc. And the minister of health119



Section 5 (1) of the patented medicine (NOA) regulations question of double patenting dates of invention were taken into consideration. Patent claims not infringed hence into consideration. Pharma science Inc. (applicant) applied for a notice of compliance (NOC) to the of health to market a capsule ramipril on august 31, 2001. This application was them as per the patented medicine (notice of compliance) regulation. The rampril used for the treatment of hypertension and heart failure. On March 28, 2003, Pharma and Aventis Pharma Deutschland Gurb-H-filed an application before the of health requesting the ministry not to grant the NOC.



There were three patents involved with the drug ramipril. The first one was the Canadian patent no. 087 which covers the use of ramipril for the treatment of operations. This patent expired on November 4, 2002. The second patent was patent no was for the use of ramipril for cardia deficiency is also held by Avertis and in December, 2005.



119



Cornish W.R., Cases and Material on Intellectual Property, Sweet and Maxwell Publication, at p. 133
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The third was patent no. 206, which is a genus patent that includes rampiril corporation (Schering Corporation who joined as a respondent in this suit support to Aventies)



The application for grant of patent 206 was filed in the year 1981 and the patent for the same in the year 2001. The drug ramipril was being marketed by under the trade name ALTAC.



On February 7, 2003 pharmacy science as part of the NOC proceedings, sent a (allegation (NOA) Aventis contending that the drug ramipril will not be made or used for failures (cardiac deficiency) and also pledged that the not infringe any of the claim involved in the armorial patent under 206. They that the patent 2005 held by corporation was invalid on the granted a double patenting as claims 1,2,3 and 12 of patent 206 infringes the claims of patents.



Adventism filed a suit before the federal court of Canada alleging that the NOA submitted by pharmascience is not justified and also that pharmascience would indeed patent 457. Aventis filed the suit seeking prohibition order to be issue to the of health not to grant the notice of compliance filed by pharmascience.



Aventis contended that patent 087 had already expired and hence the question of patenting will not arise. They also contended that the NOA submitted by science is sufficient and is not a notice of allegation as per the patented medicines regulations.



Aventis contended that patent 206 included many compounds. In support of their they produced an affidavit given by Dr. Elizabeth Smith, who is one of the invention
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relating to patent 206. She contended that claim of patent 206. a number of compounds that have been commercialized including and apart from ramipril. Moreover the drug intended to be produced by Pharma will be a bio-equivalent to an identical in appearance to the ALTACE that is the expired patent 087 and the patent 457. Further they sentenced that the ramipril will be used by the patients for treatment of heart failure even pharmascience claims that to will not be used for the same. Further they contact question of double patenting will not arise as the inventors of the two inventions date of the two inventions were different. The invention relating to patent 206. in the year 1980, that a patent 087 was n the year 1981 and that of the 457 was in the year 1984.



Pharmaceuticals contended that their selling of its generic ramipril will not infringe they also contended that the patent 206 is invalid since the claims in it are similar the claims of patent 087 and patent 457. Pharmastrance put forward that opposing the NOC, Avenue will automatically obtain in effect a two year its patent 087 that expired on November, 2002.



The court observed that pharmascience NOA not put forward adequate facts the allegations that the marketing of its product will not infringe the patent 457, the date of invention of patent 206 is much before the patent 087 and the patent question of obviousness does not arise.



The court took into consideration the invention date because patent 206 was under the old patent scheme 1982 i.e. all the application received prior to 1982 under the old patent scheme pre-1982 amendment the position was that when applications contain one or more claims defining substantially the same applications contain one or more claims defining substantially the same in another application conflict procedure is to be followed to determine which applicant is the prior inventor. But under the current amended Act conflict are 087. Patent was granted to 087 hence the patent 206 cannot be held invalid of
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double patenting. Pharmascience failed to produce any substantial evidence that the claim of patent 206 infringed the claims of patent 457.



The court taking into consideration certain case laws concluded that the NOA by pharmascience was inadequate as it did not give any information to justify infringement of the patent 20.



TRIPS AND ITS IMPACT ON ENVIRONMENT120



TRIPS are not directly concerned with environmental problems however there are many provisions in the TRIPS agreement which deals with the environmental aspects. The provisions in the trips agreement which have created an impact in the environmental laws and environmental aspects of India are as follows: In Article 27.2 it is mentioned that members may exclude from patentability of those inventions which is necessary to protect human animal or plant life or health in order to avoid serious prejudice to the environment, so Article 27.2 of trips is environmental friendly and acts as a supplement to protect environment resource as it avoids patenting of plants and animal life.



In Article 27.3[a] of trips agreement members may also exclude from patentability diagnostic, therapeutic and surgical methods for the treatment of humans or animals this provision of trips if complied by members will protect the animals and conserve them as this provision deals with treatment of animals, it will have positive effects on animals life span.



120



Linarclli John, Treaty Governance, Intellectual Property and Biodiversity in Environmental Law Review, http://papers.ssrn.com/5013/paperscfm?abstract, visited on 22/03/2011
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In Article 27.3[b] of trips agreement may exclude from patentability of plants and animals and other biological processes for the protection of plants and animals. This is also environmental friendly provisions. Article 27.3[b] also provide members may allow patenting of genetically engineered plants this is also positive provision in trips which would favors biodiversity.



Provisions in TRIPS against environment121



Article 27.3[b] allows patenting of micro organisms this is against environment as micro organisms are useful for naturally making soil fertilized thereby avoiding environment poisoning by chemical fertilizers.



India has complied with almost all the provisions of the trips agreement. So now we shall analyze the compliance of India with the provisions of trips agreement in relation to the environmental aspects and its impact on the environment of India.



Patents are an important element contributing to the environment and its preservation. Patents concerning inventions to preserve the ozone layer, patents for inventions to use less energy to grow plants able to absorb more carbon dioxide, to abandon old fashioned products and process having a negative impact on the environment like patenting of micro organisms.



Linarclli John, Treaty Governance, Intellectual Property and Biodiversity in Environmental Law Review, http://papers.ssrn.com/5013/paperscfm?abstract, visited on 02/01/2011
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The patents Amendment Act 2002 has provided for the patenting of micro organisms by inserting clause 2[f] in section 3 of the patents Act. The micro organisms include such small forms of life or living creatures such as bacteria fungus viruses and etc. These micro organisms are very helpful in avoiding environmental poisioning and acts as natural fertilizers of soil. Micro organisms are also helpful for mining purpose in extracting metal ores. India by allowing patenting of micro organisms will surely effect the environment as needed micro organisms for specific purpose will not be freely available to general public. To comply with Article 27.3[b] of trips agreement India has enacted The protection of plant varieties Act 2001. The idea behind the introduction of FRs was thus to ensure the equitable sharing of benefits arising from genetic resources and to give farmers incentives to preserve their generic resources and share them with other more specifically. FRS aimed to ensure that the sufficient funds were made available for this purpose. While in principle developed countries agree that farmer‘s activities deserve recognition they are generally opposed to a new regime of FRS They would rather have the right of farmers subsumed under existing IPR regime. The parameters of PRS are still being and are yet to be defined there are differing views on the nature holder of these rights The rights are vested in the international community as trustee for present and future generation of farmer for the purpose ensuring they receive full benefits and incentives to continue contributing.



This Act is enacted to provide for the establishment of an effective system for protection of plant varieties, the rights of farmers and plant breeders and to encourage new varieties of plants. This Act protects the rights of the plant breeders for making genetically engineered plants.



If such rights are protected, then it would stimulate



investment for research and development both in public and private sectors for the



218 | P a g e



development of new plant varieties, thus this would have positive effect on the biodiversity of the country India by making it more rich with new plant varieties and adding to the strength of the environment of India.



Encouraging investment in natural capital shall act as an incentive to conserve and enhance the same; this shall in turn enhance the natural genetic variability of flora and fauna. By signing trips agreement it protects the biological diversity of the country India as it prevents other countries from exploiting biological diversity of India to earn billions of dollars of profits thus trips agreement has saved the economic value of the country India which India alone can exploit to earn millions of profits.



PATENTING VIS-À-VIS BIODIVERSITY122



Biodiversity means the richness of the living world and in particular the diverse nature of its genetic heritage. Genetic diversity has been decreasing since the beginning of the century factors involved in this decrease includes agriculture practices and urbanization but certainly not patenting.



Innovation may improve the preservation of scare natural resources by replacing their use with the use of more abundant ones even there is hardly any disharmony between trips and convention on biodiversity. Biodiversity convention deals with a body of law completely separate from that which is the subject of trips it is based on the principle that states have the sovereign rights over their own biological resources and has its objectives the conservation of biological diversity, its substantial use and benefit sharing by access to resource Some scholars are of the opinion that TRIPS agreement Linarclli John, Treaty Governance, Intellectual Property and Biodiversity in Environmental Law Review, http://papers.ssrn.com/5013/paperscfm?abstract, visited on 013/012011
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contradicts the provisions of CBD, particularly Article 27.3(b) of TRIPS agreement contradicts the provisions of CBD. Patenting of seeds and genetically engineered plants under Article 27 of TRIPS agreement is likely to lead to misappropriation of the knowledge and resources of indigenous and local communicates this contradicts the provisions of CBD because the objective of CBD is to protect and promote biological diversity.



CBD clearly reaffirms that nation states have sovereign rights over their own biological resources. Whereas under trips agreement innovators make patenting on the microorganisms, plant varieties traditional knowledge thus there is a need to harmonize the provisions of TRIPS and CBD. The innovators should share the benefits arising out of use of biological diversity of that country for the better harmonization of the provisions of CBD and TRIPS, the patent inconsistent with Article 15 of CBD must not be granted.



Trips on the other hand require states to protect intellectual property which is recognized as a private right. Thus trips agreement has negative as well as positive impact on environment.



TRIPS AND ITS IMPACT ON AGRICULTURE SECTOR OF INDIA123 Agriculture policies are framed and implemented by the national governments, according to the prevailing priorities. With the emerging trends of globalization and free Ninan Koshi, Community Farmers and Breeders Rights, ICFAI Journal of Intellectual Property Rights, Vol. 2 No. 4, Nov. 2003, www.ielre.org, visited on 07/03/2011
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trade this freedom is bound to be curtailed a little. In the changed scenario, national governments are obliged to formulate their policies not as per their own priorities but in consonance with the international conventions and protocols.



In the changed scenario, the most important variables as to what crop to grow, where to grow, who should grow who should consume, are all decided by the exigencies of maximizing profit in the international market. The crop is grown in countries where labour and fertile land is cheap. It is processed in countries where technically skilled personnel are available cheap.



As per the tenets of agreement, member states are obliged to grow some export crops and in a way it is thrust upon them. This well tends to reduce the quantum of food crops which is a basic necessity of the masses. Consequently displacement of food crops all creates food scarcity in the member state. It obviously necessitates import of food grains. This will proportionately displace labour force. Further each to as of food grain imported shall generate unemployment in the importing country.



A Group of scholars harbors a notion that TRIPS agreement is not a comprehensive document and deficient in many ways. Provisions relating to agriculture and farmer rights are ambiguous and creates apprehensions. The concept of farmer rights was introduced after it was realized that the established IPR regime did not recognize farmers as innovators and consequently disqualified them from holding IPR. This had led to the inequitable distribution of benefits between the providers of germ-plasma and the provider of technology. There was no system of compensation or incentives for farmers. In 2004 two laws have been proposed – a seed Act and a Patent Ordinance which could forever destroy the biodiversity of our seeds and crops, and rob farmers of all freedoms, establishing a seed dictatorship
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Eighty per cent of all seed in India is still saved by farmers. Farmer‘s indigenous varieties are the basis of our ecological and food security. Coastal farmers have evolved salt resistant varieties. Bihar and Bengal farmers have evolved flood resistant varieties, farmers of Rajasthan and the semi-arid Deccan have evolved drought resistant varieties, and Himalayan farmers have evolved frost resistant varieties. Pulses, millets, oilseeds, rice, wheat‘s, vegetables provide the diverse basis of our health and nutrition security. This is the sector being targeted by the Seed Act. These seeds are indigenous farmers varieties of diverse crops – thousands of rices, hundreds of wheat, oilseeds such as linseed, sesame, groundnut, coconut, pulses including gahat, narrangi, rajma, urad, moong, masur, tur, vegetables and fruits. The Seed Act is designed to ―enclose‖ the free economy of farmers seed varieties. Once farmers‘ seed supply is destroyed through compulsory registration by making it illegal to plant unlicensed varieties, farmers are pushed into dependency on corporate monopoly of patented seed. Patenting of seeds have created lot of difficulties for the farmers. New IPR laws are creating monopolies over seeds and plant genetic resources. Seed saving and seed exchange, basic freedoms of farmers, are being redefined. There are many examples of how Seed Acts in various countries and the introduction of IPRs prevent farmers from engaging in their own seed production. Josef Albrecht, an organic farmer in Germany, was not satisfied with the commercially available seed. He worked and developed his own ecological varieties of wheat. Ten other organic farmers from neighboring villages took his wheat seeds. Albrecht was fined by his government because he traded in uncertified seed. He has challenged the penalty and the Seed Act because he feels restricted in freely exercising his occupation as an organic farmer by this law.



Patenting of seeds do not provide anything positive to offer to farmers of India but offer a promise of a monopoly to private seed industries. The 2nd Amendment to Patent Act, 1970 makes changes in the definition of what is NOT an invention. This has opened the flood gates for the patenting of genetically engineered seeds.
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According to Section 3(j) of the Indian Patent Act, the following is not an invention: Any process for the medical, surgical, creative, prophylactic or other treatment of human beings or any process for a similar treatment of animals or plants or render them free of disease or to increase their economic value or that of their products.



In the 2nd Amendment however, the mention of ―plants‖ have been deleted from this section. This deletion implies that a method or process modification of a plant can now be counted as an invention and therefore can be patented. Thus the method of producing Bt. cotton by introducing genes of a bacterium thurengerisis in cotton to produce toxins to kill the bollworm can now be covered by the exclusive rights associated with patents. The Second Amendment has also added a new section (3j). This section allows for the production or propagation of genetically engineered plants to count as an invention. Its status as an invention thus deems it. But this section excludes as inventions ―plants and animals include seeds, varieties and species and essentially biological processes for production or propagation of plants and animals.



Looking with closer analysis, there are three ways that the 2nd Amendment and 3rd Amendment of the Indian Patent laws have jeopardized our seed and food security, and hence our national security.



Firstly, it allows patents on seeds and plants through sections 3(i) and 3(j), as we saw above. Patents are monopolies and exclusive rights which prevent farmers from saving seeds; and seed companies from producing seeds. Patents on seeds transform seed saving into an ―intellectual property crime‖.
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Secondly, genetic pollution is inevitable. The Patent owner of seeds will use the patents to claim ownership of crops on farmers‘ fields where the Bt. gene has reached it through wind or pollinators. This has been established as precedence in the case of a Canadian farmer, Percy Schmeiser, whose canola field was contaminated by Monsanto‘s ―Round up Ready Canola,‖ but instead of Monsanto paying Percy on the basis of the pollute principle, Monsanto demanded $200,000 fine for ―theft‖ of Monsanto‘s ―intellectual property‖. Thousands of U.S. farmers also have been sued. Will Indian farmers be blamed for theft when Monsanto‘s GM cotton contaminates their crops? Or will the government wake up and enforce strict monitoring and liability? When combined with the 3rd product patents amendment, these changes can mean absolute monopoly. A decision on a plant patent infringement suit has set a new precedent for interpreting plant patent coverage. In the case of Imagio Nursery vs. Diana Greenhouse, Judge Spence Williams, for the U.S. District Court for the Northern District of California, ruled that a plant patent can be infringed by a plant that merely has similar characteristics to the patented plant. When combined with the reversal of burden of proof clauses, this kind of precedence based on product patents can be disastrous for countries from where the biodiversity that gave rise to those properties was first taken, more so, if the original donors of the biodiversity are accused of ‗piracy‘ through such legal precedence in the absence of the prior existence of laws on traditional knowledge that prevent the misuse of such legal precedence.



In countries, where plant patents are not allowed, patenting genes is available as an opening for patenting properties and characteristics of the plant, and hence having exclusive rights to those properties and characteristics. This is how Monsanto was able to establish monopolies on seeds through patents on genes in Canada, even though Canada does not allow patents on life forms.



Patent protection implies the exclusion of farmers‘ right over the resources having these genes and characteristics. This will undermine the very foundations of agriculture.
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For example, a patent has been granted in the U.S. to a biotechnology company, Sun gene, for a sunflower variety with very high oleic acid content. The claim was for the characteristic (i.e., high oleic acid) and not just for the genes producing the characteristic. Sun gene has notified others involved in sunflower breeding that the development of any variety high in oleic acid will be considered an infringement of its patent.



Corporate Rights Vs Farmers Rights124 The State is under siege. New Intellectual Property Rights (IPR) legislation is being introduced in the area of plant genetic resources (PGR) under pressure of the U.S. government as well as the requirements of the TRIPS agreement of the W.T.O. while W.T.O. gives a five year transition period to introduce PGR legislation; the U.S. pressure was to introduce such legislation immediately. Further, the U.S. has been demanding monopoly protection for Transnational Corporations (TNCs) which control the seed industry. On the other hand people‘s organizations are fighting to protect farmers‘ rights to their biodiversity and their right to survival as well as the freedom of scientists to work for the removal of hunger rather than corporate profits. Farmers organizations, biodiversity conservation groups, sustainable agriculture networks and public interest oriented scientists are trying to ensure that farmer‘ rights are protected, and through the protection of farmers‘ rights, sovereign control over our biological wealth and its sustainable use in agricultural production is ensured. The conflict over PGR legislation is a conflict between farmers and the seed industry and between the public domain and private profits, between an agriculture that produces and reproduces diversity and one that consumes diversity and produces uniformity.



On January 29, 1996 at an address at the Indian Institute of Agricultural Research, the Unite States Secretary of Agriculture, Mr. Daniel Glickman directly addressed the issue of the protection of seed Multinationals (MNCs). He said, ―I hope our new Ninan Koshi, Community Farmers and Breeders Rights, ICFAI Journal of Intellectual Property Rights, Vol. 2 No. 4, Nov. 2003, www.ielre.org, visited on 028/12/2011



225 | P a g e



legislation will provide a responsible and reasonable protection to private seed companies, which will encourage them to provide the best seeds available for your farmers. There would be very few inventions of anything, particularly in agriculture, without patent protection because it is the fundamental fact of nature that people will not go through the expense of development of new ideas just for the altruistic benefit of the human race.



The U.S. IPR orthodoxy is based on a fallacious idea that people do not innovate or generate knowledge unless they can derive private profits. However, greed is not a ―fundamental fact of human nature‖ but a dominant tendency in societies that reward it. In the area of seeds and plant genetic resources, innovation of both the ‗formal‘ and ‗informal‘ systems has so far been guided by the larger human good. Norman Borlaug the scientist behind the Green Revolution and the recipient of the Nobel Peace Prize, made this clear in his statement at a Press Conference at the Indian Agricultural Research Institute, New Delhi on 8th Feb 96. He expressed concern against private companies and TNCs gaining control of plant genetic resources and seeds and patenting plants Prof Borlaug said,



We battled against patenting. I and late Glen Anderson (of International Wheat and Maize Research Institute) went on record in India as well as other for a against patenting and always stood for free exchange of germplasm.



He saw IPRs in PGRs as a prescription for famine. Besides using a fallacious essentialist argument about human nature, Mr. Glickman also stressed the inevitability of farmers‘ dependence on MNCs for seeds due to trade liberalization and its impact on agriculture. According to him,
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As income increases throughout Indian society, food needs will change – higher vegetable oil consumption, a shift from rice to wheat in urban areas and some shifting from grain to poultry and livestock products. Also, the needs of the new food processing industries will change the types of crops demanded. Therefore, farmers must have access to new crop varieties in order to meet changing consumer preferences.



In other words, what the U.S. government is coercing the Indian government to do is introduce unhealthy fat and meat rich diets through the expansion of U.S. agribusiness, agro processing and fast food industry. The proposal is to replace the small peasant and farmer based agricultural economy of India with agribusiness controlled industrial agriculture. This shift is associated with a transformation of farmers as breeders and reproducers of their own seed supply to farmers as consumers of propriety seed from the seed industry. It is also a shift from a food economy based on million of farmers as autonomous producers to a food system controlled by a handful of TNCs which control both inputs and outputs. This is a recipe for food insecurity, biodiversity erosion and uprooting of farmers from the land. IPRs are a significant instrument for the establishment of this TNC totalitarianism. The protection of the rights of citizens as producers and consumers needs the forging of new concepts and categories, new instruments and mechanism to counter and limit the monopoly power of TNCs in agriculture. Community rights are an important balancing concept for protecting the public interest in the context of IPR protection for corporations. In the field of food and agriculture, farmers‘ rights are the countervailing force to breeder‘s rights and patents on seed and plant material. Farmers‘ rights in the context of monopoly control of the food system become relevant not just for farming communities, but also consumers. They are necessary not just for the survival of the people but also for the survival of the country. Farmers‘ rights are an ecological, economic, cultural and political imperative. Without community rights, agricultural communities cannot protect agricultural biodiversity. This biodiversity is necessary not just for the ecological insurance of agriculture. Rights to agricultural biodiversity are also an economic imperative because without it our farmers and our country will loose their freedom and
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options for survival. Since biodiversity and cultural diversity are intimately linked, conservation of agricultural biodiversity is a cultural imperative also. Finally, without farmers‘ rights, there is no political mechanism to limit monopolies in agriculture and inevitable consequence of displacement, hunger and famine that will follow total monopoly control over food production and consumption through the monopoly ownership over seed, the first link in the food chain.



ANALYSIS OF TRIPS AGREEMENT WITH RESPECT TO CONSTITUTIONAL PERSPECTIVES OF INDIA



The law regulates the conduct of the society in its most describe and benign form. It maintains the order in the society and eliminates unhealthy delinquencies and deviations. Thus, law plays an important role in developing a civilized society. The law of a country is generally based on its social, economic, and political ideologies and notions. These ideologies and notions are essentially different in various societies. This usually gives rise to conflict among laws of various nations which is generally taken care of by the ―Private International Law‖. An important aspect of the Private International Law is that it is territorially oriented and society-specific. Thus, the laws of the country in question prevail, of there is a conflict between the two laws of the different sovereign states. The ―Public International Law‖ on the other hand primarily encompasses within its ambit the Treaties and conventions which are required to be uniformly followed by the ‗Member Countries‘. The constitutional law of India is the supreme law of the Land. No other legislative law of the country India can be in derogation to the fundamental rights guaranteed under the constitution of India.
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Article 21 - of the constitution of India guarantees the fundamental right to life and personal liberty. It says that no person shall be deprived of his life or personal liberty except according to procedure established by law. After Maneka Gandhi‘s case, new dimension has been brought to article 21 of the constitution of India.



Thus Article – 21 of the Constitution of India guarantying right to life and personal liberty also includes right to livelihood, and right to get pollution free water and air thus right to healthy environment has also been included under Article – 21 of the constitution of India.



India having signed the TRIPS agreement is obliged to comply with the provisions of the TRIPS agreement. In order to comply with the provisions of the TRIPS agreement, India has made amendments in its IPR laws.



There are many provision in the TRIPS agreement when complied by India, it strikes at the heart of the fundamental rights of the citizens of India.



TRIPS agreement emphasizes on the patenting of pharmaceutical products. Until the year 2005, India did not amend its patent Act to allow patenting of pharmaceutical products, however after completion of transition period allowed to India for complying with TRIPS agreement India by way of patent amendment Act-2005 has provided patenting of pharmaceutical products. A careful review of literature shows that the countries were patenting of pharmaceuticals drugs is allowed there the prices of medicines and drugs are very high, patenting of medicines in India would make life saving drugs very costly. Poor people or even middle class people would not be able to buy it.
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Thus patenting of pharmaceutical products is against right to life and health guaranteed against Article – 21 of the constitution of India. Patenting of seeds and genetically engineered plant varieties effects the poor Indian farmers, because of patenting of seeds, the poor Indian farmers can no longer save seeds, thus such patenting effects right to livelihood of the people.



There are some provisions in the TRIPS agreement which has adverse effects on the environment, like allowing patenting of micro organisms which is very useful creature of environment used in soil fertilizing and many other purpose, would certainly effect environment India has also allowed patenting of micro organisms. Thus such provisions does effect the healthy environment guaranteed under the constitution of India.



It is clear that India has amended its IPR laws to comply with the provisions of TRIPS agreement, by doing so the fundamental rights of the people has been infringed, now the following issues arises :-



That by complying with the provisions of TRIPS agreement by making amendments in IPR laws, the fundamental rights are being violated.



Since India has signed TRIPS agreement, it is obliged to comply with TRIPS agreement and make necessary amendments in its IPR laws.



Can writ petition under Article – 32 of the constitution be made for striking down the amendments made in IPR laws which are derogative to fundamental rights.



There are some provisions in the constitution of India regarding compliance of international treaties.
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The Treaties and Conventions entered in the sphere of Public Internationals Law are not automatically incorporated in the ‗Municipal Legal System‘, though some countries endorse the concept of ―automatic incorporation‖ of the same. In India, we have to take an independent action of ‗legislation‘ U/A 253 of the Constitution of India to make the Treaties and Conventions functional. This shows the legislative superiority of Parliament over the respective state. Thus, a law passed by the Parliament in this eventuality will not be invalidated on the ground that it is legislating on a subject falling in State List. The non-obstante clause of Article 253 is, however, subject to the other provisions of the Constitution. For instance, Article 253 is subject to the ‗Doctrine of Basic Structure‘. Similarly, Article 253 is also subject to Part III of the Constitution of India. Thus, the Fundamental Rights con not be overridden by a law made under Article 253 of the Constitution.



This position points towards the scope of International Law in India. It shows unquestionably that unless and until a Treaty or convention has been given due effect in India U/A 253 it has no binding value except a ―moral appeal‖. This is so because even when enacting laws for the purposes of Private International Law if the law is received the approval of the President of India, still the same may have no binding force if it has not been notified by the ‗Executive‘ wherever required. There is no fixed rule that if the Parliament has made a law as per the signed Treaty or convention it is always valid. The same may be held to be ‗unconstitutional‘ if it is against the municipal law of the country, particularly the Constitution of India. On the contrary, there is nothing that restricts the Constitutional Courts in India to Invoke the provisions of International Treaties and conventions for interpreting the Fundamental Rights in a labial manner even of India is not a signatory to any particular Treaty or Convention. The concerned provisions regarding Data protection in the TRIPS Agreement are in conformity with the Constitutional scheme. This takes us to the analysis of the provisions of the TRIPS Agreement protecting the Date property.
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Under directive principles of the constitution of India Article – 51 provides that the state should strive to promote international peace and security.



Maintain just and honorable relations between nations. Foster respect for international law and treaty obligations in the dealings of organized people with one another.



Thus, following interpretations can be made from the above paragraphs – that – constitutional law is the supreme law of the country India. So far as abiding of provisions of international treaties are concerned, they are not directly enforceable unless included in municipal law of the country by the legislature since no legislative law can be in derogative to fundamental rights, so any amendments made in IPR laws of India which is derogative to fundamental rights, needs to be struck down. Writ petition under Article – 32 of the constitutions of India can be made to strike down such laws. A famous case with respect to impact of trips on pharmaceutical industry of India is the Novartis case which is being discussed as followsNovartis Case On August 5, the Madras High Court rejected the claim of the multinational drug company Novartis, for a patent on a life-saving drug for leukemia, or blood cancer. This chemical compound (imatinib mesylate) is marketed by Novartis as Gleevec in Europe and Glivec in India, and is used to treat chronic myeloid leukemia. Novartis has already patented the drug in 35 countries.



At the heart of the case was the question of whether this drug is actually a new invention or simply a minor modification of an older, off-patent drug. TRIPS requires that patentable inventions be new and involve an "inventive step." Thanks to the active intervention of the Left parties at the time of the amendments to the Indian Patent Act, this Act also contains provisions ensure that only truly innovative advances will be
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patented. For example, section 3(d) of the act forbids the patenting of derivative forms of known substances unless they are substantially more effective than the known substance.



These provisions are intended as safeguards against well-known anti-competitive practices of patent holders. The exploitation of minor and insignificant changes to ask for a new patent is a very common practice among large drug companies, who frequently use this as a method of prolonging monopoly control over products that would otherwise move off the patent list, in a practice known as ―ever greening‖ or ―spurious patenting‖.



It was this provision in the Indian Patent Act which was challenged by Novartis. Indian drug companies, NGOs and other stakeholders have been arguing that the drug Glivec is simply another version of an old drug invented before 1995, which cannot be patented any more and is now made generically in India. However, Novartis had argued that Gleevec is a major improvement on the older version and therefore ―new‖ because it is supposedly more easily absorbed by the body.



A huge difference in price (and therefore profits) was at stake in this. Novartis sells Gleevec in India and similar countries at a price of 26,000 dollars per year per patient. Indian generic drug manufacturers offer the drug at less than one tenth of that price – and even that is considered far too expensive for the majority of leukemia patients in a poor country.



Fortunately, the Madras High Court has rejected Novartis‘ claim to novelty, and thereby validated the decision of the Indian Patent Office not to grant a patent for Gleevec. So this is a significant victory for leukemia patients in India, hospitals treating the poor with this drug, and other stakeholders.
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TRIPS IMPACT ON TRADEMARK IN INDIA



After the coming and enforcement of Trips agreement on universal level there are many changes made in the domestic legislation, out o that some of the significant changes are registration of unconventional trademark –now it is the duty of the researcher to make awareness through this research about the concept ,meaning and provisions of unconventional mark .. Imagine you are on the Internet, visiting the website of ‗Starbucks Coffee‘ and you can smell the aroma of freshly roasted coffee beans. Everyone, who thinks that these are just dreams of the future, is not quite aware of the latest state of engineering. By now, scientists work on the calculated use of smells and there is already a prototype called ISmell that spreads fragrances and smells on the Internet.125Such technologies are being continually developed to gain an edge over others in the market and are being protected by Intellectual Property.



In the late 1990‘s unconventional trade mark forms such as sounds (audible), tastes (gustatory), touches (tactile) and smells (olfactory) have become more important. The industry seeks to invent new products in order to present more sensory consumer goods to the overwrought customers. Although these possible trademarks have not yet reached a high acceptance among lawyers, jurists and the courts, but they are of common use in marketing and practitioners are familiar with the sensorial as an essential part of an innovative trademark and product strategy. Such new trademarks bear a high potential of economic assets and of innovative creations, which are necessary for a growing and competitive market126



125 126



http://www.inter-lawyer.com/lex-e-scripta/articles/trademarks-registration-smell- EU.htm. [2] Ibid



234 | P a g e



A trademark is conventionally a distinctive sign of some kind, whether that sign comprises a name, word, phrase, symbol, design, picture, styling or a combination of one or more of these elements. A trademark is used by a business to identify itself and its products or services to consumers, and to set itself and its products or services apart from other businesses. The essential function of a trademark is to uniquely identify the commercial source or origin of products or services127



In the Agreement on Trade-Related Aspects of Intellectual Property Rights (‗TRIPS‘) ―any sign or combination of signs‖ may be registered as a trademark, although a condition may be imposed that the mark be visually perceptible. With the amendment in The Trade and Merchandise Marks Act, 1958 the Patents and Trademark Office now allows the registration of Unconventional Trade Marks in accordance with the provisions of The Trademarks Act, 1999 which is in accordance with TRIPS.



The Unconventional Trade Marks have acquired the recognition, which they hold today mainly due to two factors viz. International Conventions (like Trademark Law Treaty, TRIPS etc.) and low literacy area due to which the illiterates relate more and recognize goods by shape, colour etc128 Unconventional Trade Marks should be inherently distinctive. The other requirements for registration of an Unconventional Trade Mark under the Act are: (i)



It should be capable of being graphically represented129



(ii)



It should be capable of distinguishing the good from other goods130



127



http://www.4th-media.net/legal/what_is_a_trademark.php. www.symlaw.ac.in/doc/avantika.pdf 129 Section 2(1)(zb); Trademarks Act, 1999. 130 Section 9(1)(a); Trademarks Act, 1999. 128
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Kinds of Unconventional Marks: (1) Colour Marks: Colours are an important tool for marketers and, for many years, colours were considered almost impossible to protect as trademarks. While there continues to be a substantial amount of uncertainty on how to protect colours in particular in Europe, the more recent view expressed by the European Court of Justice (ECJ) does finally appear to recognize that colours can function properly as trademarks and can therefore be registered as such. This has brought the European law closer to the U.S. approach, which was laid down by the U.S. Supreme Court in its decision in the Qualitex case in 1995131



There have been various instances where colour has been registered as a trademark. Textile World reports that Link Industrial Fabrics has registered the color blue which covers synthetic resinous fabrics for use in the manufacturer of bulk container in the nature of bags and wraps for industrial use132 In the case of colours, the issue of distinctiveness is particularly complex, as colours by their very nature are limited in number and can seldom be said to refer to a product characteristic. Hence, one of the main arguments against the protection of colours is the fact that no trader should be able to monopolize for his own benefit the use of a single colour. This argument known in the U.S. as the ‗Theory of Depletion of Colours‘ was until 1995 the main stumbling block under U.S. law to grant protection for colours and, although not referred to as such in Europe has influenced many European decisions at least until recently133



131



www.iam-magazine.com. www.textileworld.com/news.htm 133 Supra at fn 3. 132
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On the argument that by protecting colours as trademarks there would be a risk of depletion of usable colours by competitors, the Supreme Court rejected once and for all this argument finding it too remote a possibility to justify a complete ban on the registration of colours. However, if in specific circumstances an issue of colour depletion did arise, the registration of a colour mark could be attacked on the basis of functionality, and this should be sufficient to protect competition134



„Single colour‟ as a trademark -Libertel Group BV v Benelux Markenbureau [2003] ETMR 63 In the Libertel case 135 decided in 2003, the ECJ had to consider whether an application by Libertel, a Dutch provider of mobile telecommunication services, to register the colour orange as a mark for goods and services in association with various items of telecommunication equipment and services could be allowed. The application by Libertel simply claimed the colour orange without any reference to any colour code



In Libertel the court decided that colour, per se, may have a distinctive character and may be capable of distinguishing the goods and services of one undertaking from those of other undertakings. However, in general practice as traders generally use words as a means of brand identification, consumers are not in the habit of identifying the goods and services of brands based solely on the basis of the product colour or their packaging. It follows therefore that colours are only in exceptional circumstances capable of denoting the origin of a product or service marks consisting of colour alone136



134



Ibid. Libertel Group BV v Benelux Markenbureau [2003] ETMR 63 136 www.ipo.gov.uk/prevunconvent.pdf. 135
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In Libertel, the European Court of Justice has decided that to be represented graphically, colour marks must be presented in a way that is ―clear, precise, selfcontained, easily accessible, durable and objective‖. This is commonly known as the ‗Sieckmann Criteria‘ laid down in the Sieckmann case, which dealt with the possibility of registering smells as marks137 Colours can be graphically represented if they are filed in the form of a written description of the colours(s) (e.g. dark blue) and are accompanied by the relevant code(s) from an internationally recognized colour identification system for e.g. Pantone®, RAL and Focoltone®. This is not an exhaustive list and the choice of which system to use is one for the applicant138



As far as the Indian position is concerned only a combination of colours can be registered as a trademark and a single colour cannot be registered as a trademark.139This is primarily because they lack innate uniqueness and registration of a single colour as a trademark can lead to the exhaustion of that colour in a particular trade. For instance if Cadbury registers the colour purple as its trademark it will lead to the depletion of the colour from that particular trade.



A trademark may be limited wholly or in part to any combination of colours and any such limitation shall be taken into consideration by the tribunal having to decide on the distinctive character of the trademark. So far as a trademark is registered without limitation of colour, it shall be deemed to be registered for all colours140 „Combination of colors‟ as a trademark



137



Ibid. Supra at fn 12. 139 Section 2(1)(m); Trademarks Act, 1999 140 Section 10;Trademarks Act, 1999. 138
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By and large buyers more readily identify combination of colours as a trademark and therefore they usually work better as a mark than a single colour. Distinctiveness in a particular colour is rarely found and granting one trader a monopoly in a colour puts other honest traders at a significant competitive disadvantage.



(2) SHAPE MARKS: The shape of any good cannot be registered as a trademark if it consists exclusively of the shape of goods which results from the nature of the goods themselves; or the shape of goods which is necessary to obtain a technical result; or the shape which gives substantial value to the goods141 However, the word ‗Shape of Goods‘ forms a part of the definition of the term ‗Mark‘ under Section 2(1)(m) and ‗Trade Mark‘ under Section 2(1)(zb) of the Trademark Act, 1999 and thus the shape of any good can be registered as a trademark provided it is not functional. This is based upon the ‗Doctrine of Functionality‘, according to which features that are functional cannot be protected under trademark law and thus if a particular shape is such that it can achieve a technical result then it cannot be registered as a trademark. But, if an unlimited number of alternative configurations of shapes remain in the market, a feature with the functionality may still be protected as a trademark or trade dress142



(3) SOUND MARKS: Sound marks have been in practical use since the first drum signal was sent from village to village. The U.S. Patent and Trademark Office (USPTO) began registering unconventional sound marks more than 50 years ago. In 1950, the National Broadcasting Company (NBC) obtained a sound mark, for radio broadcast services in United States. The mark subsequently expired, and in 1971, NBC obtained registration of a sound mark 141 142



Section 9(3); Trademarks Act, 1999. Supra at fn 4.
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for ―3 chime like notes‖ to identify broadcasting services. The mark is used between television shows to identify the station143 The 1999 Act defines trademarks in the following terms: ―trade mark means a mark capable of being represented graphically and which is capable of distinguishing the goods or services of one person from those of others and may include shape of goods, their packaging and combination of colours.‖ The 2002 Rules define graphical representation to mean the representation of a trade mark for goods or services in paper form. Thus, it can safely be asserted that graphical representation is a sine qua non for TM Registration in India. Another important criterion to be satisfied is distinctiveness. The proviso to section 9 (1) of the Trade Marks Act, 1999, recognizing this concept of ―acquired distinctiveness‖ inter alia provides that ―a trade mark shall not be refused registration if before the date of application for registration it has acquired a distinctive character as a result of the use made of it…‖. Similarly, Section 32 of the Act states that a mark which is wrongly registered (because it lacks inherent distinctiveness) shall not be declared invalid if the mark has acquired distinctiveness after registration and before commencement of any legal proceedings challenging the validity of such registration.



It is pertinent to note that with some of the TM Registries in India, amongst the various unconventional TMs, sound marks have found most favour. For instance, the Yahoo ―yodel‖ and the sound mark for Allianz Aktiengesellschaf have been registered in India in the last two years. Though there has not been a determination on whether sonograms would qualify as graphical representation envisaged under the 1999 Act, the arguments that expert opinion is required for both forms of representation subsists, thus validating the use of sonograms. It has been reported that Yahoo had in fact submitted a notational reproduction of the sound along with its digital copy, which practice if adopted would constitute a constructive step towards effective TM protection, provided the same are made available on the TM Registry websites to give constructive notice to the public.



143



Supra at fn 7
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Although sound mark registration is not available globally, international branding for companies such as Deutsch Telekom, Nokia, Yahoo! and Intel includes registration of sound marks in multiple jurisdictions. Deutsche Telekom AG of Germany has registered its ―five note musical score‖ in the United States, New Zealand and Germany. The ―fivetone‖ Intel Corporation sound is registered in the United States, Australia and New Zealand144



However, sound mark registration is problematic in two areas. First, reduction of a sensory mark to a written description is not very viable, as the simple listing of names of musical notes does not provide enough sensory information to experience the mark. Second, some registries accept a musical score of the mark and provide an image of the score in the database in addition to, or instead of, a written description of the mark. If a sound mark has been registered by music notation without a listing of the note pattern, the mark lacks meaning, particularly if the mark is not famous.145



With the technological developments the prospective trademark owners are getting increased opportunities to use sound marks. Perhaps the expanded use of unconventional sound marks in wireless technology and the Internet will increase the demand for global registration of sound marks as intellectual property. The Trademarks Act, 1999 neither recognizes nor restricts the registration of sound as a trademark. Thus the Indian position with regard to sound, as a trademark is not very clear. But sound trademarks are now commonplace in the U.S., where MetroGoldwyn-Mayer‘s mark of ―a lion roaring‖ has long been registered for movies. Further, the Trademark law treaty also provides for recognition of sound as a trademark. However



144 145



Ibid. Ibid.
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TRIPS, EU directives, Community Trademark Regulation are all silent upon recognition of sound as a Trademark146



But for inclusion of sound as a trademark the definition of Trademark can be interpreted broadly and it does not exclude the possibility of sound being considered as a trademark provided they are represented graphically and are capable of distinguishing the good from others. Generally, to meet the criteria for the registration of sound as a trademark its musical notations along with its sound recording is provided147



(4) OLFACTORY/SMELL/SCENT MARKS: A scent mark was first recognized in 1990 in United States when plumeria scent added to sewing thread was registered as a trademark. Shortly after the U.S. plumeria case, the scent of fresh cut grass for tennis balls was registered as a European trademark, and the odour of beer for dart flights and the scent of roses for tyres were registered in the U.K. The second application was lodged by Sumitomo Rubber Co., which applied to register ―a floral fragrance/smell reminiscent of roses as applied to tyres‖. This request was successful and became known as the first UK‘s olfactory trademark148 However TRIPS, EU Directive and Community Trademark Regulation do not address the issue of protection of scent marks. The Indian position is also similar and the Act does not expressly prohibit the recognition of olfactory marks, but if a smell is to be registered as a trademark it should be capable of graphical representation and should be distinctive of goods. To meet this requirement the chemical formula and sample of the smell is generally provided149 The 2002 Rules also emphasize on the need for graphical representation. The 2002 Rules provide for registration of 3D marks by means of graphical representation of a maximum of eight views and a specimen, but is silent on 146



Supra at fn 4. Ibid. 148 http://law.nus.edu.sg/sjls/articles/SJLS-2005j-1.pdf. 149 Supra at fn 4. 147
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other untraditional TMs. The Revised Trade Mark Manual (here-in-after ‗the Manual‘) has welcomed the progress in the development of unconventional trademarks making distinctiveness a prerequisite for registration. Taking a balanced view, it has clarified that while untraditional marks such as colour and sound constitute categories capable of trademarks registration, registration may be granted only in cases where the use of the mark is exceptional and has acquired secondary meaning.



Though graphical representation and secondary meaning associated with untraditional trademarks are sine qua non, the principle of representation imposes the greater handicap for the registration of smell marks and analogously, taste marks. The Manual leaves ends loose with respect to smell marks, simply stating the possible affliction. In the event a practical and cost effective solution is devised, eliminating the impediment to graphical representation, olfactory marks shall be registrable, obviously propped up with distinctiveness. Further, the TM forms presently do not provide clear indication of the nature of the mark purported to be protected since different standards have to be satisfied by traditional and untraditional TMs. Although the categories such as colour combinations and 3D marks have been provided in the forms, the unconventional marks are conspicuous in their absence in such categorization.



The Indian system has definitely garnered a lot from the experiences of the European Union and the United States, and while its decision to not grant trademarkability status to olfactory and gustatory marks is based on practical impediments of today, the same may be subject to change, considering the growing commercial and advertizing trends coupled with the leaps that technology is taking.
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(5) MOVING IMAGE: The Trademarks Act, 1999 has neither expressly excluded nor included the recognition of moving images as a trademark. However like other trademarks, it should also fulfill the criteria that it should be capable of being graphically represented and should be distinctive of goods. UK has recognized the registration of a moving image, which was accompanied by a single photograph, described in words150



Though the features of a product for which Unconventional Trademarks are provided are merely the secondary identifiers of origin but granting exclusivity for such features by providing for their registration prevents the rival traders from making their product similarly attractive. It is to grant a limited, but nevertheless quite significant, form of monopoly over a selling feature. Additionally, the new trademark forms bear a high potential of innovative goods and services. Therefore, a growing market also needs an innovative interpretation of the law. to the meaning and concept of unconventional trademark



150
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IMPORTANT PRECEDENT Some cases relating to Trademarks Domain name: As a result of the internet‘s popularity, Indian courts have dealt with a large number of domain name disputes in the last few years and the Courts have consistently applied the law relating to passing off to domain name disputes.



Satyam Infoway Ltd. v. Sifynet Solutions Pvt. Ltd In a recent case, the Supreme Court of India held that domain names are subject to the legal norms applicable to other intellectual properties such as trademarks. While restraining a subsequent proprietor from using another proprietor's registered domain name, the Supreme Court considered various definitions under the TM Act and held that a domain name can be said to be a word or name which is capable of distinguishing the subject of trade or service made available to potential users of the internet. The facts of the case were that Satyam Infoway Ltd,a leading information technology services company and one of India‘s largest internet services providers is the registered proprietor of several domain names like www.sifynet, www.sifymall.com, www.sifyrealestate.com etc since June 1999. It claimed that the word ‗Sify‘ was a coined word invented by using the elements of its corporate name, Satyam Infoway. However, another company, Sifynet, which started internet marketing business under the domain names, www.siffynet,net and www.siffynet.com from 5th June 2001 was restrained from Using the domain names (Placeholder11)151



Manu Kosuri & Ors (Re: various domain names)



151



(Satyam Infoway Ltd. v. Sifynet Solutions Pvt. Ltd., 2004 53 SCL 26 (SC))
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159 of 1999 Permanent injunction granted against the defendants from using the domain names jrdtata.com, ratantata.com, tatahoneywell.com, tatayodogawa.com, tatateleservices.com, tatassl.com, tatapowerco.com, tatahydro.com, tatawestside.com, tatatimken.com or using any mark which comprises Tata or any other identical or deceptively similar mark. Permanent injunction granted on March 9, 2001. Amul wins trademark case in Gujarat HC TNN, Sep 26, 2007, 12.28am IST



VADODARA: Utterly Butterly Amul's name cannot be used by any other proprietor even if the company is selling goods other than that sold by the proprietor, who has registered the trademark. In a significant judgment, the Gujarat High Court has ruled that a registered trademark user has the right to restrict others using their trademark for different class or goods.



HC's judgment was in connection with a case where the Kaira District Cooperative Milk Producers' Union popularly Amul Dairy and the Gujarat Co-operative Milk Marketing Federation (GCMMF) had filed trademark infringement cases against two local shop owners, Amul Chasmaghar and Amul Cut Piece Stores in the district court. While Kaira Union owns brand Amul, GCMMF manages the brand.



It was on April 25, this year that the district court had passed an order that it was a clear case of infringement and restrained the two from using Amul trademark. Amul Chasmaghar however had challenged the district court's interim injunction in the HC, where justice D N Patel upheld ruling of the district court.152 Yahoo Inc. V. Aakash Arora & Anr. The first case that came up before the Indian Courts probably was the case of Yahoo! Inc. v. Akash Arora in which an attempt was made to use the domain name (yahooindia.com) for Internet related services. Yahoo alleged that by using a quite similar domain name and format to their domain name i.e. (yahoo.com), there must be a charge of deceit and 152



TNN, Sep 26, 2007, 12.28am IST
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"Passing off". Thus, by looking at the passing off doctrine, the court granted an injunction restraining the domain users from dealing in service or goods on the Internet or under the trademark/domain name (yahooindia.com).153



Laxmikant V. Patel vs. Chetanbhai Shah NICHOLAS PIRAMAL GETS INJUNCTION IN TRADEMARK CASE



Facts: - Piramal Healthcare Ltd. is one of India's largest Pharma companies, has filed trademark infringement suit against Indore-based Endolabs Pharma marketing group in Bombay High Court. The defendants have infringed the products by name Agepyrine, Zypyrine, Elgipyrin and Easipyrin respectively which are the trademark of Piramal.



Analysis: - Piramal is a registered proprietor of mark "ESGIPYRIN' and the trade mark has been registered on January 22, 1974. The defendant is engaged in a deliberate, dishonest and fraudulent act of, counterfeiting and is passing of their products as that of the plaintiff. In case of Laxmikant V. Patel vs. Chetanbhai Shah reported in (2002) 3 SCC page 65 in paragraph 14 it was specifically held that "it is the usual practice to grant adinterim relief in the nature of injunction once a case of infringement of trade mark is made out".



Judgment: - The Mumbai High Court has ordered an ex parte injunction against the defendant for infringing Plaintiff's trade mark for arthritic pain reliever Esgipyr154



153



Yahoo!, Inc. vs Akash Arora & Anr. on 19/2/1999
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Laxmikant V. Patel Vs. Chetanbhai Shah 2002(3 SCC Pg 65, Para 14
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Major Findings  The provisions of TRIPS Agreement are very broad and vague; many provisions are inconsistent to each other.  There are some provisions in TRIPS Agreement which are more favorable to developed countries as compared to developing countries like there are provisions of additional protections in respect of geographical indications for wines and spirit whereas the additional protections are not available to products of developing countries.  There are some provisions of TRIPS Agreement which have become obsolete with changing world and technology.  There are many provisions in a TRIPS Agreement which do not suit to the socioeconomic scenario of developing countries.  There are some provisions in a TRIPS Agreement which strike at the heart of the fundamental rights of the citizens of India.  India has framed extensive legislative framework of IPR Laws in India but still it has not completely complied with all the provisions of the TRIPS Agreement.  The implementation of the TRIPS Agreement is dominated by the lobby of developed countries; developing countries are suffering at the hands of the developed countries.
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CONCLUSION The present day scenario, the concept of intellectual property has assumed recognition and importance. IPR has crossed national barriers and the issue has universal dimension. It is now unanimously agreed that the issue of IPR shall be governed by an international code. Of late it has been recognized by community that science and technology need to be used for constructive and purpose and these development need to be linked to the social and welfare of the masses.



In order to govern the issue pertaining to intellectual property, number of laws enacted but Indian experience with IP has not been satisfactory. The legal regime of IP in India has been deputation of the British laws and most of the Indian laws are virtual copies of the British legislation which have been passed from time to time.



The advent of globalization and emergence of the concept of free trade, the entire complex of trade relation between countries has undergone sea change. An understanding has emerged that for a better and progressive economy, trade needs to be free and national barriers should impediment. There is a need for international agreement on IPR



TRIPS agreement is indeed a very important international agreement which is laid down to provide minimum level of protection to intellectual property rights at international level.



The provisions of the TRIPS agreement are very broad and vague. Since many of the provisions are very broad and vague, they are subject to different interpretations. Different member countries make different interpretations of the TRIPS agreement. The TRIPS agreement is dominated by the lobby of developed countries, so the developed
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countries emphasize on the implementation of those interpretations, which suit to their economic benefits.



The socio-economic scenario of developed and developing countries are quite different. There are some provisions in the TRIPS agreement which does not suit to the Socio-economic scenario of the developing country like India, but still under pressure of developed countries, the developing country have to implement the provisions of trips agreement, even if it does not suit to their socio-economic scenario.



TRIPS agreement enforces upon setting of only minimum standards OF IPR protection regime. However the lobby of developed countries is trying to enforce strong IPR protection regime.



Developing countries need maximum access to Western



Technology to increase development. Technological information‘s should be provided with minimal restrictions. Strong IPR protection would hamper economic development by forcing developing countries to pay for the use of intellectual property, which is held predominantly by individuals and co-operations in developed countries.



The patenting of Pharmaceutical products is an example of the dominance of the lobby of developed countries upon the implementation of TRIPS agreement.



There is ambiguity in the TRIPS agreement regarding the patentability of medicines and drugs, because Article 27.2 of TRIPS excludes patentability of those products which affects the life and health of animals, plants and human beings. So patentability of medicines and drugs is inconsistent to Article 27.2 of TRIPS agreement. The patentability of medicines and drugs has been imposed for the benefits of developed countries on the pretext of research and development of medicines and drugs issues. Pharmaceutical industries are one of the most profitable industries in the world. They
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spend more on advertisement rather than on research and development purposes. Patenting of Pharmaceutical Products certainly results in rise of prices of drugs and medicines. Such policies make life saving drugs very expensive which strikes at the Fundamental right to life and health as guaranteed under the Constitution of India.



Allowing patenting of seeds is yet another example of dominance of developed countries over the implementation of TRIPS agreement, product patenting of seeds strikes at the hearts of Fundamental right of livelihood of farmers.



Even patenting of micro organisms which is very useful creature for keeping pollution free environment affects fundamental right of healthy environment.



The provisions in TRIPS agreement for excluding patenting of life forms and other products affecting environment is not being implemented in totality. In fact such provisions are being interpreted narrowly which could prove to be very adverse to the existing environment. Some other scholars harbor apprehensions and express doubts in the intentions powerful tycoons and consider the new scheme of regulations as a mask legitimize imperialism and tool of exploitation of third world countries.



Some experts argue that in the name globalization a new global institutionalism is being introduced through WTO. Former national economies are replaced by a single world economy. The new set of regulations is being imposed binding multi-lateral instruments of the GATT, TRIPS, and Agreement under the umbrella of WTO their own enforcement mechanism. These contain a precommitment strategy that binds present and future governments predetermined institutional and polices.
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According to some scholars, this scheme of globalization and internationalism has major proportion of our people alienated from the main stream and helped a few become more richer, this wading the gaps between haves and have



Analytical study reveals that the newly emerging system has the tendency of empowering transnational corporations. In these system key decisions such as, what to wear to produce and where to market are all decided by the exigencies of the market. Hence the decisions are made by the transnational corporations, net national but global perspective. Raw materials are procured from the cheapest around the world, goods are produced in the countries which offer low cost of and they are marketed in the affluent markets around the world. It ultimately the transnational corporations and its owner have the best of all words.
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SUGGESTIONS: There is a broad consensus that the TRIPS in its present from is not acceptable on grounds. It is not only detrimental to the interest of developing and the least developed countries but it violets the fundamental of people. Civil society across the world is mobilitizing opinions‘ to intervene in the trip review. Even the United Nation has take a strong position The August 2000, resolution sub, commission for protecting human rights states that ‗actual and potential exist between the implementation of the TRIPS agreement and the realization of social and cultural rights in relation to inter-alia, impediments to the transfer technology to developing countries, the consequences for the enjoyment of the right variety rights and the patenting of genetically modified organism, bio-piracy, reduction of communities (specially indigenous communities) control over their and natural resources and cultural values, and restriction on access to pharmaceutical and their implication for the enjoyment of the right to health. It is humbly submitted that by signing TRIPS agreement without sufficient in the parliament, and with no reservation clause, the government of India has committed a great blunder.



It is therefore necessary to review the whole issue in the light of experts and scholars opinions and if possible at least some worked out at home and mobilize the contained discount in the civil societies across the globe to intervene and apply diplomatic present to review the TRIPS clauses to suit the developing countries in general and Indian conditions in specific. The researcher therefore proposes the following suggestions



It is necessary to launch public campaign to organize public workshops and give signals that consensus is building up and civil society is gearing up for creating pressure for a meaningful change and modification one in the TRIPS clauses.
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Members of the civil society, pressure groups NGOS and concerted citizens from all walks of life should be encouraged to come together to demand equality and justice from WTO. The specific demand should be on overhaul of the chapter which has provision that strike at the very heart of the fundamental rights of every citizen.



India should play a leading role in organizing a global review sessions and the TRIPS agreement along with other like minded developing countries and workout a comprensensive document identifying the areas of strums, and claim changes to be negotiated. In the opinion of scholars and experts, following changes can be negotiated during such a review session.



The exceptions to patent ability under Article 27.3(b) need to be expanded. Members must have the discretion not to grant plant and animal patents that the current language of the article 27.3(b) allows. This discretion to refuse patents over life is essential to give members who are also CBD parties, the flexibility required to experiment with for implementing CBD.



The human Rights, concerns have already been raised with respect to TRIPS Indian forum should take it on board and claim that the TRIPS clauses should be modified so that it does not violate the rights of ordinary citizens.



At national level the government should come forward with the innovative and favorable interpretation of the TRIPS provisions. It should question the legality of inconsistent provisions under the respective international laws and treaties; the government should be proactive in adopting the existing TRIPS flexibilities and also try to incorporate the other possible flexibilities surfaced due to stereoscope interpretation of the TRIPS provision keeping the supremacy of the human rights above business priorities.
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Justice Krishna Iyer feels that in the guise of free trade our freedom is being traded. He fells that by passing the patent amendment bill to provide for exclusive marketing fights, EMRs, and consequently to provide for product patenting. India would be surrendering and succumbing to hidden agenda in the form of a corporate bill of rights to the detriment economic interest of the country



Justice B.P. Jeevan Reddy, feels that TRIPS agreement favors only multinational corporation (MNCH) and that the Indian government has not done enough home work to outer their onslaught. He further that the same western lobby which pushes for liberal entry of MNCs into the markets of developing countries is following a policy in the matter of entry of refugees and foreigners into the western he cites the case of wide difference between the prices of medicines produced by Indian companies and those produced by MNCs and warns us that EMRs termite by the 1999 amendment and product pattering to be propertied from 2005 should be detrimental to the common man.



The arguments of justice Krishna and justice Reddy and justified arguments have a sound basis. It is sincerely hoped that certain steps would be taken by to protect the interests of the local industry and the common man in future associations.



It is gratifying to know that the India won its case against m/s Rice Tea Inc. of USA with regard to the patenting of Basmati Rice in USA. However American Company still continues to market the Basmati Rice, under the trade name Basmati, and Basmati, It is therefore expected that Indian government would take appropriate steps to protect its geographical indications from being exploited eleven the world.
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It is clearly evident that the WTO is promoting the western concept of the rule of the agricultural sector also. The new institution (WTO) created for maintaining a standard of living, a minimum income for those who are facing harsh economic in poor countries. The purpose was to reduce the protectionism of rich countries international tare. If this objective is not fulfilled, the countries like India, fully on its‘ agricultural driven economy will suffer and the divided in the among the rich and the poor, will increase. It will lead to the failure of trading system. Although it is an admitted face that the WTO is one of the important international economic institutions its functions, domain and legitimacy heavily contested.



It is humbly submitted that the setting up of a world patent system has huge implications. Such a system would replace the current situation where each country has its own laws, own patent officers and own courts. It would mean the end of patent policy as a tool for national development. The current flexibilities by the TRIPS agreement with regard to rules an patentability and exceptions thereto would be eliminated.



The limited policy space left in the hands national government under TRIPS agreement will be further eroded. The harmonization of patent law does not however seems to be in the best interest of developing countries. It may benefit only those with large scale international patent activity. To counter the international system what is needed is better coordinated and sustained efforts by developing aimed at preserving the currently available flexibility to frame national laws. However there is a need for initiation of a debate about the effects of intellectual property raising and harmonization particularly on the development of developing. A clear understanding and appreciation of the challenges posed by the WIPO agenda is the need of the time.



The exploitation of technological knowledge is central to the development less developed countries obtain this knowledge from more rather it themselves. Transfer of technology is the transfer of a patent with respect patent which is patented. The product of technology is mixed up with the patent which is effort is made to make a distinction
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between the two. Hired technology through patents and trademarks cannot become the basis of any nation. Easy to borrowed technology creates disincentive to local research and development programmes. If developing keeps on buying technology, it will stagnate the development of the countries. The developing countries have failed to catch up with the developed countries. Therefore developing countries need a fundamental change in their outlook towards the question of transfer of technology.



It is humbly suggested that few more sections of the Act be amendment make it friendly or more transparent and feasible not creating under inconvenience to a common man specifically in the arena of food and medicine.



The TRIPS provisions should be read, construed in the light of its broader objectives and principles. As per recommendation made by pharmaceutical research committee headed by Dr. R.A. Mashelkar, there is a need to amend sec 2(1) of the patent Act to make ‗new chemical entity or new medical entity, alone to be paten table. The formulations and combinations of drugs, changes in dosage, new use etc. should not be patentabic as there is no inventive step involved in it. The patenting of micro organism and non biological process should be excluded and bio technological inventions be made paten table.



To control price rise because of patenting of medicines the government should frame social insurance programme to mitigate increasing prices of medicines.



A careful analysis of the various provisions under TRIPS and its subsequent modification will show that there sufficient room to interpret them to the advantage of the country. This should indeed be the top most priority for the government and its policy makers.
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In India there is brought research exemptions exempting and kind of research and experimental activity irrespective of whether the activity is commercial or not.



The potential danger of a narrow exemption under the US laws is the it impedes legitimate research activities, which would otherwise help in progress of science. On the other hand, the danger of a broad research exemption is that it dilutes patent protection and take away the incentive to create, invent and invest.



The best law on research exemption lies somewhere in between thetwo. Policy makers should formulate on ideal are balanced research exemption law, which should effectively promote progress of science by balancing patentee‘s right with the interest of the society. The researcher suggests following guidelines in respect to research exemptions



Use of patented products to be used as research tools should be given exemption for nonprofit researchers.



So for as commercial researchers are concerned, patentee should have some discretion in giving it as research tools.



The patentee should have discretion to issue license to commercial researchers for use of patent product as research tools. That is improved licensing technique must be emphasized upon.



258 | P a g e



Proper procedure should be laid down like even if the patented product can be used as research tool but still the controller of patent must be informed and the controller of patent must keep record as to which person is using the patented product as research tools.



Some procedure should be laid down that the commercial researchers before using patent product for research and experiment purposes must inform the controller of patent. The controller must keep the record of it to which person is using the patented product for research and experiment purpose. In relation to the context of human rights issue it is thereby suggested by this paper to have more relaxed guidelines and principles in relation exemption for experiment and research purpose. The word ―Merely‖ given under section 47(3) should be deleted in section to the exemption for research and experiment of pharmaceutical patented products.



The removal of the word merely would give broader scope to this exemption for research and experiment purpose this would encourage new developments in drugs for life and health of public though by deleting the word ―Merely‖ it will have more favorable inclination to public interest but taking into aspects of human rights aspects and constitutional significances of right to life such inclination in respect of pharmaceutical products is necessary



An intellectual property right (IPR) has not value if it cannot be asserted and protected. If an individual cannot protect what he owns he owns nothing. This is more so is case of the rights falling under the ―Trade secrets, category. The trade secret pre posses the existence of valuable business information, which provides an additional or competitive advantage over the competitions. The right trade secret remains along as the owner can prevent its disclosure. The moment it is disclosed the right in it causes to exist.
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The agreement on trade related aspects of intellectual property right (TRIPS) desires to reduce distortion and impediments to international trade, and takes into account the need to promote effective and adequate protection of intellectual property rights. It also ensures that measure and procedure to enforce IPR, do not themselves becomes barriers to legitimate trade. The agreement also required the members to give effect to the provisions of the agreement. The members however, not required to implement in their laws more extensive protection than is required by the agreement. The protection given in municipal laws must not conflict with the provisions of the agreement. The terms intellectual property refers to all categories that are the subject of section 1-7 of part II.



The trade secret is an important and valuable intellectual property rights. Its importance is recognized all over the world. In the Indian contest, however, it has not aroused a deeper interest. The legislature has not shown it‘s sensitively and political will also seems to be deficient. In the absence of awareness the right holder are also shows to react to the violation of trade secrets.



It is high time that India should recognize the need of the hour and enact laws specifically dealing with protection of trade secrets. This is more so when India is a signatory to the TRIPS agreement, which mandates the protection of trade secrets rights by the members to the agreement. A law on trade secrets should be formulated as soon as possible so that it can be a protected property.
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ANNEXURE



ANNEXTURE



Some of the important provisions of TRIPS agreement PREAMBLE to the Agreement on Trade-Related Aspects of Intellectual Property Rights



PART I General Provisions and Basic Principles



PART II Standards Concerning the Availability, Scope and Use of Intellectual Property Rights 1. Copyright and Related Rights 2. Trademarks 3. Geographical Indications 4. Industrial Designs 5. Patents 6. Layout-Designs (Topographies) of Integrated Circuits 7. Protection of Undisclosed Information 8. Control of Anti-Competitive Practices in Contractual Licences



PART III Enforcement of Intellectual Property Rights 1. General Obligations 2. Civil and Administrative Procedures and Remedies 3. Provisional Measures
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PART IV Acquisition and Maintenance of Intellectual Property Rights and Related inter parties Procedures



PART V Dispute Prevention and Settlement



PART VI Transitional Arrangements



PART VII Institutional Arrangements; Final Provisions



Article 22 Protection of Geographical Indications 1. Geographical indications are, for the purposes of this Agreement, indications which identify a good as originating in the territory of a Member, or a region or locality in that territory, where a given quality, reputation or other characteristic of the good is essentially attributable to its geographical origin. 2. In respect of geographical indications, Members shall provide the legal means for interested parties to prevent: (a) The use of any means in the designation or presentation of a good that indicates or suggests that the good in question originates in a geographical area other than the true place of origin in a manner which misleads the public as to the geographical origin of the good;
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(b) any use which constitutes an act of unfair competition within the meaning of Article 10bis of the Paris Convention (1967). 3. A Member shall, ex officio if its legislation so permits or at the request of an interested party, refuse or invalidate the registration of a trademark which contains or consists of a geographical indication with respect to goods not originating in the territory indicated, if use of the indication in the trademark for such goods in that Member is of such a nature as to mislead the public as to the true place of origin. 4. The protection under paragraphs 1, 2 and 3 shall be applicable against a geographical indication which, although literally true as to the territory, region or locality in which the goods originate falsely represents to the public that the goods originate in another territory. Article23 Additional Protection for Geographical Indications for Wines and Spirits 1. Each Member shall provide the legal means for interested parties to prevent use of a geographical indication identifying wines for wines not originating in the place indicated by the geographical indication in question or identifying spirits for spirits not originating in the place indicated by the geographical indication in question, even where the true origin of the goods is indicated or the geographical indication is used in translation or accompanied by expressions such as ―kind‖, ―type‖, ―style‖, ―imitation‖ or the like. (4) 2. The registration of a trademark for wines which contains or consists of a geographical indication identifying wines or for spirits which contains or consists of a geographical indication identifying spirits shall be refused or invalidated, ex officio if a Member's legislation so permits or at the request of an interested party, with respect to such wines or spirits not having this origin. 3. In the case of homonymous geographical indications for wines, protection shall be accorded to each indication, subject to the provisions of paragraph 4 of Article 22. Each Member shall determine the practical conditions under which the homonymous indications in question
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will be differentiated from each other, taking into account the need to ensure equitable treatment of the producers concerned and that consumers are not misled. 4. In order to facilitate the protection of geographical indications for wines, negotiations shall be undertaken in the Council for TRIPS concerning the establishment of a multilateral system of notification and registration of geographical indications for wines eligible for protection in those Members participating in the system. SECTION 5: PATENTS Article 27 Patentable Subject Matter 1. Subject to the provisions of paragraphs 2 and 3, patents shall be available for any inventions, whether products or processes, in all fields of technology, provided that they are new, involve an inventive step and are capable of industrial application. (5) Subject to paragraph 4 of Article 65, paragraph 8 of Article 70 and paragraph 3 of this Article, patents shall be available and patent rights enjoyable without discrimination as to the place of invention, the field of technology and whether products are imported or locally produced. 2. Members may exclude from patentability inventions, the prevention within their territory of the commercial exploitation of which is necessary to protect ordre public or morality, including to protect human, animal or plant life or health or to avoid serious prejudice to the environment, provided that such exclusion is not made merely because the exploitation is prohibited by their law. 3. Members may also exclude from patentability: (a) Diagnostic, therapeutic and surgical methods for the treatment of humans or animals; (b) Plants and animals other than micro-organisms, and essentially biological processes for the production of plants or animals other than non-biological and microbiological processes. However, Members shall provide for the protection of plant varieties either by patents or by an
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effective sui generis system or by any combination thereof. The provisions of this subparagraph shall be reviewed four years after the date of entry into force of the WTO Agreement.



Article 28 Rights Conferred 1.



A patent shall confer on its owner the following exclusive rights: (a) Where the subject matter of a patent is a product, to prevent third parties not having



the owner's consent from the acts of: making, using, offering for sale, selling, or importing (6) for these purposes that product; (b) Where the subject matter of a patent is a process, to prevent third parties not having the owner's consent from the act of using the process, and from the acts of: using, offering for sale, selling, or importing for these purposes at least the product obtained directly by that process. 2. Patent owners shall also have the right to assign, or transfer by succession, the patent and to conclude licensing Article 30 Exceptions to Rights Conferred Members may provide limited exceptions to the exclusive rights conferred by a patent, provided that such exceptions do not unreasonably conflict with a normal exploitation of the patent and do not unreasonably prejudice the legitimate interests of the patent owner, taking account of the legitimate interests of third parties. Article 33 Term of Protection The term of protection available shall not end before the expiration of a period of twenty years counted from the filing date
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PART V — Dispute Prevention and Settlement



Article 63 Transparency 1.



Laws and regulations, and final judicial decisions and administrative rulings of general



application, made effective by a Member pertaining to the subject matter of this Agreement (the availability, scope, acquisition, enforcement and prevention of the abuse of intellectual property rights) shall be published, or where such publication is not practicable made publicly available, in a national language, in such a manner as to enable governments and right holders to become acquainted with them. Agreements concerning the subject matter of this Agreement which are in force between the government or a governmental agency of a Member and the government or a governmental agency of another Member shall also be published. 2.



Members shall notify the laws and regulations referred to in paragraph 1 to the



Council for TRIPS in order to assist that Council in its review of the operation of this Agreement. The Council shall attempt to minimize the burden on Members in carrying out this obligation and may decide to waive the obligation to notify such laws and regulations directly to the Council if consultations with WIPO on the establishment of a common register containing these laws and regulations are successful. The Council shall also consider in this connection any action required regarding notifications pursuant to the obligations under this Agreement stemming from the provisions of Article 6ter of the Paris Convention (1967). 3.



Each Member shall be prepared to supply, in response to a written request from



another Member, information of the sort referred to in paragraph 1. A Member, having reason to believe that a specific judicial decision or administrative ruling or bilateral agreement in the area of intellectual property rights affects its rights under this Agreement, may also request in writing to be given access to or be informed in sufficient detail of such specific judicial decisions or administrative rulings or bilateral agreements.
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4.



Nothing in paragraphs 1, 2 and 3 shall require Members to disclose confidential



information which would impede law enforcement or otherwise be contrary to the public interest or would prejudice the legitimate commercial interests of particular enterprises, public or private. SECTION 2: CIVIL AND ADMINISTRATIVE PROCEDURES AND REMEDIES Article 42 Fair and Equitable Members shall make available to right holders (11) civil judicial procedures concerning the enforcement of any intellectual property right covered by this Agreement. Defendants shall have the right to written notice which is timely and contains sufficient detail, including the basis of the claims. Parties shall be allowed to be represented by independent legal counsel, and procedures shall not impose overly burdensome requirements concerning mandatory personal appearances. All parties to such procedures shall be duly entitled to substantiate their claims and to present all relevant evidence. The procedure shall provide a means to identify and protect confidential information, unless this would be contrary to existing constitutional requirements



Article 49 Administrative Procedures To the extent that any civil remedy can be ordered as a result of administrative procedures on the merits of a case, such procedures shall conform to principles equivalent in substance to those set forth in this Section. SECTION 3: PROVISIONAL MEASURES Article 50 1.



The judicial authorities shall have the authority to order prompt and effective provisional



measures:
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(a) To prevent an infringement of any intellectual property right from occurring, and in particular to prevent the entry into the channels of commerce in their jurisdiction of goods, including imported goods immediately after customs clearance; (b) To preserve relevant evidence in regard to the alleged infringement. 2.



The judicial authorities shall have the authority to adopt provisional measures



inaudita altera parte where appropriate, in particular where any delay is likely to cause irreparable harm to the right holder, or where there is a demonstrable risk of evidence being destroyed. 3.



The judicial authorities shall have the authority to require the applicant to provide



any reasonably available evidence in order to satisfy themselves with a sufficient degree of certainty that the applicant is the right holder and that the applicant's right is being infringed or that such infringement is imminent, and to order the applicant to provide a security or equivalent assurance sufficient to protect the defendant and to prevent abuse. 4.



Where provisional measures have been adopted inaudita altera parte, the parties



affected shall be given notice, without delay after the execution of the measures at the latest. A review, including a right to be heard, shall take place upon request of the defendant with a view to deciding, within a reasonable period after the notification of the measures, whether these measures shall be modified, revoked or confirmed. 5.



The applicant may be required to supply other information necessary for the



identification of the goods concerned by the authority that will execute the provisional measures. 6.



Without prejudice to paragraph 4, provisional measures taken on the basis of



paragraphs 1 and 2 shall, upon request by the defendant, be revoked or otherwise cease to have effect, if proceedings leading to a decision on the merits of the case are not initiated within a reasonable period, to be determined by the judicial authority ordering the measures where a Member's law so permits or, in the absence of such a determination, not to exceed 20 working days or 31 calendar days, whichever is the longer.
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7.



Where the provisional measures are revoked or where they lapse due to any act or



omission by the applicant, or where it is subsequently found that there has been no infringement or threat of infringement of an intellectual property right, the judicial authorities shall have the authority to order the applicant, upon request of the defendant, to provide the defendant appropriate compensation for any injury caused by these measures. 8.



To the extent that any provisional measure can be ordered as a result of



administrative procedures, such procedures shall conform to principles equivalent in substance to those set forth in this Section. SECTION 5: CRIMINAL PROCEDURES Article 61 Members shall provide for criminal procedures and penalties to be applied at least in cases of wilful trademark counterfeiting or copyright piracy on a commercial scale. Remedies available shall include imprisonment and/or monetary fines sufficient to provide a deterrent, consistently with the level of penalties applied for crimes of a corresponding gravity. In appropriate cases, remedies available shall also include the seizure, forfeiture and destruction of the infringing goods and of any materials and implements the predominant use of which has been in the commission of the offence. Members may provide for criminal procedures and penalties to be applied in other cases of infringement of intellectual property rights, in particular where they are committed wilfully and on a commercial scale. Article 62 1.



Members may require, as a condition of the acquisition or maintenance of the



intellectual property rights provided for under Sections 2 through 6 of Part II, compliance with reasonable procedures and formalities. Such procedures and formalities shall be consistent with the provisions of this Agreement. 2.



Where the acquisition of an intellectual property right is subject to the right being



granted or registered, Members shall ensure that the procedures for grant or registration, subject
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to compliance with the substantive conditions for acquisition of the right, permit the granting or registration of the right within a reasonable period of time so as to avoid unwarranted curtailment of the period of protection. 3.



Article 4 of the Paris Convention (1967) shall apply mutatis mutandis to service



4.



Procedures concerning the acquisition or maintenance of intellectual property rights



marks.



and, where a Member's law provides for such procedures, administrative revocation and inter partes procedures such as opposition, revocation and cancellation, shall be governed by the general principles set out in paragraphs 2 and 3 of Article 41. 5.



Final administrative decisions in any of the procedures referred to under paragraph 4



shall be subject to review by a judicial or quasi-judicial authority. However, there shall be no obligation to provide an opportunity for such review of decisions in cases of unsuccessful opposition or administrative revocation, provided that the grounds for such procedures can be the subject of invalidation procedures.



Article 64 Dispute Settlement 1.



The provisions of Articles XXII and XXIII of GATT 1994 as elaborated and applied by the



Dispute Settlement Understanding shall apply to consultations and the settlement of disputes under this Agreement except as otherwise specifically provided herein. 2.



Subparagraphs 1(b) and 1(c) of Article XXIII of GATT 1994 shall not apply to the



settlement of disputes under this Agreement for a period of five years from the date of entry into force of the WTO Agreement. 3.



During the time period referred to in paragraph 2, the Council for TRIPS shall



examine the scope and modalities for complaints of the type provided for under subparagraphs 1(b) and 1(c) of Article XXIII of GATT 1994 made pursuant to this Agreement, and submit its
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recommendations to the Ministerial Conference for approval. Any decision of the Ministerial Conference to approve such recommendations or to extend the period in paragraph 2 shall be made only by consensus, and approved recommendations shall be effective for all Members without further formal acceptance process. PART VI — Transitional Arrangements



Article 65 Transitional Arrangements 1.



Subject to the provisions of paragraphs 2, 3 and 4, no Member shall be obliged to



apply the provisions of this Agreement before the expiry of a general period of one year following the date of entry into force of the WTO Agreement. 2.



A developing country Member is entitled to delay for a further period of four years



the date of application, as defined in paragraph 1, of the provisions of this Agreement other than Articles 3, 4 and 5. 3.



Any other Member which is in the process of transformation from a centrally-



planned into a market, free-enterprise economy and which is undertaking structural reform of its intellectual property system and facing special problems in the preparation and implementation of intellectual property laws and regulations, may also benefit from a period of delay as foreseen in paragraph 2. 4.



To the extent that a developing country Member is obliged by this Agreement to



extend product patent protection to areas of technology not so protectable in its territory on the general date of application of this Agreement for that Member, as defined in paragraph 2, it may delay the application of the provisions on product patents of Section 5 of Part II to such areas of technology for an additional period of five years. 5.



A Member availing itself of a transitional period under paragraphs 1, 2, 3 or 4 shall



ensure that any changes in its laws, regulations and practice made during that period do not result in a lesser degree of consistency with the provisions of this Agreement.
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Article 66 Least-Developed Country Members .



In view of the special needs and requirements of least-developed country Members,



their economic, financial and administrative constraints, and their need for flexibility to create a viable technological base, such Members shall not be required to apply the provisions of this Agreement, other than Articles 3, 4 and 5, for a period of 10 years from the date of application as defined under paragraph 1 of Article 65. The Council for TRIPS shall, upon duly motivated request by a least-developed country Member, accord extensions of this period. 2.



Developed country Members shall provide incentives to enterprises and institutions



in their territories for the purpose of promoting and encouraging technology transfer to leastdeveloped country Members in order to enable them to create a sound and viable technological base.



Article 67 Technical Cooperation In order to facilitate the implementation of this Agreement, developed country Members shall provide, on request and on mutually agreed terms and conditions, technical and financial cooperation in favour of developing and least-developed country Members. Such cooperation shall include assistance in the preparation of laws and regulations on the protection and enforcement of intellectual property rights as well as on the prevention of their abuse, and shall include support regarding the establishment or reinforcement of domestic offices and agencies relevant to these matters, including the training of personnel.
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The Council for TRIPS shall monitor the operation of this Agreement and, in particular, Members' compliance with their obligations hereunder, and shall afford Members the opportunity of consulting on matters relating to the trade-related aspects of intellectual property rights. It shall carry out such other responsibilities as assigned to it by the Members, and it shall, in particular, provide any assistance requested by them in the context of dispute settlement procedures. In carrying out its functions, the Council for TRIPS may consult with and seek information from any source it deems appropriate. In consultation with WIPO, the Council shall seek to establish, within one year of its first meeting, appropriate arrangements for cooperation with bodies of that Organization



Article 71 Review and Amendment 1.



The Council for TRIPS shall review the implementation of this Agreement after the



expiration of the transitional period referred to in paragraph 2 of Article 65. The Council shall, having regard to the experience gained in its implementation, review it two years after that date, and at identical intervals thereafter. The Council may also undertake reviews in the light of any relevant new developments which might warrant modification or amendment of this Agreement. 2.



Amendments merely serving the purpose of adjusting to higher levels of protection



of intellectual property rights achieved, and in force, in other multilateral agreements and accepted under those agreements by all Members of the WTO may be referred to the Ministerial Conference for action in accordance with paragraph 6 of Article X of the WTO Agreement on the basis of a consensus proposal from the Council for TRIPS. Article 73 Security Exceptions Nothing in this Agreement shall be construed:
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(a) to require a Member to furnish any information the disclosure of which it considers contrary to its essential security interests; or (b) To prevent a Member from taking any action which it considers necessary for the protection of its essential security interests; (i) Relating to fissionable materials or the materials from which they are derived; (ii) Relating to the traffic in arms, ammunition and implements of war and to such traffic in other goods and materials as is carried on directly or indirectly for the purpose of supplying a military establishment; (iii) (c)



Taken in time of war or other emergency in international relations; or To prevent a Member from taking any action in pursuance of its obligations under



the United Nations Charter for the maintenance of international peace and security.
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